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In response to your query on how the requirement of novelty is determined with respect to the prior art in New Zealand, an outline of the current practice is submitted along with the proposed new law currently being drafted.

The Patents Act 1953, which is founded substantially on the U.K. 1949 Patents Act, defines the current law. At the examination stage novelty is determined by whether or not the claims are prior published, for which published is defined as:

…means made available to the public; and without prejudice to the generality of the foregoing provision a document shall be deemed for the purposes of this Act to be published-

(a) If it can be inspected as of right at any place in the New Zealand by members of the public whether upon payment of a fee or otherwise; or

(b) If it can be inspected in a library of a Government Department or of any institution or public authority and the library is one which is open generally to members of the public who are interested in matters to which the document relates and is a library in which members of the public in search of information related to the subject of the document would ordinarily seek and do in fact seek the information.

For a granted patent, the grounds relating to novelty by which it can be revoked are:

That the invention, so far as claimed in any claim of the complete specification, is not new having regard to what was known or used before the priority date of the claim in New Zealand.

That the invention, so far as claimed in any claim of the complete specification, was secretly used in New Zealand, otherwise than as mentioned in subsection (2) of this section, before the priority date of that claim (not being a secret use for the purpose of reasonable trial or experiment only).

The ground for revocation based on an earlier patent application is:

That the invention, so far as claimed in any claim of the complete specification, was claimed in a valid claim of earlier priority date contained in the complete specification of another patent granted in New Zealand.

The ground for revocation regarding inventive step is:

That the invention, so far as claimed in any claim of the complete specification, is obvious and does not involve any inventive step having regard to what was known or used before the priority date of the claim in New Zealand.

In summary, under the current law in New Zealand, by comparison to SPLT Article 8(1) a patent application need only have local novelty, that is it only needs to be novel over the prior art known or published in New Zealand. The corresponding provision to the “Whole Contents” of SPLT Article 8(2), only pertains to the claims of a patent that has been granted in New Zealand. The prior art that can be considered in regard to inventive step is restricted what was known or used in New Zealand and cannot include any secret use or the contents of a patent specification that was not published before the priority date.

Under the proposed new legislative that is currently being drafted, the novelty requirement will be changed to an absolute novelty requirement, and will be of essentially the same scope as SPLT Article 8(1). In relation to the prior art effect of earlier applications, a "whole contents" approach incorporating an "anti self collision" provision will be adopted. However in regard to the inventive step of an application, it is intended that the contents of a patent specification published after the priority date of the application in question will be specifically excluded from consideration.
