
FlexibilityFlexibility must foster in the people themust foster in the people theFlexibility Flexibility -- must foster in the people the must foster in the people the 
ability to look at situations in new ways ability to look at situations in new ways y yy y

to devise unique solutionsto devise unique solutions
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It is alleged that on its completion, Shah Jahan
Universally admired masterpieces of the world's 

heritage
ordered the right hand of the chief mason to be cut 

off so that the masterpiece could never be recreated 





Intellectual 
property?

Creations of the mind:

 Inventions

Creations of the mind:

 Inventions

 literary & artistic works y

 Symbols

 Names

 Images

 Designs used in commerce



IP – 2 categoriesIP – 2 categories

I d t i l t © Copyright:

 Inventions (patents)

Industrial property: © Copyright:

 Inventions (patents)

 Trademarks Trademarks

 Industrial designs

 Geographic 
i di ti findications of source

IP – 2nd CategoryIP 2 Category

© Copyright:

 Literary & artistic works:  novels, poems & 

© Copyright:

y , p
plays 

Fil Films

 Musical works Musical works

 Artistic works such as drawings, paintings

 Photographs & sculptures

 Architectural designs



I t ll t l P tIntellectual Property 
Hidden treasurers!Hidden treasurers!

Engine for future growthEngine for future growthEngine for future growthEngine for future growth

Era of K EconomyEra of K EconomyEra of I EconomyEra of I EconomyEra of K EconomyEra of K EconomyEra of I EconomyEra of I Economy

Intellectual PropertyIntellectual PropertyIntellectual PropertyIntellectual Property

 IP an important indicator of 
social & economic benefits -
Nation building

 Generates revenue



IP business is the “Oil 
of the 21st Century”

 Flinders Technologies MD, said 50 to 80 % of 
Co market value is due to IP & innovationCo. market value is due to IP & innovation

 Microsoft, Yahoo! & ResMed as crucial 
examples 

 ResMed announced $A116 5 million in ResMed announced $A116.5 million in 
revenue for the March 2003 quarter. 

 Turner believes WTO's policies on IP laws will 
help define globalisation

Dr John Turner, Australian Business 
Intelligence, June 24, 2003

Financial benefit to nation

20% OER (M l i )20% OER (Malaysia average)                           

RM50 billion (2008)( )

If OER increased by 1% 500 millionIf OER increased by 1%   500 million 

If OER i d b 2% 1000 illiIf OER increased  by 2%    1000 million



Coca ColaCoca Cola

US$67.4 billion – (2005)

Invention Invention Invention Invention 
disclosure processdisclosure processdisclosure processdisclosure process

A new culture in the Univ. & PRIs!A new culture in the Univ. & PRIs!



We work 24hrs – we publish our work whyWe work 24hrs we publish our work, why 
do we need to patent our R&D findings?

Awareness on importance of IP & training 
on IP issues are crucialon IP issues are crucial



Nothing

is 
impossible!

You can 
do it!

Incentives forIncentives forIncentives for Incentives for 
researchers!researchers!researchers!researchers!

o RM5,000 (U$1430) for filing 
patent

o RM10,000 (U$2860) on , ( $ )
receiving patent certificate



Distribution of Distribution of 
IncomeIncome

IncomeIncome

Researcher/ UPM
25%

Researcher/ 
Inventor

75%



National IP Award from MyIPO – RM30,000

Best commercialised Product 

award 



Challenges are seeds for success ComplacencyChallenges are seeds for success. Complacency 
breeds failures

Until the bones are rotten never say die!



Bestowed 
the honorific 
title “Dato”



Also 
bestowed 
the title 
Datuk

Awareness campaign &Awareness campaign & 
training in IPg

Phase I   ‐ Awareness & training campaigns

Ph II I t d li & id liPhase II – Introduce  policy & guidelines

Phase III Implementation of policyPhase III – Implementation of policy 

Phase IV ‐ Fine tuning & continuousPhase IV  ‐ Fine tuning & continuous 
improvement



Advanced Commercialisation Advanced Commercialisation 
CourseCourse
Advanced Commercialisation Advanced Commercialisation 
CourseCourseCourseCourse
Venue : Langkawi & Venue : Langkawi & CheratingCherating
CourseCourse
Venue : Langkawi & Venue : Langkawi & CheratingCherating

4 days x 2 programme

Increase in technology 
di l & t t filidisclosures & patent filing  



PCTPCT filingfiling as ofas ofPCT PCT filingfiling as of as of 
November 2009November 2009

Patent  Patent  20092009

4949Patents GrantedPatents Granted 4949Patents GrantedPatents Granted

226226 Patents PendingPatents Pending226226 Patents PendingPatents Pending

6969Filed in foreign countriesFiled in foreign countries

• China
E

• Philippine
Si

• United Kingdom
U it d St t• European

• India
I d i

• Singapore
• Switzerland

Th il d

• United States
• Vietnam

• Indonesia
• Japan

• Thailand
• Taiwan



Meeting everyMeeting every 

2 weeks

: i) Learn technology: i)   Learn technology
ii)   Approve/reject patent/copyright/TS
iii) Fine tune2 3 iii)   Fine tune 
iv)   Add financial aspects

2-3 

PanelPanel:  

 Biotechnology Biotechnology

 Physics Physics 

 Engineer 

 Biology 

 Chemistry 

 Business



Reasons for non approval:

 Published or in public domainp

 No novelty 2 years ago!
 No thorough prior art search

 Poorly prepared presentation Poorly prepared presentation   

Get patent No. within 3 
th

If approved: Send to panel of legal

months

If approved: Send to panel of legal 
patent filing agents (5)











Patent Protection:  
Appropriate Strategies Appropriate Strategies 

& Options& Options

ConfidentialityConfidentiality 

 Panel members sign a non-disclosure 
agreement (NDA)agreement (NDA)

 Documents only distributed during meeting y g g

 Members cannot removed documents from 
imeeting room 

 Documents are kept in a safety cabinet Documents are kept in a safety cabinet

No circulating of documents for approval!



WARNING !WARNING ! 
Your invention can be STOLEN by 

!someone!
You may LOSE your invention that HAS 

BEEN DISPLAYED IN THE PUBLIC DOMAIN
Somebody can steal it!

To protect your invention please call ICC :
03 – 8947 2055 www.icc.upm.edu.myp y



IP ManagementIP ManagementIP Management IP Management 

Patent before participation inPatent before participation in 
exhibitions/seminarsexhibitions/seminars 

& bli hi& publishing

Protect the technology!Protect the technology!

Pittsburgh ExhibitionPittsburgh Exhibition



IP ManagementIP ManagementIP Management IP Management 
Please be advised that Cameras are
NOT permitted at INPEX withoutNOT permitted at INPEX without
authorization! Because many
exhibitors feel uneasy about
strangers taking pictures of their
invention or display, we feel it is best
to prohibit cameras or camto prohibit cameras or cam
recorders. Only media will be
permitted to have cameras or videopermitted to have cameras or video
equipment.

At Pittsburgh ExhibitionAt Pittsburgh Exhibition

IP ManagementIP ManagementIP Management IP Management 

Non disclosure agreement :‐Non disclosure agreement :‐

 Students Students

 Evaluators Evaluators 

New guidelines!



IP ManagementIP ManagementIP Management IP Management 
 On registration students assign 

IP to UPMIP to UPM 

 Staff members Staff members  

A foreign student graduated from UPM 
fil d (b d hi h i k)A staff members invention in the field offiled a patent (based on his thesis work) 

in Singapore & sold the IP

A staff members invention in the field of 
employment (regardless of time of day 
i d) b l h linvented) belongs to the employer

Joint ownershipJoint ownership

Researchers work with friendsResearchers work with friends 
from other institutes without formal 
agreementagreement

M U i t ff b k ith hi f i dMy Univ. staff member work with his friend 
in another institute & the gave 100% 

patent rights to them although the project 
was owned by my Univ.was owned by my Univ.



EmploymentEmploymentEmployment Employment 
contractcontractcontractcontract

Researchers joining or leaving 
the Univ./ PRI have to be 
managed well throughmanaged well through 
appropriate legal documents

IP ownershipIP ownership ––IP ownership IP ownership 
joint research programsjoint research programsj p gj p g

Depending on the contribution

 Negotiate for full ownership

 If joint 50:50 (if possible assigned to If joint  50:50 (if possible assigned to  

 Univ. for commercialisation)

Sign non disclosure agreement (NDA)Sign non disclosure agreement (NDA)



Patent Patent ––
Joint patent ownershipJoint patent ownership

Solution: joint owner assign ownership to UPM
Royalty distributed to joint owner

However not well acceptedMisbehaviour by co‐owner – distributed share of IP However, not well acceptedy
to another party without consent of joint owner 

Cannot be sold – as joint owner “Ministry” j y
cannot give approval  

Provide 1Provide 1stst class class 
serviceservice

 Credit for promotion

 Make it easy for researchers to patent 

 Provide prompt professional service

 Commercialise IPs to generate 
income for researchersincome for researchers

Synergize with research staff & private
MTO must have the right expertise    

Synergize with research staff & private 
sector to commercialize technologies   



http://www.icc.upm.edu.myhttp://www.icc.upm.edu.my
Commercialised 

Product / 
Technology

Potential Products/ 
Technologies for 
Commercialised

Promotion/marketing

http://www.icc.upm.edu.my
UPM Patent Search

http://www.icc.upm.edu.my

List of UPM Patent

Promotion/marketing



i d i hCosts associated with 
Protection & Management Protection & Management 

of Technology

Cost Estimates 
Related to Patents

Cost for:

Filing patent - Local          US$2,200 – 2,700

Substantial exam 600 - 850Substantial exam                        600 - 850

Annual maintenance fee             150

PCT filing                                  3,500             

Rough estimate for about 300 patents filedRough estimate for about 300 patents filed 
= US$2 million



Funds for patent filingFunds for patent filing

 TMO given a budget TMO given a budget

 Ministry of Science Technology & Ministry of Science Technology & 
Innovation (MOSTI) provides funds 
along with projectalong with project

 Can also apply for funds from MOSTI Can also apply for funds from MOSTI  

Revenue generationRevenue generation

 M i i f TT i t t ib t Main aim of TT is to contribute 
towards nation building and indirectly 
creation of wealth

 Monies can be recovered if 
aggressive in marketingaggressive in marketing

 One big breakthrough technology in One big breakthrough technology in 
the global market can sustain the 

O fMOT for many years



CHALLENGESCHALLENGESCHALLENGESCHALLENGES

ChallengesChallenges

 Disclosure of critical technology 
knowledge 

Scientist very found of telling 
 Patent – non-tangible asset,  evaluation 

is difficult can induce misconduct

y g
everything to everybody!

is difficult can induce misconduct



NegotiationsNegotiations


NegotiationsNegotiations
 1st offer  RM200,000

 Final offer RM 4 million

20% it t h+  20% equity to researcher

+  5% equity to UPM q y

+   Consultancy

Right expertise to negotiate 

COURTCOURT 
INJUNCTION

Practice due diligence!

Crucial all negotiations must take place in the 
presence of people knowledgeable on IPpresence of people knowledgeable on IP



Challengesg

 Identifying Patents for PCT filing – 18 mts
i d f ti l fili t ffi i tgrace period for national filing - not sufficient

time for commercialisation status indication

Poorly written patent claims – too narrow y p
& specific – patent agents not doing their 
jobjob 

Follow up with patent 
agents to ensure well 

written patentswritten patents  



Up scaling ofUp scaling of 
technologiesg

 Many patents are lab-scaley p
technologies product / process;
companies not convinced to
invest

 Get more funds & match make
with Co. to upscale thep
technology

US$1.4 Million

All smiles for the photo album



Minister – MOSTI visited the ste OS s ted t e

following week

VC & DVC being briefed by Nasmec Sdn Bhd on jointVC & DVC being briefed by Nasmec Sdn Bhd on joint  
technofund project with UPM in Dengkil

Pilot scale Production of CQ10Q

US$1.4 Million



AwarenessAwareness

 Keep communications open so
that every one know what’s going
on

 I l th li k d Involve the policy makers and
Co. in the awareness campaigns

 Awareness campaigns – Phase II

 Awareness campaigns – Phase III

Three essential Three essential players in players in Three essential Three essential players in players in 
innovationsinnovationsinnovationsinnovations

1st Player

Creative Geniuses 

–Develop ideas

–Generate value added 
i tiinnovations



22ndnd essential playeressential playerp yp y
Innovation Champions 

• We promote, encourage, & support 
i iinnovation

• We help creative people overcome 
obstacles 

DVC  (Research & 
Innovation) &Innovation) & 
team members

3rd essential player3rd essential playerp yp y
Innovation Leaders 

• There is no innovation without leadershipI want UPM to 
be a world

My expectations & policies to favour 
be a world 

class university
innovation

If policies are restrictive making it 
impossible to test new ideas, then 
there won’t be many new ideas &there won t be many new ideas & 
innovations



Thi k i ti l t b i tiThink innovatively to be innovative




