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Global Intellectual Property Systems:
The Patent Cooperation Treaty (PCT) —
Introduction and Future Developments
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Roving Seminars: WIPO Services and Initiatives
Hellenic Industrial Property Organization (OBI), Athens, Greece
April 9, 2019

B Speaker: Thomas Henninger, Senior Legal Information Officer,
PCT Legal and User Relations Division, WIPO
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Seeking patents multinationally today -

Paris system vs. PCT system

File 1883
(months) applications
abroad
" 0 12
Traditional/ |
Paris File local
application
177 States
Enter
national
(months) International phase
publication
PCT 0 12 16 18 22 28 30
[ | | | | |
File local File PCT International (optional) (optional)
1978 application application search report & demand for International
written opinion International preliminary
s | preliminary report on 152 States

examination

patentability

WIPO I PCT
The international

Patent Syslem


http://www.wipo.int/publications/en/details.jsp?id=3928&plang=EN

Paris route vs. PCT national phase
“Market share”

Non-resident PCT national phase entries I Non-resident direct applications

238 262 322 341 388 398 434 476 462 470 472 487 507 531 543 547 H47 551 556 570

Share of non-resident PCT National phase entries in total non-resident applications (%)

100

75

50
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1995 1996 1997 1998 1999 2000 2001 2002 2003 2004 2005 2006 2007 2008 2009 2010 2011 2012 2013 2014
Year

WIPO PCT

The international

Patent Syslem



Using the PCT system to seek
multinational patent protection

Enter
national
. phase
/ \ International
(months) publication Z
0 12 16 18 22 28 30
I I | I I |
File loca File PCT Intefnational (optional) (optional)
applicatiop application  seaich report File International
& jwritten demand for preliminary
opinion International report on
preliminary patentability
Typically filed in same examination
national patent office--one
set of fees, one language,
one set of formality
requirements--and legal
effect in all PCT States

o /

WIPO PCT

Patent Syslem



Albania

Algeria

Angola

Antigua and Barbuda
Armenia

Australia

Austria

Azerbaijan

Bahrain

Barbados

Belarus

Belgium

Belize

Benin

Bosnia and Herzegovina
Botswana

Brazil

Brunei Darussalam
Bulgaria

Burkina Faso
Cambodia (8 Dec. ‘16)
Cameroon

Canada

Central African Republic
Chad

Chile

China

Colombia

Comoros

Congo

Costa Rica

Céte d'lvoire

Croatia

Cuba

Cyprus

Czech Republic

Demacratic People's
Republic of Korea

Denmark

Djibouti (23 Sept. ‘16)

Dominica

Dominican Republic

Ecuador

Egypt

El Salvador

Equatorial Guinea

Estonia

Finland

France:

Gabon

Gambia

Georgia

Germany

Ghana

Greece

Grenada

Guatemala

Guinea

152 PCT States

Guinea-Bissau
Honduras

Hungary

Iceland

India

Indonesia

Iran (Islamic Republic of)
Ireland

Israel

Italy

Japan

Jordan (9 June 17)
Kazakhstan

Kenya

Kuwait (9 Sept. ‘16)
Kyrgyzstan

Lao People’s Dem Rep.
Latvia

Lesotho

Liberia

Libyan Arab Jamahiriya
Liechtenstein

Lithuania

Luxembourg
Madagascar

Malawi
Malaysia
Mali

Malta
Mauritania
Mexico
Monaco
Mongolia
Montenegro
Morocco
Mozambique
Namibia
Netherlands
New Zealand
Nicaragua
Niger
Nigeria
Norway
Oman
Panama
Papua New Guinea
Peru
Philippines

Poland

Portugal

Qatar

Republic of Korea

Republic of Moldova

Romania

Rwanda

Russian Federation

Saint Lucia

Saint Vincent and
the Grenadines

San Marino

Sao Tomé e Principe

Saudi Arabia

Senegal

Serbia

Seychelles

Sierra Leone

Singapore

Slovakia

Slovenia

South Africa

Spain

Sri Lanka

Sudan

Swaziland

Recent accessions:

Jordan
Kuwait
Djibouti

_Cambodia

« St. Kitts and Nevis

Sweden

Switzerland

Syrian Arab Republic

Tajikistan

Thailand

The former Yugoslav
Republic of Macedonia

Togo

Trinidad and Tobago

Tunisia

Turkey

Turkmenistan

Uganda

Ukraine

United Arab Emirates

United Kingdom

United Republic of Tanzania

United States of America

Uzbekistan

Viet Nam

Zambia

Zimbabwe

WIPO I PCT

The international
Patent Syslem



UN Member States not yet in PCT

Afghanistan
Andorra*
Argentina**
Bahamas
Bangladesh*
Bhutan
Bolivia
Burundi
Cape Verde
Democratic Republic of
Congo
Eritrea
Ethiopia
Fiji
Guyana
Haiti
lraq
Jamaica

*preparing to accede

Kiribati
Lebanon
Maldives
Marshall Islands
Mauritius**
Micronesia
Myanmar

Nauru

Nepal

Pakistan

Palau
Paraguay**
Samoa
Solomon Islands
Somalia

South Sudan
Suriname*

*PCT discussions ongoing

Timor-Leste
Tonga
Tuvalu
Uruguay**
Vanuatu
Venezuela
Yemen

(41)

Also in discussions
with GCC Patent Office
about linking its system
to PCT

WIPO PCT



PCT Applications

250000 -
200000 -
150000 A -
100000 A
50000 -

: 1111111111111W11W]

78 80 82 84 86 88 90 92 94 96 98 OO 02 04 06 08 10 12 14 16 18

. . WIPO PCT
2018: 253,000 applications (+ 3.9 %) The international

ant Syslem



PCT use by GR applicants

140 - 133

122

120 - 111 115

107 111110

100 - 90 92 95

g4 87

75 0

80 -
67
60 1

40 -

20 -

00 01 02 03 04 05 06 O7 08 09 10 11 12 13 14 15 16 17 18

* Greece joined PCT in 1990: EPC in 1986 and closed national route WIPO|PCT
« 2017: Around 65% filed with RO/GR, 25%: RO/EP; 10%: RO/IB



Certain PCT Advantages

The PCT, as the cornerstone of the international patent system,
provides a worldwide system for simplified filing and processing
of patent applications, which—

1. postpones the major costs associated with internationalizing a
patent application

WIPO PCT



Traditional patent system
vs. PCT system

Fees for:
--translations
--Office fees _
--local agents Fle
(months) applications
12 abroad Fees for:
. 0
Traditional | .
--translations
File local --Office fees
application --local agents
Enter
national
(months) International phase
publication
PCT 0 12 16 18 22 28 30
[ |
File local File PCT International (optional) (optional)
application application search report & demand for International
written opinion International preliminary
preliminary report on

examination

patentability

WIPO PCT

The international

Patent Syslem



PCT Testimonial: Start-up

Nokero (produces solar-powered lights which replace kerosene lamps and
candles used in developing and least -developed countries--it has so far
distributed over 1.4 million lights in 120 countries and won a United States
Patent and Trademark Office's Patents for Humanity Award)

“‘When it comes to patenting, because we operate in so many
different markets, we use WIPO’s Patent Cooperation Treaty
(PCT). Every start-up has limited funds and the PCT is a great
mechanism for delaying patent filing costs, allowing time to test
the market and overcome any unforeseen technical problems.
Without the PCT, protecting an invention in international
markets would be a high-risk strategy with huge upfront costs.”

WIPO PCT
The International
Patent Syslem

Source: WIPO Magazine, February 2016



PCT Success: Greek Inventor
Epi-LASIK (Laser assisted in situ keratomileusis)

1111111111111111

« Ophthalmolog loannis Pallikaris

* Rector at the University of Crete

. « Founder and Director of The Institute of

Vision and Optics

« Medical Advisory Board Chair for company

2 Presbia

—" « So far 13 PCT applications as applicant,
co-applicant or inventor

« Use of the PCT system for technology
transfer and business

PCT/IB2002/002758

WIPO PCT
The international

Source Patentscope; Wikipedia. 1
Patent Syslem



Certain PCT Advantages

The PCT, as the cornerstone of the international patent system,
provides a worldwide system for simplified filing and processing
of patent applications, which—

1. postpones the major costs associated with internationalizing a
patent application

2. provides a strong basis for patenting decisions

WIPO PCT



Example: PCT International Search Report

C. DOCUMENTS CONSIDERED TO BE RELEVANT

AMEN Citation of docyment, with indication, where appropriate, of the relevant passages /@n”uNi|ﬂ Mo,

X B (NCR CORPORATION) 28 MayN975
} column 4, lines 3 to 27
GB 392415 A (JONES) 18 May 1933 (18.05.33)
X Fig. |
Y page 3, lines 5-7

Fig. 5, support 36

GB 2174500 A (STC) 5 November 1986 (03.11.86)
page 1. lines 5-15, 22-34, 46-80; Fig. 1

LS 4322752 A (BIXTY) 30 March 1982 (30.03.82)
claim 1

GREEN, 1.P. Integrated Circuit and Electronic
s IBM Technical Disclosure Bulletin
*S Vol 17, No. 6, pages 1344and 1345

Symbols indicating
which aspect of
patentability

the document cited is
relevant to (for example,
novelty, inventive step,
etc.)

The claim numbers
in your application to

which the document is
relevant

Documents relevant to
whether or not your
invention may be
patentable




Example: PCT Written opinion of the International Searching Authority

WRITTEN OPINION OF THE Intermaticonal application Me,

INTERNATIONAL SEARCHING AUTHORITY

Box Mo, V Reasoned statement under Rule 435is.1{a){i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

1. atatement
Novelty (17) Clims  Claim{s} 3-15 YES
Clairns Claim{s) 16 MO
Inventive step (1S) Clims  Claim(s} 8, 10-12 YES
Claims Claim{s) 3-7, 9. 14-16 MO

Industrial applicability (14) Claim({s) 3-16 —

2. Citations and explanations:
NDENT CLAIM 3

Document US-A-5 332 238, which is considered to represent the most relevant state of the art,
discloses (cf. relevant passages indicated in the ISR} a device from which the subject-matter of
INDEPENDENT CLAIM 3

ocument US-A-5 332 238, which is considered to represent the most relevant state of the art,

Reasonl_ng Patentability
supporting the assessment
assessment

of claims




Certain PCT Advantages

The PCT, as the cornerstone of the international patent system,
provides a worldwide system for simplified filing and processing
of patent applications, which—

1. postpones the major costs associated with internationalizing a
patent application

2. provides a strong basis for patenting decisions
3. harmonizes formal requirements
4. protects applicant from certain inadvertent errors

WIPO PCT



Harmonization of formal requirements

PCT Article 27(1): “No national law shall require compliance
with requirements relating to the form or contents of the
International application different from or additional to those
which are provided for in this Treaty and Regulations.”

PCT Applicant’s Guide, paragraph 4.011: “There is a
prescribed form for the international application. This form
must be accepted by all designated Offices for the purposes of
the national phase, so that there is no need to comply with a
great variety of widely differing formal requirements in the
many countries in which protection may be sought.”

WIPO PCT
The international

Patent Syslem



Protection from inadvertent errors

Examples of procedures added to PCT which protect
applicants from mistakes they sometimes make:

* invited corrections of defects & fee payments
* non-competent receiving Office

 double formality review

e restoration of priority

* missing parts/incorporation by reference

* rectification of obvious mistakes

« excuse of national phase entry delay

 removal of sensitive information

WIPO PCT



Certain PCT Advantages

The PCT, as the cornerstone of the international patent system,
provides a worldwide system for simplified filing and processing
of patent applications, which—

1. postpones the major costs associated with internationalizing a
patent application

2. provides a strong basis for patenting decisions
3. harmonizes formal requirements

4. protects applicant from certain inadvertent errors
5. evolves to meet user needs

6. is used by the world’s major corporations, universities and
research institutions when they seek multinational patent
protection

WIPO PCT

it Syslem



Top Ten GR PCT users 2017

BIC-VIOLEX SA 10
PHARMATHEN S.A. 8
APIVITA SA 3
KARATZIS S.A. INDUSTRIAL & HOTELIER 3
ENTERPRISES

RONTIS HELLAS S.A. 3
NATIONAL HELLENIC RESEARCH FOUNDATION 2
UNIVERSITY OF PATRAS 2
ALUMINCO A.E. 1
ARISTOTLE UNIVERSITY OF THESSALONIKI - E.L.K.E. 1
BIOMEDICAL RESEARCH FOUNDATION OF THE 1
ACADEMY OF ATHENS

Many different applicants; mainly SME and also by universities and
public research institutions

https://www.wipo.int/ipstats/en/statistics/country_profile/profil
e.jsp?code=GR WIPO| PCT

nternational

Patent Syslem



https://www.wipo.int/ipstats/en/statistics/country_profile/profile.jsp?code=GR

PCT Information and Training

29 video segments about specific PCT topics on WIPO's Youtube
channel and WIPQO’s PCT webpage

PCT Distance learning course content available in the 10 PCT
publication languages, and a 2" detailed PCT DL course under
preparation

PCT Webinars

O free updates on developments in PCT procedures, and PCT strategies—
previous webinars are archived and freely available

L upon request also for companies or law firms, for example, for focused
training on how to use ePCT

Videoconference and audio possibilities also available

In-person PCT Seminars and training sessions: see PCT seminar
calendar (http://www.wipo.int/pct/en/seminar/seminar.pdf)

B Monthly Newsletter (http://www.wipo.int/pct/en/newslett/)
B Extensive information resources on PCT website

(http://www.wipo.int/pct/en/)

B If you'd like to discuss PCT training, contact us o st


http://www.wipo.int/pct/en/seminar/seminar.pdf
http://www.wipo.int/pct/en/newslett/
http://www.wipo.int/pct/en/

PCT Resources/Information

For general questions about the PCT, contact the PCT
Information Service at:

Telephone: +41-22 338 83 38
Facsimile: +41-22 338 83 39
E-mail: pct.infoline@wipo.int

thomas.henninger@wipo.int (+41 22 338 84 29)

WIPO PCT


mailto:thomas.henninger@wipo.int

Recent Legal and Future PCT
Developments
(for experienced users)

WIPO PCT
The International



Summary of Recent PCT Legal Changes
B July 2016:

O 2 additional protections/safeguards for applicants

B July 2017:

O PCT national phase transparency
O work-sharing enhancement

B July 2018:
1 PCT Schedule of Fees amended

B July 2019:
0 Change to timing of International Preliminary Examination

B July 20207

O Incorporation, Fee reductions for universities, etc.?

WIPO PCT



PCT Changes as of July 1, 2016 (1)

B 2 additional protections/safeguards for applicants

O Mistakenly filed/submitted “sensitive” information

the ability to effectively remove from filed PCT applications and
WIPQ'’s publicly accessible application-related documents (even
before international publication) “sensitive” information mistakenly
submitted (amendments to PCT Rules 9, 48 & 94)

the information which is sought to be removed must be:
o irrelevant to the disclosure
o prejudicial to personal or economic interests, and
o there must be no prevailing public interest in its access

new procedures apply to applications filed on or after 1 July 2016

Takeaway/Action item: make sure your staff/colleagues/outside

counsel are aware of this new procedure
wmo RCT



PCT Changes as of July 1, 2016 (2)

B 2 additional protections/safeguards for applicants (cont.)

O Missed time limits due to large-scale Internet outages

« extension of force majeure excuse of delay provision to time limits
missed due to “general unavailability of electronic communications
services” (amended Rule 82qguater)

e covers outages that affect widespread geographical areas or many
individuals, as distinct from localized problems associated with a
particular building or single user

« applies to applications filed on or after 1 July 2016, and to applications
filed before that date where the “event” occurred on or after that date

« Takeaway/Action item: make sure your staff/colleagues/outside
counsel are aware of this new basis

WIPO PCT



PCT Changes as of July 1, 2017 (1)

B PCT national phase becomes more transparent

U designated Offices are required to provide IB with timely national
phase entry and related data (Rules 86 & 95)

« within 2 months from expiry of national phase deadline or asap thereatfter
 date national phase entered, national application number, number and
date of any national publication, and date of grant

0 PATENTSCOPE “National phase” tab will contain more information
than it currently does

» Receliving data from 43 Offices, with 30 more expected soon

O Applies to applications which entered the national phase on or after 1
July 2017

O Takeaway/Action item: make sure your staff/colleagues/outside
counsel are aware of this change

WIPO PCT



PCT Changes as of July 1, 2017 (2)

B PCT “Receiving Offices” required to forward any earlier
search or classification results on priority applications to the
PCT ISA (amendments to Rules 12bis, 23bis & 41)

0 a worksharing/efficiency measure

O ROs were allowed to effectively opt out if this procedure was

iIncompatible with national law when the amendments were introduced
» USPTO (and 10 other ROs) made this notification
» Certain ROs offer applicants the possibility to opt out

O Applies to applications filed on or after July 2017

O Takeaway/Action item: make sure your staff/colleagues outside
counsel are aware of this new procedure

WIPO PCT



PCT Changes as of July 1, 2018

B Amendments to Schedule of Fees
0 to make clear that the 90 per cent fee reductions in item 5 are
iIntended only for persons filing an international application in their own
right and not those filing an international application on behalf of a
person or entity which is not eligible for the reduction, such as a
director or employee of a company filing an international application
on behalf of a company in order to obtain the reduction in item 5(a)

O Understanding of the PCT Assembly adopted:
> “It is the understanding of the PCT Assembly that the fee reduction in item
5 of the Schedule of Fees is intended to apply only in the case where the
applicants indicated in the request are the sole and true owners of the
application and under no obligation to assign, grant, convey or license the
rights in the invention to another party which is not eligible for the fee
reduction.”

» Takeaway/Action item: make sure your staff/colleagues outside
counsel are aware of this clarification (item 5 applies to G«B;o G
applicants)



PCT Changes as of July 1, 2019

B Amendment to PCT Regulations

O Agreed amendment to Rule 69.1(a), allowing IPEA to begin
International preliminary examination when in possession of demand,
fees, ISR and WO unless applicant requests postponement
(effectively reversing current default which requires the IPEA to walit
until the time limit expires unless the applicant specifically requests
earlier start)

WIPO PCT



Additional developments: color drawings (1)

B B has implemented an “interim solution” as to color drawings

iIn PCT applications:

O Electronic applications made to certain ROs using PCT-SAFE or
ePCT-Filing can indicate (checkbox) that the application as uploaded
contains color images

O This indication triggers a notification on the front page of the published
application that the originally-filed application contains color drawings
which are available for download from PATENTSCOPE

B may be helpful for DOs which accept color drawings,

although:
4 the legal PCT requirement still has not yet changed
O color images or greyscale will be converted by the IB to black & white
0 DOs may still require black & white in the national phase

WIPO PCT



Additional developments: color drawings (2)

B the interim practice’s purpose is not to encourage the use of
color images but to recognize that many IAs do in fact contain
color images and allow/assist DOs which accept them to
more easily access them

O eventual goal is to have full color processing through international
phase and into national phase, and adapted legal requirements

0 887 1As from 27 ROs used this procedure up to end 2018

WIPO PCT



Additional developments: Contingency
document upload

B Turning off fax at IB (though not before end June 2019)

B Providing an alternate means for submitting documents
and filing applications without having to use ePCT or for
use in the exceptional situation that ePCT is not available

U https://pct.wipo.int/ePCTExternal/pages/UploadDocument.xh
tml

4 Allows uploading of PDF documents without having to sign
Into a WIPO account—you provide emall address which is
validated, then get a link to the service. You upload the
document(s) and get an automated confirmation of receipt.

B WIPO continues to strongly encourage use of ePCT for
filing and submitting subsequent documents

B Demo version of the contingency service avallablejg
testing

PCT


https://pct.wipo.int/ePCTExternal/pages/UploadDocument.xhtml

Likely Future Directions

WIPO PCT
‘Et'e Ertf._;.rnbmw"-al



The PCT — 1970 to Today
B 2020 will be 50 years since the PCT Diplomatic Conference

B IB’s perceptions:

4 As filing tool: PCT has been extremely successful

O However: as work sharing tool not as effective in practice for
addressing national quality of examination and (for some Offices)
backlogs

» Expectation was: “flying start” for offices; completing, checking
and criticizing ...

> Reality is: some Offices still “start from scratch”, perhaps not in complete
isolation, but ...

O What is needed: while PCT will always respect national sovereignty
as to substantive conditions of patentability, further trust between
Offices is needed, so that duplicative international phase and national

phase processing can be further reduced
WIPO PCT



DG quote
B PCT 3 Million “food for thought” memo

“The key to future [PCT] improvements lies in putting renewed emphasis
on the ‘Cooperation’ aim which underpins the Treaty... in the view of the
International Bureau, it is now mainly up to the Contracting States and
the national and regional Offices which perform roles under the Treaty to
put further life into that ‘Cooperation’ aim with a view towards making the
PCT system fully effective as the tool to support innovation, investment
and development that those same Contracting States designed it to be.”

WIPO PCT



Direction 1
--int’l search/examination--

B Quality of international work products (paramount to
PCT’s role as work sharing tool for Offices)

O Need to improve the quality and consistency of PCT
international phase work products (also includes timeliness )

» Develop quality metrics for measuring usefulness of work
products and identifying areas of further work

M IB reports on characteristics of international search
reports

» Role of DOs: provide feedback on quality of reports they are
receiving

» As evidence of quality engagement, full faith and credit
should be given by Offices to their own ISA workproducts

WIPO PCT



Direction 1 (cont.)
--int’l search/examination--

B Explore collaborative search and examination: IP5 Pilot

U measure effects and benefits in national phase
U results to be reported to PCT/WG, for possible integration into

PCT at later stage
U ePCT to serve as CS&E platform for IP5 Offices

Evaluation
CS&E: Process model CSA&E metrics will be
monitored aver the lifstime
of the 500 applications —
z PCT ISA ~
Collaborative checks CS&E critena Product -
Search & - - o -y fulfilled, formalities CSAE |, | Expected
Examination examination, confirms International Benefits
(CS&E) - acceptance Search and :
Written Opinion
ISA Examiner (Step 1) ISA Examiner (Step 2) \ Earlier
Carries out search, Produces final Information
prepares provisional Intemational Search from
Applicant opinion and provisional Report and Written all IPS offices
driven search report Opinion
"Peer" examiners
100 files 4 other IP5 Offices All offices
per ISA Contribution based on contribute to
over ISA provisional opinion product quality
2 years and search report

B ISA choice: AIPBIREE
O Competition to play a greater role?



Direction 2
--accessibility of system--

B Making PCT accessible to applicants of all types from all
Contracting States

O Fee reductions (SMEs, universities, research institutes,
individual applicants)

> BR proposal
 Other proposals?

WIPO I PCT



Direction 3
--assistance to Offices--

B Help DOs more easily access and better understand &
utilize reports
0 PATENTSCOPE, WIPO CASE, Global Dossier

d Training of DO examiners in access to and use of PCT reports

» WIPOQO is very grateful to Offices which, either directly or indirectly (or
both!) contribute to these training efforts

d Particularly important for developing and least developed
countries

WIPO PCT



Direction 4
--data/money transfer efficiencies--

B Optimize PCT data and financial flows
O PCT was designed in another era...

 Some online payment possible, but potential to have more
centralized and user-friendly payment facilities

0 “Netting structure” currently being piloted, to reduce exposure of
International Bureau to currency exchange rates and
administration of fees by receiving offices and International
Authorities

WIPO PCT



Direction 5
--technical cooperation--

B Improve the technical environment and level of technical
cooperation between Offices

U ePCT and beyond: great opportunities
» proposed ePCT national phase entry functionality for applicants

U Goals should be:
» end-to-end e-processing

» real-time, secure access by all to up-to-date, accurate data throughout
international phase and into national phase

» promote XML filing and processing

» improved machine translation
» develop IT systems/standards to support sharing information with other
Offices more effectively

WIPO PCT

Pate .



WIPO Global IP Platform

B Single common Global IP Platform which consolidates the

customer experience when accessing all WIPO services
O revenue management and data assets capture and management
across the business lines and associated ICT systems

B To enable customers with little prior knowledge of IP to
better access WIPQO's services and easily manage fee

payments:
O universities, SMEs and individual businesses
O particularly in developing countries

WIPO PCT



Future WIPO Global IP Platform

[DEMO]

GLOBAL IP PLATFORM POC

PATENTS

3

WIFO | PCY

Intemationa Patent System

View more

IP DISPUTE RESOLUTION

A

WP | ADR

Modiation, Artitration, Expert Determination

View more

MARKS

®

WIPd | Madrd

International Trademark Systemn

View more

DOMAIN NAMES

o

WiPQ | ADR

Doman Name (ispute Resolution

Viaw mars.

DESIGNS
A
X

WIFO | Hague

nternatianal industrial Design System

View mere

GEOGRAPHICAL INDICATIONS

Q

WP

Geographical Indoationg

Viaw mere

FINANCE

=

WP | Hnance

For Prooeszing and Distribution

Viewe more

LANGUAGE & LEGAL

w0

Language and Legai tools

View more

WIPO PCT
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ePCT

B And what it can do for you...
1 Online portal providing:

» Web-based PCT application preparation and filing

B Real-time validation of data against the electronic processing system of
the International Bureau

B Real-time online payment to the International Bureau of filing fees by
credit card or by debiting a WIPO Current Account (only for filings with
RO/IB)

B Manage access rights
B E-mail alerts for most of these time limits can be set up in Notification
Preferences
» Secure and direct interaction with existing PCT applications,
providing for carrying out most PCT transactions electronically
(eActions) with the International Bureau

» User interface in all PCT publication languages
» Services for Offices as well (ROs, ISAs, IPEAs, DOSs)

» 30000 users in over 100 countries (e.g. US, CA, AU, TR, IN, SE, FI
and BR), 65 Offices, 56 ROs accepting ePCT Filings WIPOIPCT

Patent Syslem




Direction 6
--applicant incentives--

B Create incentives for applicants to use system efficiently
O Encourage high quality applications and early correction of defects

and filing of amendments

O PCT/PPH, formal integration of PPH into the PCT?

» Accelerated national phase examination based on positive work product
of PCT International Authority (written opinion of the ISA or the IPEA,

IPRP (Ch. | or II))
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1 GPPH parmcipatng offices

Reduction in # of office
actions can result in
savings between

USD 2,500 & 6,500 per
application (2009 AIPLA
Survey)
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Various new PCT services

B PCT Direct

B Licensing availability

B cPCT

B Third Party Observations

B PATENTSCOPE

B WIPO Pearl

B Arbitration and Mediation Center Fee Reductions

B PCT training options
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http://www.epo.org/law-practice/legal-texts/official-journal/2014/09/a89.html
https://pct.wipo.int/ePCT
http://www.wipo.int/patentscope/search/en/structuredSearch.jsf
http://www.wipo.int/reference/en/wipopearl
http://www.wipo.int/amc/en/calculator/adr.jsp

PCT Best practices/reminders

B Remember that the PCT contains many useful features, such

as.:
Q third party observations
O restoration of priority procedures
O a way to draw attention to individual applications by including licensing-
related information
U being able in theory to request excuse of delay in meeting national phase
entry deadline

B Always:
4 view and review filed application online asap after filing (ePCT)
U review published application immediately after publication
(PATENTSCOPE)
U respect national phase entry time limit
U request RO to prepare and transmit priority document
U consider submitting any restoration of priority requests to RO/IB
O file 92bis requests only with IB directly
4 call/email when you have a doubt or question

B Never: WIPO | PCT
O submit a notice of withdrawal to the RO or any authority other than‘the'IB



