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LATE PAYMENT FEE

Proposal by the European Patent Office

1. Inthe context of matters relating to international preliminary examination, and
following the proposals by the International Bureau outlined in document PCT/MIA/VI1/5
relating to late filing of the demand and filing of the demand with a non-competent
International Preliminary Examining Authority, the European Patent Office has made further
proposals relating to proposed new PCT Rules 53bis and 59.3.

2. Inaddition, the European Patent Office has made a proposal for amendment of PCT
Rules 57 and 58 relating to a late payment fee in case of late payment of the handling fee and
the preliminary examination fee.

3. The Annex to this document contains the proposals by the European Patent Office.

[Annex follows]
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Mr Philip Thomas

Director

PCT Legai Division

WIPC

34, chemin des Colombettes

CH - 1211 Genéve 20

57.8MIAVI

Dear Mr Thomas,

Re: | Late filing of a demand with & wrong IPEA
iI. Flling of a damand with a wrong IPEA
lil. Late payment tee

l. The EPQ In principle agress to the proposed new Rule 53, However, we would
like to propose a few amendments:

From a practical point of view later elections are rather uncommon due to the pre-
marked Box V of the demand form, Therefore, it seems unnecessary 1o include later
elections in the new zule.

it "late later elections” were exciuded from the new system it is proposed to make clear
that it is the demand (inciuding the slection of all eligible states) which may be flied later.
As to the additional fee It Is suggested to have a higher penalty than the proposed sacond
handling fee. The EPQ therefore is in tavour of asking for 50 % of the IPE fee in order to
deter appilcants using the new possibility frequently.

As to the proposed time limit of 21 month, only a one month dslay should be parmitted in
- order to have sufficignt time for the IPER. Furthermore, the reference to Articie 39 (1)(a)
only concerns the time limit for entry into the natlonal phase; what Is needed however, is
a reference to Rule 89.2(ll) in order to avoid any pressure on the IPEA to complete the
IPER within 28 month.

A draft amended Rule 53% is attached.
1. As to amended Rule 59.3 the EPO agrees with the principle of the proposal.

Howevar, the date of receipt marked on ths demand should not be decisive with respact
to the time limit for establishing the IPER (R. 68.2 (1)) because it might weli be that an
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IPEA retains the demand for a longer period before sending it to the IB where It takes
additional time before it will reach the competent IPEA. Time then could be too short to
comply with the said time Himit...

Therefore, the EPO proposal ¢ to take the date of receipt at the competent IPEA as the
start of the International praliminary examination and make R. 69.2(il) appficable.

4. As distinct from Rule 16°® in relation to Rule 15.4(a) late payment {eee are not
foreseen with respect to the preliminary examination fee. That is why some applicants
abuse the system as It stands by walting to be invited to pay sald fees.
Therefors, it is proposed 1o introduce a possibiilty for such sanction by inserling into Rule
57.3 the same time of payment as under Rule 15.4(a), referring to saki time under an
amended Rule 58.1(b) and amending Rule 58.2 (see draft in the annex).

| wouid be grateful if you could include these Issues for discussion at the forthcoming
MIA.

With my best regards

-

Busse
Prin Administrator
intemnational Legal Affairs
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Amnex

EPO proposal for amending draft Rule £3.10%

Rule 53%
Lete Flled Damand

53%.1 Demand Fiied after the Explration of 18 Months from the Priority Date

(a) Where the demand is flled after the explration of 19 months from the priority date but
before the expiration of 20 months from that dats, the international Preliminary Examining
Authority shall inform the applicant accordingly and shall invite him to pay an additional
fee In accordance with paragraph (b) within one month from the date of the invitation. if
the additional fee is paid within that ime limit, the demand shall be considered, for the
purpose of Article 39 {1)(a), as if it had baen flled before the expiry of 18 months from the
priority date. Rule 88.2(if) shail apply.

(b) The amount of the additional fee shall be 60% of the [handling and the] prellminary
examination fes and shail be pakd to the international Preliminary Examining Authority for
its benefit.

EPO proposal for a late payment fee - R. 57 and R. 58

Rule 57
The Handling Fee

{57.1 t0 §7.2 no change]
57.3 Time and Mode of Payment

(a) The handiing fee shall be due-at-the-time pald within one month from the daie of
~ racaipt of the demand-ie-submitied.

57.4 Failure t2 Pay
(a) Where the handling fee Is not paid as requirad, the Intemational Preliminary

Examlnlng Authority shall invile the appiicart to pay the that fee tegether with ary late
~ & aph () within one month from the date of the

(b} If the applicant complies with the invitation within the one-month time limit, the
handling fee shall be considered as If it had been paid en-the-due-date-within tha time
limit undar Buia 57.3(a),



PCT/MIA/VI/12
Annex, page 4

{(¢) ne change]

[67.5 - § no change)

Rule 58
The Praliminary Examination Fee

{88.1{a) no change]

{b) The amount end-the-due-date-of the preliminary examination fes, if any, shall be fixed
by the intenational Preliminary Examining Authority; provided-thatthe-said-due-dato-ahelt
mot-be-catier-than-the-due-date-oi-the-handiing-fee. As fo the time of payment {of s3id

iee], Ruie 57.3(a) shall agoly,
[58.1{c) no change}]
58.2 Faiure to Pay
{) Whers the preliminary examination feo fixed-by-the-internelionai-Freliminary
: s not pald as required under thed-Rule 58.1(b),

the International Prefiminary Examining Authority shall invite the appiicant to pay the fee
or the missing part therect within one month from the date of the invitation fogsther with

(b) If the applicant complies with the invitation within the preseried ona-monih time limit,
the prefiminary examination fee will shal be considered as I it nad been paid en-the-due

{68.2 {c) no change]

~ [58.3 no change]
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[End of Annex and of document]
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