PCT/MIA/VI/13
ORIGINAL: English
DATE: February 11, 1997

WIPO

WORLD INTELLECTUAL PROPERTY ORGANIZATION
GENEVA

INTERNATIONAL PATENT COOPERATION UNION
(PCT UNION)

MEETING OF INTERNATIONAL AUTHORITIES
UNDER THE PCT

Sixth Session
Canberra, February 17 to 21, 1997

INTERNATIONAL SEARCH WHERE INTERNATIONAL APPLICATIONS
CONTAIN A DISPROPORTIONATE NUMBER OF CLAIMS

Proposal by the European Patent Office

The Annex to this document contains proposals by the European Patent Office
concerning problems related to international search where international applications claim a
disproportionate number of claims, submitted for consideration at the sixth session of the
Meeting of International Authorities under the PCT.

[Annex follows]
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DISPROPORTIONATE NUMBER OF CLAIMS SUBMITTED TO
INTERNATIONAL SEARCH (MACRO-CLAIMS)

Problem

A certain preportion of international gpplications raceived by the EPQ as an ISA
include 2 number of claims higher than 5§08, 100 or evan more (see Annex 1 which
is an excerpt of PCT/US96/02303 comprising 526 claims of which 525 are
Indepandent claims).

Also with a less drastic high number of claims, numerous independent claims in
one and the same category makes the search affort disproportionally high.

A simllar situation occurs with ¢laims of which at least certain contain an
gxtremsly high number of alternatives (see Annex 2 which relates to PCTAIP
94/01918, the first claim of which contains more than 7.800 alternatives).

it is evident that these appligations viciate the requiremant of conciseness of
claims under Art. 6 and Rule 6 PCT and that a meaningful search cannoi be
carriad out in a reasonable time space.

The examiner could in such cases apply Art. 17.2.(a}(il} PCT and Issue a
declaration to the effect that & meaningful search cannot be carried out. This
would be tc the disadvantage of the applicant who woulkd not even get any

search report for at iaast & minimum number of claims, as it is the case where
unity of inventicn is lacking.

Although It might be that after a lengthy study a lack of unity of invention could be
raised, such a study and eatabiishment of a reasoned statement under
Rule 40.1 PCT would be prohibitive in time of the search examiner.

The annex is complemented by an invitation to pay additional fees because of
lack of unity of invention that give a feeling of the work inveived. '

Possible option to face the problem

An option to limit the scope of the international search to a reasonable cost would
be to provide for a claim fee that the ISA might impose on the applicant, as this is
provided in a number of national and regional laws.
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Two scenarios may be envisaged:

a)  Payment of a claim fee for each claim above a certain ceiling (eg. above
10 claims);

N

b) Paymant of a claim fee for each independant claim in & specific categery
(msthod, product) above a gsrtain celling.

It scenarlo a) would be chosen, the claim fees could be levied by the cornpetent
receiving Offfice and transferred to the ISA together with the search fee.

In case of scanario b), the task of inviting the applicant to pay claim fees, where
necessary, would be Incombent upon the ISA. In that case the procedurs could
be quite similar to that of inviting the applicant to pay additionat fees in case of
lack of unity of invention (df course without any possibility of protest).

Exchange of views

‘The EPO proposes that an exchange of views on the above subject matter takes

piace at the forthcoming MIA/VI.
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