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RESTRICTIONS OF INTERNATIONAL SEARCH FOR REASONS OF ECONOMY

Proposal by the European Patent Office

The Annex to this document contains proposals by the European Patent Office
concerning possible restrictions of international search for reasons of economy where
international applications claim extremely broad, vague or imprecisely formulated claims,
submitted for consideration at the sixth session of the Meeting of International Authorities
under the PCT.

[Annex follows]
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EUROPEAN PATENT OFFICE 5 February 1697

RESTRICTED SEARCH FOR ECONONOMICAL REASONS

Problem

The EPO would like to submit for discussion at the MIA/VI mesting the following
problem reiating to the incompleteness of the international search in certain
situations.

In chemistry, but it also happen in other technical fields, applicants tand more and

more to draft very broad claims, Two categories at isast of such broad claims may
oceur :

a) Extremely broad Markusch-type claims (8ee Annex 1);

b) Other extremsely broad, vague or imprecisely formuléted claims (see

Annex 2). As a ruls such claims are not even substantiated by a sufficient
. number of examples.

This means that to carry out a search reasonably completsly, i.e. as in usual case
and within an average time of 1 to 1.5 days, & search examiner woukd need eg. 30
days or even more for the search.

Rule 33.3(b) PCT provides that the ISA should cover the entire subject matter of
the ciaims in $0 far as possible and reasonable. Furthermore, the PCT
Guidelines for search, Chapter 111-3.6 and 111-3.7 give edditional clarification on how
to interpret Rule 33.3(b) and refer explicitly to reasons of economy or unduly
wide or speculative claims that may allow an ISA to restrict the search eflort.

in the case of Annexes 1 and 2, the last sheet called Annex 1a and 2a show

wordings which have been used to indicate in the ISR the restrictions brought to
the search.

The EPO would ilke to know whether other ISAs face similar problems.
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Formal aspect

Form PCT/ISA/210, Box | of Continuation of first shest covers the case of
incompiete search of certain claims because they do not comply with the
requirements of the PCT to such an extent that no meaningful search can be

- carried out. Box | currently refers generally to Art. 17(2)(a) PCT so that It is not

specifically appropriate to cope with the situation that has been explained above.
However the EPO has felt in clear-cut cases obliged to use that existing Box, as it
may be seen from Annexes 1aand2a.

Thersfore the EPO is of the visw that Box 1 woukd gain in clarity if it would be
amendad as indicated in Annex 3.
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ANNEX 3

.INTERNATIONAL SEARCH REPORT . international application No.

Box | - Observations whevs certain claims were found unsearchable or inwmplddy searchable (Continuation of Htern 1 of first
sheet)

£ This Internationa! saatch repert has net been setabliehed in respect ot oertsin claims under Artiole 17(2)(a) atid () for the
following reascns:

1.0 Ciaima Noas.!
Theeo olaimea relate to nubiou maiter not required o be searched by this Auihority (Art. 12(MaND atid Buie 39.1), namsely :

| 2,0 Claims Nos.:
m‘m de not compiy with the pn.ofibod uquim'mnb to such an sxtent that no n:unlngful international saarch can be

4. 0 Clalms Nos.:
1  Ihessciaima are dependent claims whigh are not dratied in accordance with the seoond and third santonces of Rule 6.4{a).

Box II - Obaervations where unity of invantion s lacking (Continustion of ltem2 ot first sheat)

PEarm PCTARA/MD {eantinuation of firat sheet (1)) (December 1996}

[End of Annex and of document]
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