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Agenda

Patentsystem: Protection <> Sharing of knowledge

Patent applications
Protection: Claims
Sharing of knowledge: Description
Patentability and examination: conditions of success
What to do if not new or inventive
Admissible amendments
Initial disclosure
Retrieving shared knowledge: Patent databases and search methodologies
Hints for drafting patent applications
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Intellectual Property Rights related to product

B Patents, Utility Models:
Protection of innovative technology

W Design

7 13

W Trademarks, e.g. “Apple”, “iPhone”

W Trade secrets?
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World Intellectual Property Organization

» One out of 16 specialized agencies (SA) of
the United Nations:

SA for Intellectual Property (IP)
* Based in Geneva, Switzerland

* 193 Member States

WIPO

WORLD
INTELLECTUAL PROPERTY
ORGANIZATION

WIPO PUBLIC


https://www.wipo.int/members/en/

World Intellectual Property Organization

WIPQ'’s Mission: Developing a balanced and
accessible international IP system

- Administration of 26 international treaties on IP
- IP Services (generating income):

PCT (patents)

Madrid Treaty (trade marks)

The Hague Treaty (designs), ..

- Support for member countries for developing their
IP infrastructure:

- Committee for Development and Intellectual
Property (CDIP)
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https://www.wipo.int/treaties/en/index.html
https://www.wipo.int/policy/en/cdip/

WIPO services for IP rights

PCT (Patent Cooperation Treaty) system Patents
Madrid system Trademarks
Hague system Designs
Lisbon system Appellation of Origin
(Budapest) Microorganisms
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WIPO administers 26 treaties including the WIPO Convention.

» IP Protection » Global Protection System » Classification
Beijing Treaty on Audiovisual Performances Budapest Treaty Locarno Agreement
Berne Convention Hague Agreement Nice Agreement
Brussels Convention Lisbon Agreement Strasbourg Agreement
Madrid Agreement (Indications of Source) Madrid Agreement (Marks) Vienna Agreement
Marrakesh VIP Treaty Madrid Protocol

Nairobi Treaty Patent Cooperation Treaty (PCT)

Paris Convention
Patent Law Treaty

Phonograms Convention

Singapore Treaty on the Law of Trademarks
Trademark Law Treaty

Washington Treaty

WIPO Copyright Treaty (WCT)

WIPO Performances and Phonograms Treaty

(WPPT)
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WIPO administered treaties related to patents

Treaties Members
(2022)

Paris Convention for the Protection of Industrial
Property (1883) 176 (LK)
Patent Cooperation Treaty (1970) 155 (LK)
Strasbourg Agreement Concerning the International 64
Patent Classification (IPC) (1971)
Budapest Treaty on the International Recognition of
the Deposit of Microorganisms for the Purposes of 86
Patent Procedure (1977)
Patent Law Treaty (2000) 43
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What Is a patent?

A patent is an exclusive right (monopoly) granted for an invention, i.e.
the invention cannot be used by others for commercial purposes

without permission of the owner Section 84

An invention offers a technical solution to a problem

Problem-Solution approach Section 62 (1)

Not any solution (invention) deserves a patent right!

Criteria for patentable and non-patentable inventions Section 63

> Substantive examination

WIPO
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Requirements of patentability

Substantive patent examination has to check
Novelty
Inventive step (obviousness)
Industrial applicability
Unity
Technical nature
No case of exclusion/exemption
Sufficient disclosure
Legal certainty of claims (clarity)
Additions to initial disclosure
Deposit of novel micro-organisms
Disclosure of origin of genetic resources
& traditional knowledge

WIPO PUBLIC

Section 63, 64, 65, 66

Section 74
Section 62 (1)
Section 62 (3)
Section 71 (3)
Section 71 (4)
Section 75
none

none
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What does this imply?

You may raise the probability for obtaining a patent when you draft your
application with a view to later examination

Conduct your own “preliminary substantive examination” and amend
your application prior to filing it if you encounter issues

Why prior to filing?

Because no substantial amendments of disclosure (description &
drawings) are permitted after filing date is allocated: Initial Disclosure

Section 75 (1)

WIPO
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The Patent System

»Different stakeholders / interests

Section 84

Protection of innovative idea

Reward for investment

|

Sharing of technological knowledge
(Disclosure) for further innovations

as reward for granting protection

Section 71 (3)

WIPO PUBLIC

Inventor

Investor

Public
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Role of patent information (patent
applications)

Patent system: Protection <> Disclosure

Correspondingly, patent information and its publication serves two
purposes:

» Informing of existing protection rights
— What? Where? When?

» Sharing (publication and dissemination) of knowledge
— How was the problem solved ?

TTTTTTTTTTTTTTTTTTTT
OOOOOOOOOOOO
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Content of patent information

» Informing of existing protection rights

What? > see claims of granted (!) patent
Where? > research patent family
When? > verify status in National Patent Register(s)

» Disclosure and dissemination of knowledge
How was the problem solved ? > see descriptions and drawings

WIPO
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What Is protected ?

Patents protect any commercial use Section 84

(e.g. manufacturing, copying, importing, selling, transporting,...)

Non-commercial use is usually not protected Section 86

e.g. many jurisdictions have an explicit
exemption for academic research

Section 86 (1)(i)

Scope of protection is defined by the claims of a granted patent,

l.e. not anything described in a patent or shown in an illustration is
protected

more on claims later on || Section 71 (6)

Protection is in force as long as a granted patent is valid

Maximum of 20 years from filing date | Section 83

WIPO
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Protecting and sharing knowledge

The patent system creates a balance between sharing of knowledge and the
protection of the commercial exploitation of knowledge

Free access to and dissemination of the technical disclosure is an essential
concept of the patent system

National legislation and its implementation should assure free access

Patents do therefore not protect the dissemination of the publications and the
technical knowledge disclosed therein

No copyright protection on patent publications!
Contrary to scientific publications which are (often) copyright protected
The free access to this wealth of technology information fosters innovation

more on free patent databases later on
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Geography of protection

Patent granted on a territorial basis, i.e.
country-by-country, e.g. Korea, US, India, etc. or

per region, e.g. Europe (EPO), Africa (ARIPO or OAPI), Eurasian
Patent Office (EAPQO), etc.

no global patent yet; only international application through PCT
system (administered by WIPQO)

E.g. an Indian patent does not provide protection outside India

WIPO PUBLIC



Obtaining patent protection abroad

1. National Routes

national
patents

National Patent Offices

A 4

2. Regional Route
Regional Patent Office (ARIPO, EPO,...)

A 4

/ national,
» regional

patents
3. International Route (PCT)
Nat. Pat. Off. S
/ national,
WIPO/ISA/IPEA » Nat. Pat. Oﬁ: > regiona/
patents
\ Reg. Pat. Off. <=

] _ WIPO
[International phase] [National phases] wono

ORGANIZATION
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Patent Cooperation Treaty - PCT

,One-stop shop” for parallel filing in several jurisdictions
Filing with ,Receiving Office"
Paris Convention priority may be claimed or not

International phase administered by WIPO: preliminary search and
examination by selected ISAs; optionally, preliminary examination of
amended claims by IPEA

National phases administered by national IPOs:

Decision on entry into national phase at the latest 30/31 months
after filing/priority date

National granting procedures/laws/regulations apply
Fully sovereign national phase examination
No obligation to adopt examination decisions of other offices

AAAAAAAAAAAAA
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Enriched prior art search reports

Bempiiches
Patetarst

fapian
P oMt EUROPEAN SEARCH REPORT

et urapéen
Brevets

EPC FORM 1508 0382 (PO4cD)  —

Application Number

@wses «—— Application number

DOCUMENTS CONSIDERED TO BE RELEVANT

Citatien of document with indication, where appropriate,
of relsvart passages

Aelevant | CLASSIFICATION OF THE
toclaim APPLICATION (IPC)

EP 0 813 338 A2 (ROCKWELL INTERNATIONAL 1
CORP [US]) 17 December 1997 (1997-12-17)
* column 6, line 12 - column 8, line 26 *
* column 8, line 52 - column 9, line 4;
figure 1 *

-13 INV.
GOLT1/17 —

~__— International Patent Classification

A,D

US 6 128 039 A (CHEN DATONG [US] ET AL) 1
3 October 2000 (2000-10-03)

figure 2 *

US 6 163 629 A (YAMADA SHINICHI [JP] ET
AL) 19 December 2000 (2000-12-19)

* column 3, line 57 - column 4, line 28;
,3-17

Category X, Y, A, etc.

* column 15, line 30 - column 16, line 45;
figures 2,15,16 *

ATOMIQUE [FR]) 1 July 2005 (2005-07-01)
* page 4, line 18 - page 6, line 15;
-

FR 2 864 628 Al (COMMISSARIAT ENERGIE 1-

13

Relevant to Claim ...

figure 3 *

[CH]; BROENNIMANN CHRISTIAN [CH]; SCHMITT
BERND [CH) 29 July 2004 (2004-07-29)

* the whole document *

WO 20097131151 Al (HAMAMATSU PHOTONICS KK |1
[JP]; MORI HARUMICHI [JP]; KYUSHIMA RYUJI
[dP];) 29 October 2009 (2009-10-29)

* figure 12 *

WO 2004/064168 A1l (SCHERRER INST PAUL 1-

Cited documents

TECHNICAL FIELDS
13 SEARCHED  (IPC)

GOLT

*;

Technical Fields Searched

Searching Authority

The p(e*t search report has bean drawn up for all claims

Date of Completion of the Search

s o s Tiste o conpamtion o1 i search

The Hague 23 March 2010

ET

Wulveryck, J <

Examiner

i
X:

ATEGORY OF CITED COCUMENTS T : theary or principle underlying the imvention
E - aaelisr patant document, but publshed o, or

particularty relevant § taken alane after the filng date
¥+ particularty refevant T comiined with anolher
dosument of fa same sabegary

A : teghnoiogical badkground

Q
P inte

pon-wrien disclasure 3 member of te same.
t

rmecliate dopument dacuman

D document cied in the apslisation
L dosument cited for other reasons
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Timelines to be observed for 2" filing

Options for extension to other jurisdiction, i.e. to Offices of Second
Filing (OSF):

Paris Convention & TRIPS: 12 months

PCT: 30 months

Without priority claim: anytime,
but effectively impossible after first publication by first filing office
because published first filing becomes prior art:

- many offices publish applications 18 months after filing (priority)
date

TTTTTTTTTTTTTTTTTTTT
OOOOOOOOOOOO
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Substantive examination:
Determining the patentable invention
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What Is a patent claim?

A patent is an exclusive right granted for an invention, i.e. the
Invention cannot be used by others for commercial purposes without
permission of the owner

An invention offers a technical solution to a problem

Each invention can be defined ‘Invention Claim 1
by the features that are essential Feature A Feature A

to solve the problem

Feature B Feature B

)

Main claim includes these features Feature C Feature C

Feature D Feature D

Wi
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Claim sample — application Problem?

New?

1. A method of producing a soya bean product, the method including
the step of exposing soya beans to an acidic aqueous solution.

2. A method as claimed in Claim 1, in which the acidic agueous
solution has a pH of between about 2,0 and 5,5.

3. A method as claimed in Claim 1 or Claim 2, in which the soya
beans are whole beans.

4. A method as claimed in any one of the preceding claims, which
Includes the prior step of dissolving an organic acid in water to
produce the aqueous acidic solution.

5. A method as claimed in Claim 4, in which the organic acid is citric
acid.

WO2005055733 WORLD
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http://www.wipo.int/patentscope/search/en/detail.jsf?docId=WO2005055733&recNum=1&docAn=IB2003005958&queryString=ALLNUM:(PCT/IB2003/005958)&maxRec=1

__________________________________________________________________________________________

The biologiéal activity of the oxidiiing enzymes may be at least partially I

decreased by exposing the soya beans to an acidic aqueous solution.

which generally causes off flavours and off colours in soya products such as soya milk.

In prior art processes, soya beans have generally been processed by a wet method
which involves de-hulling of the beans. Because the lipoxygenase enzyme is
concentrated in the hull of the bean, it 'is believed that, when de-hulling and wet
processing tak(_es place, the biological activif(y of the enzyme is increased when it
comes into contact with oxygen and water wheﬁ the hull is ruptured. The enzyme
then oxidizes lipids in the bean. This is believed to lead to the formation of "grassy",
"beany" or "paint-like" off flavours and off odours in the soya product and particularly
in the soya milk which is produced. The method of the invention requires no prior de-
hulling of the beans and subs;cantially reduces the problem of off flavours and off

odours to the extent that they present little or no problem.

INTELLECTUAL PROPERTY
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INTERNATIONAL SEARCH REPORT
1B 03/05958

::::::::

BE T A AELL/20 AZ3L1/z11

PCT search re POIt wozo0s085733 e

EPO-Internal, FSTA, PAJ, WPI Data

D T m—————— Ftrene 10 i

% CHE MAN Y B ET AL: “ACID INACTIVATION OF 1.2,4,
SOVOEAN LIFOXYGEWASE GITH RETENTION OF 2i-26 a8
PROTEIN SOLUBILI
SEORNAL OF PO SETTNCE, TNSTITUTE OF Food
TECHNLOGISTS, CHICATD, s,
July 1989 (1989-07-01),
pa n 33 PodrieTes
155M: 0022-1147
pages 963-965
X DATABASE FSTA * 1-4,
TNTERMATIONAL FODD. TNEGRWATION SERVICE 21-56, 44

{IHS) FRANKFURT-MAIN, DE;
lN, “Kine Qt\u nf

X CHE MAN Y B ET AL: "ACID INACTIVATION OF 1,2,4,
SOYBEAN LIPOXYGENASE WITH RETENTION OF 21-26,44
PROTEIN SOLUBILITY"
JOURNAL OF FOOD SCIENCE, INSTITUTE OF FOOD '
TECHNOLOGISTS. CHICAGO, US, i
vol. 54, no. 4, 1 July 1989 (1989-07-01),
pages 963-967, XP000048766 :
ISSN: 0022-1147 i
pages 963-965 i

X DATABASE FSTA ‘Online! 1-4, i
INTERNATIONAL FOOD INFORMATION SERVICE 21-26,44 |
(IFIS), FRANKFURT-MAIN, DE; i
ALI A BIN: "Kinetics of acid inactivation !
of soybean lipoxygenase and its effects on |
the functional properties of soy protein." i
XP002288631 !
Database accession no. 90-1-07-j0120
abstract i

/ i WIPO
| [ Fudber docnments are fistad in the continuation oLhny Co . _____ O . Patenttamiv memhers are listed inanoex. - _____________] . s ingen
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ORGANIZATION

WIPO PUBLIC


http://worldwide.espacenet.com/publicationDetails/biblio?DB=EPODOC&II=0&ND=3&adjacent=true&locale=en_EP&FT=D&date=20050623&CC=WO&NR=2005055733A1&KC=A1
http://www.wipo.int/patentscope/search/en/detail.jsf?docId=WO2005055733&recNum=1&docAn=IB2003005958&queryString=ALLNUM:(PCT/IB2003/005958)&maxRec=1

INTERNATIONAL SEARCH REPORT
1B 03/05958

CiContinustion} DOCUMENTS CONSIDERED 10 BE AELEVANT

Caeoomy - W FACaToR, were apprapriEte, o e

& DISSERTATION ABSTRACTS INTERMATIONAL,
vol. 50, no. 2, 1989,
UNIV. OF ILLINOIS, URBANA, IL 61801, USA

US 5 068 117 A (MCCABE EDWARD M} 1-4,17,
26 Movember 1991 (1991-11-26) 18,
21-26,
. 39,40,44

claims 1-12

X us 4 855 159 A (NAKASHIMA HIROSHI ET AL) 1-5
8 August 1989 (]939 08-08)
cWaIms 1-3; example 1

X SNYDER H.E.; ND T |rl "Passage Text: 21-23,44
Soybean Utilizat

1987, SG‘lB{RN UTILIIATIUN NEW YORK, VAN
NOSTRAND REINHOLD, US , APO02288630
pages 149-150

T121-23,44
1
1

X US 4 855 159 A (NAKASHIMA HIROSHI ET AL) 1-5 : 2.0
8 August 1989 (1989-08-08) .
claims 1-3; example 1 b

21-23,44

[ x SNYDER H.E.; KWON T.W.: "Passage Text: 21-23,44
i Soybean Utilization” 1.2

145

1987, SOYBEAN UTILIZATION, NEW YORK, VAN !

NOSTRAND REINHOLD, US , XP002288630 .

111-13

pages 149-150 1230

WO02005055733 was never granted anywhere!

Was it worth filing this patent?

WIPO
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http://worldwide.espacenet.com/publicationDetails/biblio?CC=US&NR=4855159A&KC=A&FT=D&ND=3&date=19890808&DB=EPODOC&locale=en_EP

Claim sample — as filed

1. A method of determining the torque induced in a rotating shaft (51),

A the shaft (51) having a torsional oscillation frequency that is dependent on
the stiffness of the shaft (51),

B where the torsional oscillation frequency and the stiffness are dependent
upon the operating conditions of the shaft (51),

characterized in that

C the torsional oscillation frequency of the rotating shaft (51) is measured (35);

D the twist induced in the rotating shaft (51) by the torque is measured (39);
and

E the measured value of the torsional oscillation frequency and the measured

value of the induced twist are used (41) to determine the torque induced in
the shaft (51).

WIPO PUBLIC



Claim sample - after grant

1. A method of determining the torque induced in a rotating shaft (51),

A the shaft (51) having a torsional oscillation frequency that is dependent on the stiffness of the
shaft (51),

B where the torsional oscillation frequency and the stiffness are dependent upon the operating

conditions of the shaft (51),
the method comprising:

C measuring (35) the torsional oscillation frequency of the rotating shaft (51);

D measuring (39) the twist induced in the rotating shaft (51) by the torque; and

E using (41) the measured value of the torsional oscillation frequency and the measured value of
the induced twist to determine the torque induced in the shaft (51);

F_ ______________________________

G

H

Added during examination Ep 2006651 A2 W!IPO
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http://worldwide.espacenet.com/publicationDetails/originalDocument?FT=D&date=20081224&DB=EPODOC&locale=en_EP&CC=EP&NR=2006651A2&KC=A2&ND=5

Claim sample — as filed

WHAT IS CLAIMED IS:

1. A compound of Formula (I):

™ Markush formula

or a pharmaceutically acceptable salt thereof, wherein:

X is N or CR?;

Y is Nor CRY;

Z is H, cyano, halo, C,.3 alkyl, or C;_; haloalkyl;

L is C(R),, C(=0), C(=0)N(R™), C(=0)C(R*™),, S(=0),, C(=0)0,
C(=0)OC(R™), or C(=ON(R™)C(R™);;

A is Cigalkyl, Cai4cycloalkyl, Co3 heterocycloalkyl, Co14 aryl, or Ci_i4
heteroaryl; wherein said C; ¢ alkyl, Cs14 cycloalkyl, C; 43 heterocycloalkyl, Ce 14 aryl, and
Ci.14 heteroaryl are each optionally substituted with 1, 2, 3, 4, 5, or 6 independently
selected R’ groups;

WIP
cach R' is, independently, Cy_4 alkyl, hydroxyl, C,.4 alkoxy, fluoro, hydroxyl-C, 4 Wo,qg

______________________________________________________________________________ ! INTELLECTUAL PROPERTY
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http://worldwide.espacenet.com/publicationDetails/originalDocument?FT=D&date=20110915&DB=worldwide.espacenet.com&locale=en_EP&CC=WO&NR=2011112662A1&KC=A1&ND=7http://worldwide.espacenet.com/publicationDetails/originalDocument?FT=D&date=20110915&DB=worldwide.espacenet.com&locale=en_EP&CC=WO&NR=2011112662A1&KC=A1&ND=7

Claim sample — as granted

2 distinct compounds of the
range of compounds covered
by the Markush formula

What 1s claimed 1s:

1. A compound, which is {1-{1-[3-Fluoro-2-(trifluorom-
ethyl)isonicotinoyl]piperidin-4-y1}-3[4-(7H-pyrrolo[2,3-d]
pyrimidin-4-yl)-1H-pyrazol-1-ylJazetidin-3-yl } acetonitrile,
or a pharmaceutically acceptable salt thereof.

2. A salt, which is {1-{1-[3-Fluoro-2-(trifluvoromethyl)
isonicotinoyl|piperidin-4-y1}-3-[4-(7H-pyrrolo [2,3-d]pyri-
midin-4-y1)-1H-pyrazol-1-yl]azetidin-3-yl}acetonitrile adi-
pic acid salt.

WIPO
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http://worldwide.espacenet.com/publicationDetails/originalDocument?FT=D&date=20140701&DB=worldwide.espacenet.com&locale=en_EP&CC=US&NR=8765734B2&KC=B2&ND=6

Examination and evolution of claims

Examination is mostly about claims (claimed subject matter)

Greatest challenge in patent drafting is proper claim drafting
Clear claims enabling a meaningful search
Clear claims providing legal certainty
Claimed subject matter sufficiently restricted to be novel and inventive

Initial claims (as filed) are hardly ever granted, usually amended during
examination by restricting claimed subject matter

Description comprehensive enough to enable claim amendments
Claims need to be supported by description Section 71 (4)

WIPO
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Elements of pre-grant prosecution

________________________________________________

Request for (local)

Examination ?
-

Section 73

Substantive Examination
N

Decision to grant/refuse
V

Some legislations only have
registration after formality
examination

Basic requirements:

* Novelty

* Inventive Step

Comparison with prior art

Search
by technical expert

Section 73 (3)

LECTUAL PROPERTY
IZATION
wW




Novelty

Section 64 (1):

"An invention is new, if it is not anticipated by prior art"

Invention
Feature A | ,Has not been
Feature B iInvented before™ ?
Feature C

Feature D

TTTTTTTTTTTTTTTTTTTT
AAAAAAAAAAAAA
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Prior Art

Section 64 (2) (a):

Prior art shall consist of everything disclosed to the
public, anywhere in the world,

by publication in tangible form or by oral disclosure, by
use or in any other way,

prior to the filing date or, where appropriate, the
priority date, of the application claiming the invention.

TTTTTTTTTTTTTTTTTTTT
AAAAAAAAAAAAA
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Prior art / state of the art PUBLIC !

Disclosure made available to public by

written description

It is not enough that
the information exists
somewhere, eg
within a company !

Examiners usually
focus on written
disclosure.

Other prior art is

usually introduced by
\\g/fl third parties, eg at
Wi ‘=2 opposition.
\%g‘:a y

| accessible through file inspection

Or in any other way, e.g.




Prior art

W Any information that is made available to the public until the
application date or the priority date (provided priority is acknowledged)

N

7N >
Filing date

7N 7N >
Priority date Filing date
AN WIPO

WORLD
INTELLECTUAL PROPERTY
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Prior art — grace period

Many legislations grant to the inventor and applicant a grace
period of 12 months for disclosures of her/his invention, e.g.
scientific publications, presentations at conferences, fairs

|.e. after the disclosure, she/he has 12 months time to file for a
patent Section 64 (3)

Don’t delay your patent application unduely!

WIPO PUBLIC



Novelty

Claim
Feature A

Feature B
Feature C

Feature D

&7

Document

Feature ...
Feature ...
Feature ...

Feature ...

Claimed subject matter is not novel if

all features are known

from a single piece of prior art, e.g. another patent

WIPO PUBLIC
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Checking novelty

> Compare claimed inventive subject matter (e.g. claim 1)
individually with each prior art document

&= Document 1: A+B+C novel
Invention/Claim
Feature A
Feature B ™ Document 2: A+B+D novel
Feature C

Feature D
&= Document 3: A+B+C+D _

All features (A, B, C, D) known explicitly
. WIPO
from single document WORLD

INTELLECTUAL PROPERTY
ORGANIZATION
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Checking novelty (equivalent features)

> Compare claimed inventive subject matter (e.g. claim 1)
iIndividually with each prior art document

- Document 1: A+B+C novel

Invention
Feature A .. Document 4: A+B+C+D not novel
Feature B
Feature C ... Document 5;: a+B+C+D not novel
Feature D

A=“Tank”, a=“Container” or “Reservoir”
All features (A, B, C, D) known from single WiFS

INTELLECTUAL PROPERTY

document 5 plus expert knowledge (“a=A")

o v



Checking novelty (implicit features)

> Compare claimed inventive subject matter (e.g. claim 1)
iIndividually with each prior art document

- Document 1: A+B+C novel
Invention
Feature A
Expert concludes: “if C then D” not novel
Feature B
Feature C
Feature D E.g.: each bonding wire (C) ends at bonding pad (D)
each tank (C) has an inlet (D)
. WIPO
All features (A, B, C, D) known from single document 1 womo

ORGANIZATION

plus expert knowledge (“if C then D”)



Examine inventive step

> |If new: Is modification (difference), e.g. of "closest" prior
art obvious for someone skilled in the art ?

novel
Invention
- Document 2: A+B+C+D novel
feature A
Expert:
feature B Obvious
feature C combination?
feature F s [ Difference to prior art 1, 2 A+B+CHE
Document 6: A+B+(D or F)
WIPO

WORLD

All features (A, B, C, F) known, but from INTELLEGTUAL PROPERTY
2 documents (2 & 6)



From ‘not novel’ to ‘novel’?

Amended Claim
Amended Claim

Initial Claim feature A
feature A
feature A feature B
feature B
feature B feature C
feature C
feature C feature D
feature F
feature D feature E
not novel
Amended Claim
Document 3: A+B+C+D feature A
feature B
feature G

WIPO
feature H :Alil(')I'ZLLDLECTUAL PROPERTY

ORGANIZATION
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Actions and communications

Search and examination report by examiner

with or without proposal for patentable claims Included in file wrapper
Accessible through file
Applicant's reply or withdrawal Inspection

with or without proposal for amended claims

Examiner to check: - whether amended claims are within initial disclosure
- whether claims are properly worded

Top-up search if amended claims include features disclosed only in initial
description and not in searched claims

If no withdrawal
Examiner to reject with detailed reasoning
Examiner to grant and check publication (nothing added to initial disclosure)
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Evolution of claims

Claims of a patent application are usually different at different publication and
prosecution stages of the application

Before examination, the initially filed independent claims have a broader scope
because applicants seek to get as much protection as possible

Claims of granted patents are, in comparison to the initially filed claims,
Usually narrower, i.e. include additional features/limitations, or
May be totally different

WIPO
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Admissible claim amendments

Section 75 (1) ‘

Applicant may usually amend/narrow claims anytime during examination, e.g. if
originally filed claims are not patentable:

Adding further features taken from description or other claims
Replacement of features
Completely reworded claims

Section 71 (4) ‘

All features have to be supported by the original description

Features from drawings not supported by the description are not permitted, i.e.
they have to be mentioned explicitly in description

Remember: Initial description may not be amended such that technical details
are added

Initial description (disclosure) has to be comprehensive and complete

enough to enable amendments
WIPO
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What to do If description lacks details?

File new application including amended description/drawings

Claim priority of earlier application

Priority right applies only for parts of the new description already
disclosed in earlier application!

TTTTTTTTTTTTTTTTTTTT
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Patent documents and drafting

EP 1000 000 A1

Europaisches Patentamt
(19) .o))’ European Patent Office

Office européen des brevets

(11) EP 1 000 000 A1

(12) EUROPEAN PATENT APPLICATION

(43) Date of publication:
17.05.2000 Bulletin 2000120

(21) Application number: 99203729.1

(22) Date of filing: 08.11.1999

(51) it c1.”: B28B 5/02, B28B 7/00,
B28B 1/29

(84) Designated Contracting States:
AT BE CH CY DE DK ES FI FR GB GR IE IT LILU
MCNL PT SE
Designated Extension States:

ALLT LV MK RO SI

(30) Priority: 12.11.1998 NL 1010536
(71) Applicant

Beheermaatschappij De Boer Nijmegen B.V.
6541 BS Nijmegen (NL)

(72) Inventor.
Kosman, Wilhelmus Jacobus Maria
6562 DA Groesbeek (NL)

(74) Representative:

Schumann, Bernard Herman Johan et al
Amold & Siedsma,

2517 GK Den Haag (NL)

(54)  Apparatus for manufacturing green bricks for the brick manufacturing industry

(57)  The invention relates to an apparatus (1) for
manufacturing green bricks from clay for the brick man-
ufacturing industry, comprising a circulating conveyor
(3) carmying mould containers combined to mould con-
tainer parts (4), a reservoir (5) for clay arranged above
the mouid containers, means for carrying clay out of the
reservoir (5) into the mould containers, means (9) for
pressing and trimming clay in the mould containers,

means (11) for supplying and placing take-of plates for
the green bricks (13) and means for discharging green
bricks released from the mould containers. character-
ized in that the apparatus further comprises means (22)
for moving the mould container parts (4) filled with
green bricks such that a protruding edge is formed on at
least one side of the green bricks.

WIPO PUBLIC
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Components of patent documents

> Bibliographic data (front page, meta data) sample
title, applicant(s), inventor(s), filing date, priorities,..

» Description
problem to be solved, prior art, [ Disclosure
inventive idea, embodiments Knowledge Sharing
» Drawings -
» Claims Protection

TTTTTTTTTTTTTTTTTTTT
OOOOOOOOOOOO
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http://worldwide.espacenet.com/publicationDetails/originalDocument?CC=EP&NR=1000000A1&KC=A1&FT=D&ND=3&date=20000517&DB=worldwide.espacenet.com&locale=en_EP
http://www.wipo.int/patentscope/search/en/detail.jsf?docId=WO2003020206&recNum=1&maxRec=1&office=&prevFilter=&sortOption=&queryString=FP:(wo/2003020206)&tab=PCTDescription

What Is a patent claim?

A patent provides protection for an invention, i.e. the invention
cannot be used by others for commercial purposes without
permission of the owner

An invention offers a technical solution to a problem

Claim 1

Each invention can be defined Invention Feature A
by the features that are essential Feature A

to solve the problem Feature B
P Feature B

Feature C
Main claim includes these features | Feature C

Feature D

Feature D

WIPO
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Drafting of claims

Claims define the scope of protection
Claims have to be clear and concise
Claim wording should not permit ambiguous interpretation
> Principle of Legal Certainty

Claims are always worded in a rather abstract way
Need not be self explanatory

Description and drawings are used to interpret the claims

Claims are worded as one sentence with heavy punctuation

WIPO
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Claim sample

A method of determining the torque induced in a rotating shaft (51),

the shaft (51) having a torsional oscillation frequency that is dependent on
the stiffness of the shaft (51),

where the torsional oscillation frequency and the stiffness are dependent
upon the operating conditions of the shaft (51),

characterized in that

C
D

the torsional oscillation frequency of the rotating shaft (51) is measured (35);

the twist induced in the rotating shaft (51) by the torque is measured (39);
and

the measured value of the torsional oscillation frequency and the measured
value of the induced twist are used (41) to determine the torque induced in
the shaft (51).

WIPO PUBLIC


http://worldwide.espacenet.com/publicationDetails/originalDocument?FT=D&date=20081224&DB=EPODOC&locale=en_EP&CC=EP&NR=2006651A2&KC=A2&ND=5

Categories of claims

Two categories of claims according to the two categories of

Inventions:
Claims for methods, processes (intangible)
Claims for products (tangible)
Devices, apparatus, compositions,...

WIPO PUBLIC

Section 62 (2)
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Types of claims

M Independent claims
™ One part claim
™ Two part claim

W Dependent claims

WIPO PUBLIC
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Sample: Main claim & dependent claims

1. A method of producing a soya bean product, the method including
the step of exposing soya beans to an acidic agqueous solution.

2. A method as claimed in Claim 1, in which the acidic aqueous
solution has a pH of between about 2,0 and 5,5.

3. A method as claimed in Claim 1 or Claim 2, in which the soya
beans are whole beans.

4. A method as claimed in any one of the preceding claims, which
Includes the prior step of dissolving an organic acid in water to
produce the aqueous acidic solution.

Claims 2-4 are dependent claims since they refer to claim 1.

WO2005055733 WORLD
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http://www.wipo.int/patentscope/search/en/detail.jsf?docId=WO2005055733&recNum=1&docAn=IB2003005958&queryString=ALLNUM:(PCT/IB2003/005958)&maxRec=1

Dependent claims

A dependent claim refers to at least one other claim, e.g.

2. Apparatus according claim 1 where ....

3. Apparatus according claim 1 or 2 where .......

6. Apparatus according claim 1 and 2 where .......

7. Apparatus according any of the preceding claims where ....

By way of reference the features/elements of the referenced claim(s)
are included, i.e. combined with the other features/elements

References are therefore admissible only to claims of same
category (method, product)

AAAAAAAAAAAAA

WIPO PUBLIC



Why dependent and independent claims?

Main claim (1%t independent claim):

Invention
_ _ Feature A
Includes all the features/elements of the invention
which are essential to solve the problem, Feature B
I
and only those features! / E
“1. Apparatus/process with {feature A}, {feature B}, Feature D
{feature C}, {feature D}.”
Dependent claims:
additional features which are not essential but
describe options for various embodiments, or for
additional advantages
WIPO
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http://worldwide.espacenet.com/publicationDetails/originalDocument?FT=D&date=20101027&DB=EPODOC&locale=en_EP&CC=EP&NR=2006651B1&KC=B1&ND=6

Several independent claims?

Invention

Further independent claims for Feature A

Two categories: product and process

Alternative similar solutions for same problem Feature B
linked through the same inventive concept

(unity of invention!) Feature C
Section 74 Feature E
WIPO
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http://worldwide.espacenet.com/publicationDetails/originalDocument?FT=D&date=20101027&DB=EPODOC&locale=en_EP&CC=EP&NR=2006651B1&KC=B1&ND=6

Claim sample - one part claim

/ Introducing part (category, purpose) (preamble)

1. A method of producing a soya bean product, the method including
the step of exposing soya beans to an acidic aqueous solution.

Body of claim

WO2005055733 i
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http://www.wipo.int/patentscope/search/en/detail.jsf?docId=WO2005055733&recNum=1&docAn=IB2003005958&queryString=ALLNUM:(PCT/IB2003/005958)&maxRec=1

Types of independent claims

One part claim: ~ Invention
Includes just list of the essential features Feature A
“1. Apparatus {with, where, comprising} A,B,C,D”
Feature B
Feature C
Feature D

TTTTTTTTTTTTTTTTTTTT
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Claim sample — two part claim
/ Introducing part (category, purpose) (preamble)

1. A method of determining the torque induced in a rotating shaft (51),

A the shaft (51) having a torsional oscillation frequency that is dependent on
the stiffness of the shaft (51),
B where the torsional oscillation frequency and the stiffness are dependent

upon the operating conditions of the shaft (51),

characterized in that <«— generic expression, transitional phrase

C the torsional oscillation frequency of the rotating shaft (51) is measured (35);

D the twist induced in the rotating shaft (51) by the torque is measured (39);
and

E the measured value of the torsional oscillation frequency and the measured

value of the induced twist are used (41) to determine the torque induced in
‘ the shaft (51).

Sequence of 5 features A— E (added) -t

WIPO PUBLIC


http://worldwide.espacenet.com/publicationDetails/originalDocument?FT=D&date=20081224&DB=EPODOC&locale=en_EP&CC=EP&NR=2006651A2&KC=A2&ND=5

Types of claims T

Feature A
Feature B
Feature C
Feature D
W Two part claim:
“1. Apparatus with A, B and C, Closest
characterized in that D” prior art
> first part (preamble) describes closest prior art Feature A
> second part describes difference(s) between Feature B
Invention and closest prior art:
> ‘special technical features’ Feature C

WIPO
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Closest prior art

> State of the art published prior to filing/priority date

Document 1: A+B

Invention
Document 2: A+C
Feature A
Feature B Document 3: A+B+C Closest prior art
Feature C
Feature D

WIPO
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Closest prior art ?

> State of the art published prior to filing/priority date

Invention
Feature A
Feature B
Feature C

Feature D

Document 1: A+B

Document 2: A+C

Document 3: A+B+C

Document 4: A+B+D

Document 5: B+C+D

WIPO PUBLIC

Closest prior art?

Closest prior art?

Closest prior art?
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Potential claim wordings

Document 3 is closest prior art:
Apparatus with A, B and C, characterized in that D

Document 4 is closest prior art:
Apparatus with A, B and D, characterized in that C

Document 5 is closest prior art:
Apparatus with B, C and D, characterized in that A

One part claim: Apparatus with A, B, C and D.

TTTTTTTTTTTTTTTTTTTT
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Preparing a patent application

Do

Put in writing the problem that you sought to solve

Note down the prior art that you are aware off, without
searching any database

Put in writing the solution(s) that you found

List all features/elements of the solution individually
Which are essential?
Which are optional, which are alternatives?

Draft a tentative main claim

Conduct a prior art search on this claim

|dentify relevant prior art documents

Conduct a tentative novelty analysis of your main claim

WIPO
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Preparing a patent application

If your claim appears to be new
Additional independent claims are warranted?
Prepare drawings
Draft description

Draft dependent claims based on varied embodiments of the
Inventive concept, e.g. as described in the detailed description

Is there a closest prior art document?

If your claim is not new:

Restrict the claim by adding further features/elements
Determine differences of your invention and the prior art?
Which ones could be seen as essential or important?

WIPO
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Drafting claims

Do not
Include process steps in product/device claims and vice versa
mention benefits, advantages, alleged positive effects
mention the problem that was solved
refer in a general way to the description or drawings (‘as shown in
Fig. 1’)
Include in the main claim optional features
use ambiguous expression (about, nearly, perfectly, almost,...)
Do

Include in main claim only essential features but all essential
features to solve the problem, to achieve the benefits, advantages
of the invention

Refer to elements in drawings by using reference numerals in
brackets WIPO
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Drafting description

Introduction: Background
Explain the problem that you sought to solve
Indicate prior art
Explain why the prior art did not sufficiently solve the
problem
Explain why and how the inventive concept better solves the
problem

Brief description of drawings

Detailed embodiments
Enabling someone skilled in the art to put the invention to
work
Best mode of carrying out the invention

Utilize and refer to drawings whenever possible

WIPO
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Drafting description

Dont
Include derogatory statements
Promise benefits which the invention doesn’t deliver

Amending the description and drawings
Not possible, filing date fixes the initial disclosure!
Only clerical errors, faint lines,...

If something essential is missing, a new application need to be
filed, usually by claiming the priority of the previous one.

WIPO
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WIPO
Patent Drafting
Manual

Second edition

https://www.wipo.int/publications/en/details.jsp?id=4584&plang=EN WIPO
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Searching prior art
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Patent Databases

o WIPO patent information brochures
http://www.wipo.int/patentscope/en/publications/

ACCESS TO THE WORLD OF TECHNOLOGY FINDING TECHHOLOGY USING PATENTS WIPO GUIDE TO USING PATENT INFORMATION

This publication is designed to
familiatize users with the features of
the PATEMTSCOPE® search setvice
and related resources. [PDF]

This introduction to finding technology
uszing patents provides a general
ouweniewy of the infarmation caontained in
patent documents and sources from
which patent information can be
ohtained. [PDF]

This guide is intended to assist users
in using patent information, describing
different search strategies and
technigues as well as approaches for
analzing search results. [FPDF]

This publication is also available in;
- French [FDE]

- Japanese [FDF]

- korean [FOF]

This guide is alzo available in:
- French [FDE
- Spanizsh [FDFE

This introduction is also availahle in:
- French [FDFE

- Polish [PDF - Japanese [FDFE
- Spanizh [FDE - Polish [FDF o

- Spanizsh [FDFE

= WIPO Guide to Technology Databases:
http://www.wipo.int/edocs/mdocs/mdocs/en/cdip 3/cdip 3 inf 2study iii inf 1.pdf
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http://www.wipo.int/patentscope/en/publications/
http://www.wipo.int/edocs/mdocs/mdocs/en/cdip_3/cdip_3_inf_2study_iii_inf_1.pdf
file://Users/lutzmailaender/Desktop/Addis/Presentations/PI Guide wipo_pub_l434_03.pdf
file://Users/lutzmailaender/Desktop/Addis/Presentations/Guide to Tech DB.pdf

Novelty search

Claim
Feature A

Feature B
Feature C

Feature D

&7

Document

Feature ...
Feature ...
Feature ...

Feature ...

Claimed subject matter is not novel if

all features are known

from a single piece of prior art, e.g. another patent

WIPO PUBLIC
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Novelty: Quest for the one document

Search results

Document
_Search Feature A
J\ Feature B
: Feature C
Methodologies:
Keywords Feature D
/N Classifications
Documents in Citations
database (Text mining)

View drawings: @parallel s

Read text: @ serial

Information processing

AAAAAAAAAAAAA

WIPO PUBLIC



Sources of patent information

Primary sources: each jurisdiction defines how authoritative (official) patent information is
published and the respective authority in charge (national patent offices)

Secondary sources Collect data from various primary sources and make it accessible
through single interface:

Commercial patent databases
Non-public proprietary search systems of patent offices

accessible by selected other users (subscribers) EPOQUENet (EPO), DEPATIS
(DPMA)

Not accessible by others (JPO, KIPO, USPTO, ...)
Free-of-charge public patent databases:

hosted by some IPOs: Espacenet, Patentscope, Depatisnet

hosted by others: Google Patents, Patentlens,..

WIPO
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Sources: common features & differences

Patent information retrievable
Which jurisdictions are covered? (country coverage)

Which data per jurisdiction? Bibliographic data only, full specifications, PDF, legal
status; ....

Value added information; non patent data
Patent information searchable (search fields)
Complexity of query language and search queries:
operators
truncations
nesting, ranges
subqueries
Natural language, fuzziness, similar documents
Various formats e.g. for priority data, dates, ... (a nightmare!)
Still little standardization

WIPO

WORLD
INTELLECTUAL PROPERTY
ORGANIZATION

WIPO PUBLIC



Major public IPO patent databases

W Patentscope: WIPO
http://www.wipo.int/patentscope/search/en/search.|sf

W Espacenet: European Patent Office (EPO)
http://worldwide.espacenet.com/

M Depatisnet: German Patent Office (DPMA)
http://depatisnet.dpma.de

W Retrievable documents: mostly same as commercial providers and office
search systems
M Search interface and functionalities: more basic and simple (competition)

® Do not permit as efficient searches as commercial databases or office
search systems
WIPO
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http://www.wipo.int/patentscope/search/en/search.jsf
http://worldwide.espacenet.com/
http://depatisnet.dpma.de/

Commercial providers

Commercial database providers/vendors:
Clarivate, Questel, STN, LexisNexis, Minesoft, ....
fee based
broad coverage of searchable and retrievable data (e.g. full texts)
valued added services, e.g.:
analysis and visualization tools
data enhancement, quality checks
added proprietary information, e.g. enhanced abstracts
chemical identifiers like CAS registry codes
semantic search, text mining (search similar documents)
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ART ? )

Citation map
Ritonavir patents

Each box:
Patent publication

Each line:
Citation relation
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http://www.wipo.int/export/sites/www/patentscope/en/programs/patent_landscapes/reports/documents/Sample_citation_map_Innovation_track_1.pdf
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Abstract

DWPI Abstract ?

(WO2009056818A1)

Novelty

Pharmaceutical composition comprises & solid unit dosage form comprising FEONAYIE and atazanavir or their
salts,

Detailed Description

An INDEPENDENT CLAIM is incdhuded for a method of making the pharmaceutical composition comprising: hot
melt extruding the FBGNANIE to form an extrudate, then formulating the extrudate into the first layer; formulating
the atazanavir into the second tablet layer; and combining the first and second layers to provide a single unitary
multiple layer tablet formulation,

Activity
Anti-HIV,

Mechanism
Protease inhibtor; Cytochrome P450 inhabitor.

Use
The composition is useful for treating HIV or AIDS. No biological data given.

Advantage

The composition increases the treatment potency particularly against drug-resistant HIV-1 strains, without
significantly raising the nsk for toxicity in treatment-naive and treatment-experienced patients, The compostion
has greaster stability, less risk of chemical interaction between different medicaments, smaller bulk and accurate
dosage, and is easy to prepare.

Technology Focus

PHARMACEUTICALS - Preferred Composition: The composition is a tablet formulation comprising the FtOREWIE in
the first layer of the formulation and the atazanavir in the second layer of the formulation; a water insoluble
polymer and/or a water soluble polymer; and at least one excipient, where the excipient includes a plasticizer.
Preferred Components: The polymer is present st least in the layer containing the FOHERIE. The amount of
atazanavir and FEORSYIE is 70-400 mg and 20-200 mg, respectively. The weight ratio of the -or
atazanavir to the weight of the polymer is 1:1-1:6. Preferrad Method: The layer containing the 3
obtainable by hot melt extruding the FRGREVIE with the polymer. The FRBRBWIE is mixed with the water soluble
polymer and/or the water insoluble polymer prior the hot melt extrusion step. The atazanavir is mixed with the
water soluble polymer and/or water insoluble polymer and extruded by hot melt granulation processor melt
granulation process., The method comprises prepanng a substantially homogeneous melt of the FEGRBNIE or
atazanavir sand optionally one or more excipients, extruding the melt, and cooling the melt until it solidéies. The
melt is formed at 50-200° C. In the method, the HRORSVEE, the polymer, and optionally one or more excipients
are processed to form a powder blend which is transferred through the heated barrel of the extruder, where the
powder blend melts and a molten solution product is formed, which is allowed to cool to form an extrudate. The
method comprises processing the cooled extrudate into a desired pharmaceutical dosage form. The layer
containing the atazanavir is prepared by direct compression or by wet granulation.

Abstract ?

The invention relates to pharmaceutical compositions containing a combination of atazanavir and FRGDSYIE, to
methods of making them, and their use in medicine,
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