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the WTO system and the TRIPS Agreement

General remarks on the WTO and on the TRIPS Agreement

The World Trade Organization (hereafter “WTO”) deals with the rules of trade between nations at a near-global level:  the 150 WTO Members represent some 95 per cent of trade in goods and services.
  China has become the third major actor in terms of trade volume after the United States and the European Communities.  The WTO is not only a set of rules aimed at progressively liberalizing trade, it is also a negotiating forum and a forum for monitoring the implementation of trade rules and for resolving disputes between Members through a relatively swift and efficient dispute settlement mechanism.  Negotiations aiming at adjusting multilateral trade rules are conducted in the so-called “rounds”.  The last one, which established the WTO, was the “Uruguay Round”.  The current trade rules are embodied in a set of agreements, including the Agreement on Trade-related Aspects of Intellectual Property Rights (hereafter “TRIPS Agreement”).  The TRIPS Agreement is contained in Annex 1C of the Marrakesh (WTO) Agreement.  It is an integral part of the so-called “WTO package” that countries have to accept if they want to be Members of the WTO.  The WTO is a member-driven organization and works on the basis of consensus.

The TRIPS Agreement is to date the most comprehensive multilateral treaty on intellectual property.  It covers the main areas of intellectual property:  copyright and related rights (i.e., the rights of performers, producers of phonograms and broadcasting organizations, trademarks, geographical indications, industrial designs, patents, including plant variety protection, lay-out designs for integrated circuits and undisclosed information.  The TRIPS Agreement provides for a minimum level of protection.  This means that Members are free to go beyond that level and provide a more extensive protection.  The WTO Dispute Settlement System applies to differences that arise between Members concerning TRIPS issues.

In respect of geographical indications (hereafter “GIs”), the TRIPS Agreement reflects a very sensitive compromise in an area that was one of most difficult to negotiate during the Uruguay Round.  The high sensitivity of the matter was due to a number of factors, for example:  the fact that this was a relatively new IP area for a great majority of countries while being well anchored in the systems of many European countries;  the diversity of systems used to protect geographical names;  the divergence of views regarding the most appropriate systems of protection;  the economic and trade stakes;  the different approaches adopted by enterprises regarding the use of geographical names in marketing products.  Moreover, certain delegations in the Uruguay Round considered the protection of GIs as a trade-off with concessions they would have to make in another highly sensitive area, that of agriculture.  To some extent, as we will see below, while the Uruguay Round led to significant results, i.e. a set of multilateral rules on GIs, differences regarding the protection of GIs in the Uruguay Round, which are well reflected in those rules, remain, to a great extent, the same.  

TRIPS provisions on GIs

The provisions relating to GIs are contained in Section 3 of Part II of the TRIPS Agreement.  Other TRIPS provisions are relevant too, for example:  Article 3 (national treatment), Articles 4 and 5 (most favoured nation treatment);  Part III on enforcement;  Part IV on procedures for the acquisition or maintenance of intellectual property rights;  and Part V on dispute prevention and settlement.
Definition of a geographical indication


Article 22.1 defines GIs as “indications which identify a good as originating in the territory of a Member, or a region or locality in that territory, where a given quality, reputation or other characteristic of the good is essentially attributable to its geographical origin.”  This wide definition includes the “appellation of origin”, where the requirement that there be a link between reputation and the territory is higher, as well as geographical indications, for which the quality, reputation or other characteristics of a good can each be a sufficient basis for eligibility as a GI, where they are essentially attributable origin of the good.  The wording of Article 22.1 clearly indicates that only GIs for goods are concerned, Members being free to include GIs for services and therefore going beyond the minimum level required by TRIPS.
  Article 22.1 definition has been interpreted by certain Members as covering indirect GIs, that is, terms which evoke a geographical place without being themselves geographical names.
  In certain Members, country names are also considered as eligible for protection as GIs.

General standards of protection

Article 22.2 refers to the general standards of protection that must be available for all GIs.  In particular, the Agreement provides that “legal means” must be provided to prevent the use of GIs which misleads the public as to the geographical origin of the good (Art. 22.2(a)).  The Agreement also requires that legal means must be provided to prevent use which constitutes an “act of unfair competition” within the meaning of Article 10bis of the Paris Convention for the Protection of Industrial Property (Art. 22.2(b)).
  While it is mandatory to provide for protection to GIs, Members are free to ensure protection through any “legal means”.  This reflects the general principle embodied in Article 1.1 that Members “shall be free to determine the appropriate method of implementing the provisions of this Agreement within their own legal system and practice.”  Protection must be available against the registration of a trademark, which contains a GI with respect to goods not originating in the territory indicated whose use for such goods is of such a nature as to mislead the public as to the true place of origin (Art. 22.3).
Additional protection for wines and spirits


As a deal concluded in the Uruguay Round, Article 23 provides for additional protection for GIs for wines and spirits.  Its paragraph 1 provides that interested parties must have the “legal means” to prevent use of a GI identifying wines for wines not originating in the place indicated by the GI.  This would apply even where such use would not mislead the public, where it would not amount to unfair competition, where the true origin of the good would be indicated, or where the GI would be accompanied by expressions such as “type”, “kind”, “style”, “imitation” or the like (so called “de-localizers”).  Protection must be available against the registration of a trademark for wines, which contains a GI for wines, if the wines do not have the origin indicated by the GI.  Similar protection must be available for GIs for spirits.  In respect of use of these GIs for other products, the general standards of protection under Art. 22 apply. 

Homonymous GIs

Section 3 contains specific rules regarding the use of homonymous GIs (that is, names which consist of, or contain, the same identifier for different geographical places).  As far as the wine sector is concerned, the rule is that in each of the Members in which the homonymous GI exists, practical conditions must be determined so as differentiate the homonymous indications, taking into account the need to ensure equitable treatment of the relevant producers and also to ensure that consumers are not misled (Art. 23.3).  With regard to other products, the misleading test applies:  if use of one of the homonymous GIs in a WTO Member would falsely represent to the public in that Member that the product originates in the territory of another of the homonymous GI, interested parties must have the legal means to prevent such use (Art. 22.4).

Exceptions 

· Article 24 contains a number of exceptions regarding protection of GIs.  There are three main exceptions that are of particular relevance in respect of the additional protection for wines and spirits.
· Under the first one, a Member is not obligated to protect a GI of another Member where that GI has become the generic (“customary”) name for products and services or in respect of products of the vine for which the indication is identical to the name of a grape variety (Art. 24.4).

· The second main exception relates to the so-called prior trademarks.  Measures adopted to implement Section 3 must not prejudice the eligibility for, or the validity of, the registration of a trademark, or the right to use a trademark, on the ground that such trademark is identical with or similar to a GI (Art. 24.6).

· The third main exception relate to the so-called grand fathered uses, that is, continued uses of a GI identifying wines or spirits for goods or services prior to the conclusion of the Uruguay Round, even when the GI has not become generic and there is no pre-existing trademark right.  Uses must have taken place in good faith or for at least 10 years before 15 April 1994. (Art. 24.5). 
Built-in agendas

There was some “unfinished business” regarding the GI negotiations in the Uruguay Round.  The TRIPS Agreement provides for three “built-in agendas” in Articles 23.4, 24.1 and 24.2.  

· Article 23.4 provides that, “in order to facilitate the protection of GIs, negotiations shall be undertaken in the Council for TRIPS concerning the establishment of a multilateral system of notification and registration of geographical indications for wines eligible for protection in those Members participating in the system”.  The TRIPS Council initiated work on this matter in 1997.

· Article 24.1 provides that Members agree to enter into negotiations aimed at increasing the protection of individual GIs under Article 23.  Members availing themselves of the exceptions under Article 24 are not allowed to refuse to enter into or conclude such negotiations.

· Article 24.2 provides for a review of the application of Section 3 on GIs.  The TRIPS Council initiated work on this matter in November 1996. 

CURRENT WORK, NEGOTIATIONS AND DISCUSSIONS 

Trade policy review mechanism


One valuable source of information regarding a Member’s trade policy is the WTO Trade Policy Review (TPR) Mechanism.  The review takes place periodically for each Member and covers all areas that touch upon trade, which means that even areas that are not part of the current negotiations such as competition policy would be subject to scrutiny by Members.  The periodicity of reviews depends on the share of trade volume by a Member.  For example, the United States and the European Communities have to undergo a review of their trade policies every two years.  Information regarding a Member’s regime on GIs can be found in the final TPR report.  It should be noted that, pursuant to Section 18 of its Protocol of Accession, China also has to undergo an annual transitional review of its trade régimes across the board (for TRIPS matters, see paragraph 12 below). 
Work in the council for trips 

Notification of laws and review of legislation

Geographical indications are being addressed in various bodies or contexts in the WTO.  The first one is the Council for TRIPS, the body responsible for overseeing the functioning of the TRIPS Agreement and monitoring its operation, in particular Members’ compliance with their obligations under the Agreement. One of the key mechanisms for monitoring is the examination of each Member’s national implementing legislation by the other Members. Article 63.2 of the TRIPS Agreement requires Members to notify the laws and regulations implementing the TRIPS Agreement to the Council for TRIPS in order to assist the Council in its review of the operation of the Agreement.  For example, laws and regulations notified by China have been circulated in series IP/N/1/CHN/-.  Notifications are the basis for reviews of implementing legislation carried out by the Council.  The records of each review, which consist mainly of the questions put and the responses given, are distributed in a separate document for each country reviewed and for each area. For the area of geographical indications, the relevant documents are those circulated in the IP/Q2/- series.  The review of implementing legislation takes the form of a “peer group” examination.  The legislation is studied by the notifying country’s trading partners, who are entitled to ask questions through the TRIPS Council.  The questions are generally put some two to three months in advance, with responses to these questions provided on the floor of the TRIPS Council and in writing, in principle some two to three weeks in advance of the review meeting.  An opportunity is given for follow-up questions.  All the information, including the questions and answers are subsequently compiled by the Secretariat and circulated as document series IP/Q/- series.  For example, the review of China’s legislation was compiled in document IP/Q/CHN/1.  In addition to this review, China provides every year to the TRIPS Council information about its IP régimes in the context of the transitional review under Section 18 of the Protocol of Accession of China to the WTO.
 

Review under Article 24.2

As far as the review of the application of Section 3 under Article 24.2 is concerned, 33 Members, the latest one being Honduras, have responded to a Checklist of Questions prepared by the Secretariat concerning various aspects of national regimes for the protection of geographical indications.  Those developing countries that have responded to the checklist have done so on a voluntary basis.  At the request of the TRIPS Council, the WTO Secretariat made a summary of the responses provided by 29 Members.
  While the summary shows – as mentioned above – the great diversity of the “legal means” and systems of protection, it also clearly indicates that the main obligations under Section 3 are reflected, for example the higher protection of GIs for wines and spirits.  Another point that has emerged from the summary is that, in addition to unfair competition, consumer protection and common law, protection of GIs is, in many countries, ensured through the trademark system and/or through a sui generis (or special) system, with or without registration. 

The Doha work programme


At the Fourth Ministerial Conference, held in Doha, Qatar, in November 2001, Ministers adopted the Doha Ministerial Declaration
, which provides the mandate for negotiations on a range of subjects, including on agriculture and services, as well as issues concerning the implementation of the WTO agreements.  Negotiations are taking place in ad hoc bodies, that is bodies set up for the duration of the Doha Round, the Trade Negotiations Committee (hereafter “TNC”) and  its subsidiaries.  Paragraph 18 of the Doha Declaration in particular says that:  
“With a view to completing the work started in the Council for Trade-Related Aspects of Intellectual Property Rights (Council for TRIPS) on the implementation of Article 23.4, we agree to negotiate the establishment of a multilateral system of notification and registration of geographical indications for wines and spirits by the Fifth Session of the Ministerial Conference.  We note that issues related to the extension of the protection of geographical indications provided for in Article 23 to products other than wines and spirits will be addressed in the Council for TRIPS pursuant to paragraph 12 of this Declaration.”

The first sentence extends the mandate of Article 23.4 for the negotiation of the multilateral system of notification and registration of GIs (hereafter “register”) for wines to spirits, and sets an earlier deadline (or “early harvest”) for completing the negotiations than for the rest of the Doha package, namely in 2003 (date of the 5th Ministerial Conference).  The second sentence, which deals with the protection of GIs for other products, refers to paragraph 12 of the Doha Declaration, which reads in turn that “Negotiations on outstanding implementation issues shall be an integral part of the [Doha] Work Programme ..(a)  where we provide a specific negotiating mandate in this Declaration, the relevant implementation issues shall be addressed under that mandate;  (b)  the other outstanding implementation issues shall be addressed as a matter of priority by the relevant WTO bodies, which shall report to the Trade Negotiations Committee, established under paragraph 46 below, by the end of 2002 for appropriate action.  Members have different views on the interpretation of this paragraph with regard to the issue of “extension”:  proponents of extension have advanced that there is a clear mandate to launch negotiations while opponents claimed that there is no agreement to negotiate any extension and that consensus will be required at the end of 2002 in order to launch any negotiations. 


For purposes of negotiations regarding the register, an ad hoc negotiating group, the Special Session of the Council for TRIPS, has been established.  Legally speaking, it is distinct from the Council for TRIPS which was hitherto dealing with all TRIPS matters and is now referred to as the “Regular Session’ of the Council for TRIPS.  As provided in the mandate, extension was dealt with in the regular session until the end of 2002.  

Register of GIs “for wines and spirits 

The Special Session was unable to achieve the “early harvest” of 2003 mandated by the Doha Declaration.  The divide between Members that has impeded in 2003 the narrowing of differences has not significantly changed.  The two key issues continue to be:  the legal effects or consequences of a registration into the future system;  and whether participation in the system should be voluntary or mandatory, and if it is voluntary, to which extent the effects of a registration would apply to non-participating Members.  There are currently three proposals on the table.  They have been put side by side in document TN/IP/W/12:

· The Joint Proposal in TN/IP//W/10 sponsored by:  Argentina, Australia, Canada, Chile, Costa Rica, Dominican Republic, Ecuador, El Salvador, Guatemala, Honduras, Japan, Mexico, New Zealand, Nicaragua, Paraguay, Chinese Taipei and the United States.  These Members propose a purely voluntary system.  Members wishing to participate would notify a list of GIs, which would then be recorded on a database administered by the WTO Secretariat.  Participating Members would commit to ensure that their procedures include the provision to consult the database when making decisions regarding registration and protection of trademarks and GIs for wines and spirits in accordance with its domestic law.  Non-participating Members would be encouraged, but would not be obliged, to consult the database. 

· The EC proposal in TN/IP/W/11:  it proposes a system whereby Members electing to participate would notify GIs into the system.  Upon publication, other Members would have a 18-month period to lodge a reservation (i.e. to challenge) the notified GI on certain grounds, such as non-compliance with Article 22.1 definition or genericness.  In the absence of challenges or if the challenges are withdrawn, the GI would be registered.  Differences regarding challenges would be resolved through direct negotiations between the notifying and challenging Members.  Once registered, the GI would produce an irrebuttable (i.e. no longer challengeable) presumption of eligibility for protection in the Members who have not challenged the GI or have withdrawn the challenges.  This presumption also applies to non-participating Members that have not lodged reservations within the 18 months.  The registered GI can be challenged at any time in participating Members on other grounds such as prior trademarks or grandfathered uses.  

· The Hong Kong, China proposal in TN/IP/W/8:  it proposes a voluntary system whereby a registered GI would create a rebuttable presumption or “prima facie evidence” in participating Members with regard to the ownership of the GI, compliance with Article 22.1 definition and protection in the country of origin.  While Hong Kong, China is not a producer of wines and spirits, it has made the proposal for systemic reasons.  Its concern is that failure in this negotiating group might endanger the whole Round. 


In addition to the two key issues of legal effects and participation, costs and other burdens that the future system might entail have been discussed.  At the request of Members, the Secretariat has prepared a compilation of points raised and views expressed on the three proposals (TN/IP/W/12/Add.1 and Corr.1).  

Extension of the protection of Article 23 to GIs for other products

Pursuant to the mandate of paragraph 18, second sentence, of the Doha Declaration, the issue of extension was discussed in the regular session of the TRIPS Council up to the end of 2002.  The  WTO’s DG has been instructed to undertake consultations in the context of outstanding implementation issues.  Proponents for extension claim that the higher protection of GIs for wines and spirits is a discrimination, which could be corrected by extending that protection to GIs for other products.  They have accordingly proposed:  that Article 23 apply to GIs for all products;  that Article 24 exceptions apply mutated mutandis (i.e. by analogy);  and that the multilateral register of GIs for wines and spirits apply to all GIs.
  The non-demandeurs hold the view that this discrimination could as well be corrected through suppressing Article 23 and limit the protection of GIs in all sectors to the one provided by Article 22.  The merits of extension has been extensively debated.  As for the register, the divide is between the EC, other European countries and several developing countries on one side and the same countries that have sponsored or expressed sympathy for the Joint Proposal, together with some other developing countries.  At the request of Members, the Secretariat has issued a compilation of issues raised and views expressed.
  The compilation reflects the rich and detailed discussion on the merits of extension.  While the range of issues raised is very wide and include, for example, socio-cultural considerations, the most sensitive concerns expressed seem to touch upon:  the possible benefits of GI extension to GI holders;  the cost for non-GI holders;  the costs for consumers;  and the impact of extension in third markets. Technical-level consultations held by DDG Yerxa on behalf of WTO’s DG y in 2006 showed that positions remain unchanged and polarized.  


It should be noted that “extension” is being dealt with in the WTO as an outstanding implementation issue among others, in particular the relationship between the TRIPS Agreement and the Convention on Biological Diversity.  This undoubtedly renders the trade‑off process more complex since some Members who are not interested in extension might be tempted to support extension while others who are keen to have a substantial outcome in extension would be inclined to lend support to those interested in CBD for tactical reasons only.  Other Members who are interested in none of these two issues might be reluctant to make any concession in any of these areas, fearing that this might lead to a concession in the other area.

EC’s claw-back proposal in Agriculture negotiations


In the context of Agriculture negotiations, the EC has proposed that a list of  names currently used by producers of agricultural products other than the right holders in the country of origin should be established so as to prohibit such use.  This is being referred to as the “claw-back” proposal, or put it differently, that is, from the EC perspective, as a recovery of market access for products whose GIs have been used as generics in some countries.  Some other Members have argued that the Doha text on agriculture does not provide a mandate for such a proposal.  

Dispute Settlement mechanism in the area of TRIPS and GIs


Australia and the United States brought complaints before the Dispute Settlement Body against the EC Regulation 2081/92 on the protection of geographical indications and designations of origin for agricultural products and foodstuffs, in particular on the grounds that the EC text was violating the national treatment and MFN obligations.  In a nutshell, the main findings are the following: 

· With regard to national treatment, it was found that the equivalence and reciprocity regime required by the EC regulation modified the “equality of opportunities” between different nationals to the detriment of non EC-nationals;  that the application and the opposition procedures for non-EC nationals in the EC (i.e. through governments only) provided formally less favourable treatment to non-EC nationals.

· With regard to the relationship between GIs and prior trademarks, it was found that, while the EC Regulation was inconsistent with TRIPS Article 16.1 (on trademark rights), it was nevertheless justified under Article 17, which permits Members to provide limited exceptions to the rights conferred by trademarks, provided that such exceptions take account of the legitimate interests of the trademark owner and of third parties. 


One feature of the WTO dispute settlement system is undoubtedly the issue of “cross‑retaliation”
, that is retaliation authorized in other areas than the one which has been the subject matter of a Dispute Settlement Body’s decision in the event that the defendant has not taken the appropriate measures to implement the decision.  Cross-retaliation has been authorized in the EC – Banana III (Ecuador) case on the following conditions:  they are authorized only if suspension of concessions in the same sector/agreement is not practicable or effective.  In casu, measures should be taken first in goods and services.  Interesting enough, Ecuador has requested cross-retaliation in the areas of copyright-related rights, industrial designs and geographical indications.

remarks

The issue of GIs was and continues to be a highly sensitive matter, due not only to economic and commercial stakes but also to legal differences and socio-cultural considerations.  For example, regarding the cultural dimension of the issue, while it is claimed as being fair to reserve the right to use GIs to producers of the geographical place identified by the GIs, it is also advanced that it is also fair that countries should be able to continue using the names brought by emigrants from Europe.  Section 3 of Part II of the TRIPS Agreement represents a major step in the protection of GIs at the multilateral level.  It is a delicate compromise between various approaches.  There are many factors which make the current debate or negotiations difficult, for example:  the lack of harmonization at national level;  the differences of interpretation regarding the mandates;  and the linkages made by certain Members with other areas of negotiations, in particular in Agriculture.
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	This paper is partly based on previous presentations made by representatives of the WTO Secretariat at meetings co-organized by WIPO and Hungary, Uruguay and the United States.  





� 	Total average of exports plus imports for both goods/commercial services.  Good exports:  94.3 per cent;  goods imports:  96.1 per cent;  imports in commercial services:  96.8 per cent;  exports in commercial services:  94.8 (source:  WTO).





� 	For services in the hotel sector;  for financial or banking services;  for spas, etc.  


� 	For example, “Vino Verdhe” (green wine) for Portuguese white wine;  “Cava” for Spanish sparkling wine


� 	For example, “Café de Colombia”.


� 	Under that Article, among acts of unfair competition are “indications or allegations the use of which in the course of trade is liable to mislead the public as to the nature, the manufacturing process, the characteristics, the suitability for their purpose, or the quality of the goods.”


� 	IP/C/M/52, paragraphs 14-86


� 	Responses:   IP/C/W/117 and addenda;  summary:  IP/C/W/253/Rev.1


� 	WT/MIN(01)/DEC/1.  See http://www.wto.org/english/thewto_e/minist_e/min01_e/mindecl_e.htm.


� 	TN/C/W/14/Add.2, JOB(05)61/Add.2.  See also EC proposal in TN/C/W/26.


� 	TN/C/W/25- WT/GC7W/546


� 	Article 22.6 DSU (Dispute Settlement Understanding)





