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WIPO

WORLD
INTELLECTUAL PROPERTY
ORGANIZATION

INFORMATION NOTICE NO. 23/2014

Madrid Agreement and Protocol Concerning the International
Registration of Marks

Amendments to the Common Regulations under the Madrid Agreement and
Protocol

1.  Atits forty-eighth (28" extraordinary) session, which took place in Geneva from
September 22 to 30, 2014, the Assembly of the Madrid Union adopted a new rule and other
amendments to the Common Regulations under the Madrid Agreement Concerning the
International Registration of Marks and the Protocol Relating to that Agreement (the Common
Regulations) that will enter into force on January 1, 2015.

New Rule 5bis and amendments to Rules 20bis(3) and 27(1) of the Common Regulations:
Continued Processing

2. New Rule 5bis of the Common Regulations will provide for continued processing where an
applicant or holder has missed certain time limits.

3. Continued processing will be available only with respect to time limits concerning:
(a) aninternational application, under Rule 11(2) or (3) of the Common Regulations;

(b) arequest for the recording of licenses, under Rule 20bis(2) of the Common
Regulations;

(c) asubsequent designation, under Rule 24(5)(b) of the Common Regulations;

(d) arequest for the recording of a change or cancellation, under Rule 26(2) of the
Common Regulations;

(e) payment of the second part of the individual fee, under Rule 34(3)(c)(iii) of the
Common Regulations; and

() arequest that an international registration continue its effects in a successor State
and the payment of the fees related to this request, under Rule 39(1) of the Common
Regulations.
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4.  Continued processing can be requested within two months from the expiry of the time limit
concerned, by presenting the new official form MM20 (see Annex Ill) to the International Bureau
and upon the payment of a fee of 200 Swiss francs. Along with the request, the requirements in
respect of which the time limit concerned applied shall also be complied with. Continued
processing cannot be requested before the relevant time limit has expired.

5.  Arequest for continued processing that does not meet the previously mentioned
requirements shall not be considered as such and the International Bureau will notify the
applicant or holder accordingly.

6. The International Bureau shall continue to process the international application,
subsequent designation, request or payment in respect of which a request for continued
processing has been received in order. The International Bureau will record this fact in the
International Register and notify the applicant or holder accordingly.

7. Following the recording of continued processing, licenses recorded under Rule 20bis(3) of
the Common Regulations and changes and cancellations recorded under Rule 27(1) of the
Common Regulations shall be recorded with the date on which the time limit to comply with the
corresponding requirement expired.

8.  Continued processing may be requested where the time limit to comply with the
concerned requirements expires on or after January 1, 2015.

Amendments to Rule 30 of the Common Regulations: Details Concerning Renewal

9. Amendments to Rule 30 of the Common Regulations will change the manner in which an
international registration is renewed.

10. Following a decision recorded under Rule 18ter(5) and without any further instruction from
the holder, an international registration will be renewed only for the goods and services that are
effectively protected, if any, in respect of the designated Contracting Party concerned.

11. The holder may still use form MM11 (see Annex IV) to request the renewal of an
international registration. The holder must indicate, in item 3 of this form, all the designated
Contracting Parties in respect of which the international registration shall be renewed by ticking
the boxes corresponding to those Contracting Parties.

12. The holder may still choose to renew an international registration for all the concerned
goods and services in respect of a designated Contracting Party where protection to the mark
has been totally or partially refused. This may be necessary where the outcome of further
proceedings in that Contracting Party is still pending.

13. Where protection to the mark has been totally refused in a designated Contracting Party
and the holder wishes to renew the international registration in respect of this Contracting Party,
he must indicate so in item 3 of form MM11 by ticking the box corresponding to the designated
Contracting Party concerned. The registration will be renewed for all the concerned goods and
services in respect of that Contracting Party.

14. Where protection to the mark has been partially refused in a designated Contracting Party
and the holder wishes to renew the international registration for all the concerned goods and
services in respect of this Contracting Party, he must indicate so in items 3 and 4 of form MM11,
by ticking, in both items, the boxes corresponding to the designated Contracting Party
concerned.
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15. The way in which a holder chooses to renew an international registration will have an
impact on the amount of the renewal fee due in respect of a designated Contracting Party that
has made a declaration to receive an individual fee, where this individual fee ought to be
calculated taking into account the number of classes of the International Classification of Goods
and Services (the Nice Classification) for which renewal is sought.

16. The amendments to Rule 30 of the Common Regulations apply to international
registrations for which renewal is requested on or after January 1, 2015, and for which the said
renewal is due on or after that date.

Amendments to Rule 31 of the Common Regulations: Recording of the Renewal; Notification
and Cetrtificate

17. Amendments to Rule 31 will provide for the sending of a notification to the holder and to
his representative, if any, where an international registration has not been renewed or where it
has not been renewed in respect of a designated Contracting Party.

18. The amendments to Rule 31 of the Common Regulations apply to international
registrations for which renewal is due on or after January 1, 2015.

19. The amended text of the Common Regulations and the Schedule of Fees is reproduced in
Annexes | and Il.

December 18, 2014



ANNEX |

Common Regulations under
the Madrid Agreement Concerning
the International Registration of Marks
and the Protocol Relating to that Agreement

(as in force on January 1, 2015)

[..]

Chapter 1
General Provisions

[..]

Rule 5bis
Continued Processing

(1) [Request] (a) Where an applicant or holder has failed to comply with any of the
time limits specified or referred to in Rules 11(2) and (3), 20bis(2), 24(5)(b), 26(2), 34(3)(c)(iii)
and 39(1), the International Bureau shall, nevertheless, continue the processing of the
international application, subsequent designation, payment or request concerned, if:

(i) arequest to that effect, signed by the applicant or holder, is presented to
the International Bureau on the official form; and
(i)  the request is received, the fee specified in the Schedule of Fees is paid
and, together with the request, all of the requirements in respect of which the time limit
concerned applied are complied with, within two months from the date of expiry of that time limit.
(b) A request not complying with items (i) and (ii) of subparagraph (a) shall not be
considered as such and the applicant or holder shall be notified to that effect.

(2) [Recording and Notification] The International Bureau shall record in the
International Register any continued processing and notify the applicant or holder accordingly.

Chapter 4
Facts in Contracting Parties
Affecting International Registrations

[..]

Rule 20bis
Licenses

[..]

(3) [Recording and Notification]
[...]
(c) Notwithstanding subparagraph (b), where continued processing has been
recorded under Rule 5bis, the license shall be recorded in the International Register as of the
date of expiry of the time limit specified in paragraph (2)(b).

[..]
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Chapter 5
Subsequent Designations; Changes

[..]

Rule 27
Recording and Notification of a Change or of a Cancellation;
Merger of International Registrations; Declaration That a Change in
Ownership or a Limitation Has No Effect

(1) [Recording and Notification of a Change or of a Cancellation]

[...]

(c) Notwithstanding subparagraph (b), where continued processing has been
recorded under Rule 5bis, the change or cancellation shall be recorded in the International
Register as of the date of expiry of the time limit specified in Rule 26(2), except that, where a
request has been made in accordance with Rule 25(2)(c), it may be recorded as of a later date.

Chapter 6
Renewals

[..]

Rule 30
Details Concerning Renewal

(1) [Fees] (a) The international registration shall be renewed upon payment, at the
latest on the date on which the renewal of the international registration is due, of

[...]

(i)  the complementary fee or individual fee, as the case may be, for each
designated Contracting Party for which no statement of refusal under Rule 18ter or invalidation,
in respect of all the goods and services concerned, is recorded in the International Register, as
specified or referred to in item 6 of the Schedule of Fees. However, such payment may be
made within six months from the date on which the renewal of the international registration is
due, provided that the surcharge specified in item 6.5 of the Schedule of Fees is paid at the
same time.

[..]

(2) [Further Details] (a) Where the holder does not wish to renew the international
registration in respect of a designated Contracting Party for which no statement of refusal under
Rule 18ter, in respect of all the goods and services concerned, is recorded in the International
Register, payment of the required fees shall be accompanied by a statement by the holder that
the renewal of the international registration is not to be recorded in the International Register in
respect of that Contracting Party.

(b)  Where the holder wishes to renew the international registration in respect of a
designated Contracting Party notwithstanding the fact that a statement of refusal under
Rule 18ter is recorded in the International Register for that Contracting Party in respect of all the
goods and services concerned, payment of the required fees, including the complementary fee
or individual fee, as the case may be, for that Contracting Party, shall be accompanied by a
statement by the holder that the renewal of the international registration is to be recorded in the
International Register in respect of that Contracting Party.
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(c) The international registration shall not be renewed in respect of any
designated Contracting Party in respect of which an invalidation has been recorded for all goods
and services under Rule 19(2) or in respect of which a renunciation has been recorded under
Rule 27(1)(a). The international registration shall not be renewed in respect of any designated
Contracting Party for those goods and services in respect of which an invalidation of the effects
of the international registration in that Contracting Party has been recorded under Rule 19(2) or
in respect of which a limitation has been recorded under Rule 27(1)(a).

(d) Where a statement under Rule 18ter(2)(ii) or (4) is recorded in the
International Register, the international registration shall not be renewed in respect of the
designated Contracting Party concerned for the goods and services that are not included in that
statement, unless payment of the required fees is accompanied by a statement by the holder
that the international registration is to be renewed also for those goods and services.

(e) The fact that the international registration is not renewed under
subparagraph (d) in respect of all the goods and services concerned, shall not be considered to
constitute a change for the purposes of Article 7(2) of the Agreement or Article 7(2) of the
Protocol. The fact that the international registration is not renewed in respect of all of the
designated Contracting Parties shall not be considered to constitute a change for the purposes
of Article 7(2) of the Agreement or Article 7(2) of the Protocol.

[..]

Rule 31
Recording of the Renewal; Notification and Certificate

[...]

(4) [Notification in Case of Non-Renewal] (a) Where an international registration is not
renewed, the International Bureau shall notify accordingly the holder, the representative, if any,
and the Offices of all of the Contracting Parties designated in that international registration.

(b)  Where an international registration is not renewed in respect of a designated
Contracting Party, the International Bureau shall notify the holder, the representative, if any, and
the Office of that Contracting Party accordingly.

[Annex Il follows]



ANNEX Il
SCHEDULE OF FEES

(in force on January 1, 2015)

Swiss francs

[..]

7. Miscellaneous recordings

[..]

7.6 Request for a continued processing under Rule 5bis(1) 200

[Annex llI follows]



ANNEX Il

MM20(E)

MADFID AGREEMENT AND PROTOCOL CONCERNING THE
INTEFMNATIONATL BEEGISTRATION OF MARES

REQUEST FOR CONTINUED PROCESSING
{Fule 5biz of the Common Regulations)

IMPOETANT

1. This request for contnnesd processing mmst be presented to the Internatonal Burem:
(a) where an spplicant or holder has filed to comply with a time limdt 1o
(1) remedy specified imegulanties wmder Fules 11¢2), 2082, 24(5)(0) or 2602);
(i) pay the feas due for the intemational application wmder Fule 11(3);
(iif) pay the second part of an individusl fee wder Bule 344 3)(c)(id);
() fle a request that an infemational registration contimme its effects in a successor State and o
pay the fees related to this request mmder Fnle 30(1);

(b} within two months from the date of expiry of that time limit

2. The request mmst be
(a) zigped by the applicant or holder or the appointed representative.
(b} acconmpenied with
(1) the conpliance of 3ll the requirements in respect of which the mizsed time limit applied:
() the payment of the fee for contimmed processing specified in item 7.6 of the Schedule of Feas
(200 Swiss francs).

3. A request for contimied processing can be mboutted only for the cases specified mndsr Fule 58in(1)
(zee item 1 sbowe). Tt cannot be submitted for amy other case of faihire to coniply with a dme limit

World Intellectual Property Crgamzation
34, chermin das Colombeties
1211 Geneva 20, Swatzerland
Tel (Madnd Customer Servace): +41 (022 338 8686
Fax (Madnd Regishy): +41 (0022 740 1429
e-mal: mbes mailwwipo.int — Internet www wipo.int

MMI0(E) - Fanmazy 2015
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MM22((E)

REQUEST FOR CONTINUED PROCESSING

Foruse by the applicant or holder

This request fior confimed processing contains the following mimber of contimmation sheats:

Applicans’s or holder’s reference:

n WIFD FEFERENCE NUMBER.
(Plemse, provide the 9-digit munber that appears in the notice of imezulanty or in the notfication sent under Fules 34 or 39 as part of the
WIFD reference mumber. Type one digit in esch box.  For example, for reference number EMN-LT783955T0LLE, type: TE3935701)

E PLEASE, PROVIDE OME OF THE FOLLOWIMNG
(Where the request relates to more than one international registraton just provide the mumber of one of those regisoatons; where the
Tequest CONCENs an intemations] application. plesse provide either the basic application mumber or the basic repistration menber)

(a) Infernaticnsl regisranoen mumber:

(b) Basic application mmiber:
(c) Basic regisiration mmiber:

B APPLICANT OF THE INTERMNATIONAL APPLICATION (AS PROVIDED IN THE INTEENATIONAL APPLICATICR) OF.
HOLDER OF THE INTERMNATIONAL FEGISTRATION (AS FECORDED IN THE INTERMATIONAL FEGSTER)

Tlamne:

n FEQUEST FOR. CONTINUED PROCESSING
(Check the box that applies)
The payment of fees in connection with an imegulanty under Bules 11(2) and (3), 2082, 24(3)(b) or 26(2).

An imregularity relating to an internationsl application or intematonal registration wmder Bules 11(2) and (3), 208:5(2), 24(5))
or 26(2), Bur not to the paymment of fee.

The paymens of the secomd part of an individnal fee mder Fule 34(3)(c){xi).

oo oo

A request that an infemational regisration contimmes its effects in a successor State and payment of the fees related to this request
under Fule 38(1)

E SIEIATUERE BY THE APPLICANT, HOLDEF. ANDVOF. HIS REPRESENTATIVE

Applicant or holder Fepresentative of the applicant or holder
(as provided in the internations] application (as provided in the imternationsl application
or recorded in the Infernations] Fegistar) or recorded in the Internations] Fegistar)
Tamne: o liEme:

Sismahure: e Simature

MM(E) - Tamaazy 2017
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MMHE) paze 3

FEE CALCTLATION SHEET

(a) INSTRUCTIONS TO DEEIT FROM A CURRENT ACCOUNT

|:| The International Buresu is hereby instucted to debit the required amouns of fees fom a omrent acommi opened with the International

Buremn (if this box is checked it is not necessary to complate (b))

Hiolder of the scooumt:

Arcount momber:

Idenfity of the party giving the instuctions:

(0) AMOUNT OF FEES

{The fee for continmed processing is 200 Swiss francs, imespectve of the munber of infermational registrations listed in item 1)

TOTAL {Swiss franes) P

() METHOD OF PAYMENT

Idenfity of the party effecting the payment:

WP rceipt mersber

Payment received and scdmowledzed by WIBO

Payment made to WIPQ bank acooumt
IBAN Mo. CHS1 04483 5048 7080 81000
Credit Spisse CH-1211 Geneva 70

ddmrtyyyy

SwiftBIC: CRESCHZZS0A

Payment made to WIPO postal accowmt
(within Europe only)
IBAN Ho. ICHO3 0200 0000 1204 5000 B

ety vy

Swift BIC: POFICHEE

MAIO(E) - Jamsary 2015
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[Annex IV follows]



ANNEX IV

MM11(E)

MADRID AGRFEMENT AND PROTOCOL COMNCERNING THE
INTEFMNATIONAL REGISTRATION OF MARES

RENEWAL OF THE INTEENATIONAL REGISTRATION
(FBaule 30 of the Comymon Regulztons)

IMPOETANT

The use of this form is optional. We strongly recommend that you use E-renswal, when paying with
aﬂ'aiﬂcmdcr[khﬂngﬁ'ma“]?ﬂammtm E-renewsl i awvailable at

Yo can present this request directly to the Intemations] Buresu.

Tou cannot remew the internationa] registration for goods and semvices in respect of which the
international regisranon is cancelled or in respect of aoy designated ConTacting Party for which a
total imvalidation or & renumciation hss been recorded: in addiion vou camot remew the
intemational regstatdon m respect of anv desizmated Conmacting Pary for geods sod services
afected by partial invalidation or imitation

Tou can renew the intermational registration in respect of any designated Contracting Party that has
refused protection, 1mder Fule 184 of the Conmmon Fegulatgons, bat you mmst indicate so in
item: 3 and, where applicsible, 4 of this form and pay the comesponding fees.

World Intellectual Property Chgamzation
34, cherin des Colombettes
1211 Geneva 20, Switzerland
Tel (Madnd Customer Service): 41 (0022 333 8686
Fax (Madnd Remistry): 41 (0022 740 1429
e-manl: mies mailiiwipo.ant — Internet  www. wipo.int

MMIL(E) - Tamaasy 2015
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MMI11(E)

RENEWAL OF THE INTEENATIONAL REGISTRATION

For use by the holder
This renewsal contains the following mmiber of contimation sheets:

Foruse by the Office
Ciffice’s raference:

Holder's reference:

u INTEFMATIONAL RFEGSTRATION NUMBER

B MAME OF THE HOLDEF.
(as recorded in the International Pegister)

B CORTRACTING PARTIES FOR. WHICH FENEWAL IS REQUESTED
You npmst indicate below ALY the desipnated Confracting Parties for which yon want to renew this infermations] regisiration.

You may renew the internationsl registration in respect of & Conracting Party that has rgfused prodection for all peeds and services,
following the recording of 3 statement sent imder Fuole 185 of the Conmnon Fegulstions. The remistration will be renewed in respect
of that Contracting Party for all the goods and semvices, by filling in this item solely. This may be nsefil, pending the oatcome of
fimrther proceedings in the Coniracting Party concerned.

You may also renew the intemational registration m respect of a Contracting Party that has refused protection for some of the goods
ard services, following the recording of 3 statement sent mnder the aforementoned Fule, by filling i this itemn solely. The regisTation
will be renewed i respect of that Contracting Party for only the goods and semices protected However, if you want to renew the
intemational registration in respect of this Contracting Party for all geeds and services, you nmst, in addition to this indication, provide
the indication required in item 4 of this form

[J Ac Ansienz mmd Barbuda [] EE Estomia 11 Liechremstein [Jsp sodm
[ AL  Albania ] ¢ Ezqp [J1r Libers [ sE sweden
[] AM Armenia [] EM Ewopesm Unicn [JL5S Lesothe [ s singpos
[J AT Austria ] Bs Spain LT Lifimania [Jsr Slovenis
(] AU Averralia [] ;1 Finland [Jiv Lamiz [ sk Slovakia
[ Az Azerbaijam [] & FEreace [] »a Moroceo [ s siemra Leone
[] BA BospiaandHerzesovina [ | GB United Kingdom [ MC Momace [] sM SenMazine
[ BG Sulssma [ ¢ Geoxgia ] MD Republic ofMoldova [ | ST Sac Tome and Principe
] BH Bahrsin ] cH cams ] ME Montenesro [ sx simtMzarten (Thatch
[] BQ Bonsie, SaintEustains || GR Greece [] MG Madagascar . part)’
_ and Saba” [l HR Croata [] M The former Yogoslay L S¥  Syman Arsb Republic
[ | BT Bmtm [ ] HU Hmeary Rep. of Macedomin | | SZ Swaziland
| | BEW Botzwama ] = Irelmd | | MN Mongolia | | TJ Tajikistan
[ | BX Bemeinx mE - [ ] M0 Mexico [ | ™ Twimenis=n
[ 1Y Belams | ™ mda [ ] MZ Mozarbique [ ] ™ Tumisia
[ cB switzerdsmd [ | T Imn (Felamic Republic oy || NA Memmibia [ ] TR Tuskey
| | €N Chinz ] 15 Icelmd || NO Morway L | UA Ulmsine
[ | co colombia | T Iy [ | N2 New Zealand [ ] Us United States of
[ ] €U Cuba [ 72 Jepem [ | oM oma _ meicz
[ ] oW Curacao” (] 5® e [ | PH Philippines L| UZ Um
| | CY Cypnz : KG Kyrzyzstn || FL Poland L VN Viet Mam
| | €2 Coech Republic [ ] KP Democrssic People’s | | FT Pormgal L | M Zambia
| | DE Genmany Fepublic of Korea | | RO Fomariz
[ ] DK Denmark [ ] KR Republic of Fores [R5 sarbia
[ | Dz Alzena [ | KZ Hazakhsan | | RU Russisn Federation
[] BW Ewands

Orhers:

Tearritorizl sntity previously part of the Netheriands Antilles.

MM1I(E) - Tamsary 2015
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MM11(E) paze 2

MR0Q398009BYY BHE

[] ok
oz

Onthiers:

FENEWAL FOR. ALL GOODS AND SEFVICES IN BESPECT OF COMTRACTING PARTIES WHERE FROTECTION HAS BEEN
PARTIALLY REFUSED, FOLLOWING THE FECORDING OF A STATEMENT SENT UNDEF. FEULE 18IER OF THE COMMON

BEGULATICRS

You may stll renew the infemational regisration for all geoeds and services in respect of 3 Contracting Party that has partially refised

protection, followins the recording of a statement sent umder Fule 181ar

You mmist indicate below the Contracting Parties in respect of which you want to renew the infemational regisiration for afl geeds and
services, despite tive ficr that protecdon has been partially refused, following the recording of the aforementioned statement. This may
be nsefial, pending the outcome of further proceedines i the Conmracting Party concemed.

An indication provided below will not be taken into scoowmt if the Conmacing Party concemed has not been indicated in item 3 of this

fiorm
Ansigna and Barbuda

Switzerland
China

Colombia
Cuba
Curagap
Cyprus
Czech Fepublic

Alzena

0 T

EE
EG

Al HEARAFREZFPROERERERARp

Estonia

Egypt
Ewopesn Union
Spain

Finland

France

TUnited Einzdom
Georga

Ghans

Greece

Croatia

Himgary
Ireland

Itrael

Inciia

Iran (Islantc Fepublic of)
Iceland

Italy

Japan

Eenya
Eyrzyz=tan
Demneratc People’s
Fepublic of Korea
Fepublic of Korea
Elszakhztan

Ll
Ll
Ll
Ll
Ll
Ll
Ll

OO OO e

LI Liechremstein

LR Liberia

L5 Lesotho

LT Lithuania

LV Lamis

MA Morooco

MC Monaco

MD Fepublic of Moldova

ME Montenezro

MG M AT

ME The former Yuzoslav
Fep. of Macedonia

MN Mongolia

MX Mexco

Mizambique

HWanmibia

Norway

Hew Zealand

Cm=m

Philippines

HEER

UZ
VN
IM

Sndan

Sweden

Singapore

Slowendiz

Slovakia

Siemra Leons

San Marino

Sap Tome and Principe
Sint "rm [Chatch
part)

Syrian Arsh Fepublic
Swaziland

Tajikistan
Turkmenist=n
Tumisia

Turkey

Ukraine

United States of
America

Uzhekistan
Viet Mam
Zambia

Tarritorial sntity previowsly past of the Motherlands Antilles.

E SIEIATURE
Tarne:
Sigmature:

MMI1{E) - Tanmary 2015
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MAMILE), paze 3

FEE CALCTLATION SHEET

(z) INSTRUCTIONS TO DEBIT FROM A CURFENT ACCOUNT

|:| The Intemnationsl Buresm is hersby instucted to debit the required smount of fees from 2 omrent accowmt opened with the Internationsl
Burean (if this box is checked it is not necessary to commplate (b)

Eolder of the accoumt: Accouns mumber
Idenfity of the party giving the instructions:
(B) AMOUNT OF FEES
Basic fee (653 Swiss famcs)
Where applicable, surcharge for the grace peried (326.50 Swiss Frmcs)
Complementary and supplementary fees:
Thmiber of desiznations for
which complementary fes Total ammmt of the
1= applicable Complementary fee complementary fees
X 108 Swiss fFames =
hmber of classes of
goods and semices beyond Total ammmt of the
three Supplementary fee supplementary fees
x 100 Swiss francs =
Individual fees (Swiss Tancs)
Desipnated Conracting Parties Individual fee Designated Contracting Parties Indivicual fee

GEAND TOTAL (Swiss frames)

Total individual fees =

() METHOD OF PAYMENT

Idenfity of the pary effecting the payment:

Payment received and acknowledzed by WIPO ]

Payment made to WIPQ hank accowmt

IBAN Mo. CHS1 (483 5048 7080 8100 0 O]

Cradit Smisse CH-1211 Geneva 70

Swift BIC: CRESCHZZA0A

Payment made to WIPQ postal acooumt

(wathin Europe only)

IBAN Mo. CHO3 0900 0000 1200 5000 B O

Swift'BIC: POFICHEE

WP reocipt member

Papmant destifentam dd'mamtyyyy

Papmant destifentam dd'mamtyyyy

MM11(E) — Tanmary 2013
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[End of Annex V]
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