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ARBITRATION WORLD
AND INTELLECTUAL PROPERTY
MEDIATION CENTER ORGANIZATION

ADMINISTRATIVE PANEL DECISION
PrideStaff, Inc. v. Mohammad Sayedur rahman
Case No. D2023-0573

1. The Parties

The Complainant is PrideStaff, Inc., United States of America (“United States”), represented by
Frost Brown Todd LLC, United States.

The Respondent is Mohammad Sayedur rahman, New Zealand.

2. The Domain Name and Registrar

The disputed domain name <pridestaffinder.com> (“Domain Name”) is registered with NameCheap, Inc.
(the “Registrar”).

3. Procedural History

The Complaint was filed with the WIPO Arbitration and Mediation Center (the “Center”) on February 7, 2023.
On February 8, 2023, the Center transmitted by email to the Registrar a request for registrar verification in
connection with the Domain Name. On February 8, 2023, the Registrar transmitted by email to the Center its
verification response disclosing registrant and contact information for the Domain Name which differed from
the named Respondent (Privacy senvice provided by Withheld for Privacy ehf) and contact information in the
Complaint. The Center sent an email communication to the Complainant on February 10, 2023 providing the
registrant and contact information disclosed by the Registrar, and inviting the Complainant to submit an
amendment to the Complaint. The Complainant filed an amended Complaint on February 15, 2023.

The Center verified that the Complaint together with the amended Complaint satisfied the formal
requirements of the Uniform Domain Name Dispute Resolution Policy (the “Policy” or “UDRP”), the Rules for
Uniform Domain Name Dispute Resolution Policy (the “Rules”), and the WIPO Supplemental Rules for
Uniform Domain Name Dispute Resolution Policy (the “Supplemental Rules”).

In accordance with the Rules, paragraphs 2 and 4, the Center formally notified the Respondent of the
Complaint, and the proceedings commenced on February 21, 2023. In accordance with the Rules,
paragraph 5, the due date for Response was March 13, 2023. On February 12, February 23, and March 8,
2023, respectiwvely, the Center received emails from the Respondent. The Respondent did not submit any
formal response. Accordingly, the Center notified the Parties on March 14, 2023 that it would proceed with
the panel appointment.
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The Center appointed Nicholas Smith as the sole panelist in this matter on March 21, 2023. The Panel finds
that it was properly constituted. The Panel has submitted the Statement of Acceptance and Declaration of
Impartiality and Independence, as required by the Center to ensure compliance with the Rules, paragraph 7.

4. Factual Background

The Complainant is a United States company that since 1978 has been involved in the provision of
professional staffing senices. The Complainant offers its senices through 85 offices across the United
States. Since 1995, the Complainant promotes its senices under a trade mark consisting of the word
‘PRIDESTAFF” (the “PRIDESTAFF Mark”) and through its portal at the domain name <pridestaff.com>.

The Complainant is the owner of a trade mark in the United States for the PRIDESTAFF Mark, being
Registration No. 2,116,589 for various employment agency senices in class 35, with a registration date of
November 25, 1997 and a first use date of March 1, 1995.

The Domain Name was registered on October 29, 2022. The Domain Name is presently inactive but prior to
the commencement of the proceeding resolved to a website offering pay-per-click advertisements for
senvices that directly compete with the Complainant’s employment seniices.

5. Parties’ Contentions

A. Complainant

The Complainant makes the following contentions:

(i) that the Domain Name is identical or confusingly similar to the Complainant's PRIDESTAFF Mark;
(i) that the Respondent has no rights nor any legitimate interests in respect of the Domain Name; and
(iii) that the Domain Name has been registered and is being used in bad faith.

The Complainant is the owner of PRIDESTAFF Mark, having registered the PRIDESTAFF Mark in the United
States. The Domain Name is confusingly similar to the PRIDESTAFF mark, wholly incorporating the
PRIDESTAFF mark and adding the descriptive term “finder”.

There are no rights or legitimate interests held by the Respondent in respect of the Domain Name. The
Complainant has not granted any license or authorization for the Respondent to use the PRIDESTAFF Mark
nor is the Respondent commonly known by the Domain Name. The Respondent does not use the Domain
Name for a bona fide purpose or legitimate noncommercial purpose. Instead, the Domain Name resolves to
a pay-per-click site that advertises services in competition with the Complainant. Such use of the Domain
Name cannot and does not constitute bona fide commercial use, sufficient to legitimize any rights and
interests the Respondent might have in the Domain Name and therefore the Respondent has no rights or
legitimate interests in the Domain Name under paragraph 4(a)(ii) of the Policy.

There is no plausible circumstance under which the Respondent could legitimately use the Domain Name,
which combines the PRIDESTAFF mark and the descriptive term “finder”, other than in bad faith. The
Respondent is passively holding the Domain Name by having the Domain Name resolve to a pay-per-click
website. Moreover the Respondent has set up MX-records for the Domain Name indicating that the Domain
Name is likely to be used for fraudulent employment scam emails. Such conduct amounts to registration and
use of the Domain Name in bad faith.
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B. Respondent

The Respondent did not formally reply to the Complainant’s contentions, with the emails of February 12 and
February 23 concerning administrative matters. The Respondent’s email of March 8 appears by context to
be a reply to an offer made by the Complainant (not copied to the Center) to pay the Respondent’s
registration costs in exchange for transfer of the Domain Name. Relevantly to the present proceeding the
email makes the statements listed below, however the email does not attach any documentary evidence in
support of these statements.

“...1. We hawe not used any form of targeting against your business.

2. Because our company is in the same industry, we chose a name that was not already in use and suited
our needs.

3. The offered price does not cover the costs associated with sitting up (design, statutory, administrative, etc.
4. We are not required by law to forfeit our previous expenditures for no reason.

5. After numerous occurrences in our nation(New Zealand) there is a high need for this type of business,
which can help to cover our labour shortage, which is why we established it.

In response to this desire, the government has also made it easier to obtain overseas workers. Furthermore,
there were recent cyclones that hit our land and left it a disaster, a link is given below as a reference to our
current situation announced by Immigration...”

6. Discussion and Findings
A. Identical or Confusingly Similar

To prove this element, the Complainant must have trade or senice mark rights and the Domain Name must
be identical or confusingly similar to the Complainant’s trade or senice mark.

The Complainant is the owner of the PRIDESTAFF Mark, having a registration for the PRIDESTAFF Mark as
a trade mark in the United States.

The Domain Name incorporates the PRIDESTAFF mark in its entirety with the addition of the term “finder”.
Other UDRP panels have repeatedly held that where the relevant trade mark is recognizable within the
disputed domain name, the addition of other terms does not prevent a finding of confusing similarity under
the first element; see section 1.8 of the WIPO Overview of WIPO Panel Views on Selected UDRP
Questions, Third Edition (“WIPO Oveniew 3.0").

The Panel finds that the Domain Name is confusingly similar to the Complainant’s PRIDESTAFF Mark.
Consequently, the requirement of paragraph 4(a)(i) of the Policy is satisfied.

B. Rights or Legitimate Interests

To succeed on this element, a complainant may make out a prima facie case that the respondent lacks rights
or legitimate interests in the disputed domain name. If such a prima facie case is made out, the respondent
then has the burden of demonstrating rights or legitimate interests in the domain name.

Paragraph 4(c) of the Policy enumerates several ways in which a respondent may demonstrate rights or
legitimate interests in a disputed domain name:

“Any of the following circumstances, in particular but without limitation, if found by the Panel to be proved
based on its evaluation of all evidence presented, shall demonstrate your rights or legitimate interests to the
domain name for purposes of paragraph 4(a)(ii) of the Policy:

(i) before any notice to you of the dispute, your use of, or demonstrable preparations to use, the domain
name or a name corresponding to the domain name in connection with a bona fide offering of goods or
senvices; or
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(i) you (as an individual, business, or other organization) have been commonly known by the domain name,
even if you have acquired no trade mark or senice mark rights; or

(iii) you are making legitimate noncommercial or fair use of the domain name, without intent for commercial
gain to misleadingly divert consumers or to tarnish the trade mark or senice mark at issue.”

The Respondent is not affiliated with the Complainantin any way. It has not been authorized by the
Complainant to register or use the Domain Name or to seek the registration of any domain name
incorporating the PRIDESTAFF Mark or a mark similar to the PRIDESTAFF Mark. There is no evidence that
the Respondent is commonly known by the Domain Name or any similar name. Specifically, the Respondent
has provided no evidence that it has set up any company offering employment services in New Zealand, nor
that such a company is commonly known by a name corresponding to the Domain Name.

There is no evidence that the Respondent has used or made demonstrable preparations to use the Domain
Name in connection with a legitimate noncommercial or fair use or a bona fide offering of goods or services.
The Domain Name is presently inactive. The previous use of the Domain Name for a parking page with
pay-per-click links unrelated to a dictionary meaning of the Domain Name is not a bona fide offering of goods
or senices nor legitimate noncommerical or fair use. The Panel notes the statements in the WIPO Overview
3.0 on the question of whether “parked” pages comprising pay-per-click links support the respondent’s rights
or legitimate interests. Section 2.9 of the WIPO Ovenview 3.0 notes that:

“Applying UDRP paragraph 4(c), panels have found that the use of a domain name to host a parked page
comprising PPC [pay-per-click] links does not represent a bona fide offering where such links compete with
or capitalize on the reputation and goodwill of the complainant’s mark or otherwise mislead Internet users.

Panels have recognized that the use of a domain name to host a page comprising PPC links would be
permissible — and therefore consistent with respondent rights or legitimate interests under the UDRP —
where the domain name consists of an actual dictionary word(s) or phrase and is used to host PPC links
genuinely related to the dictionary meaning of the word(s) or phrase comprising the domain name, and not to
trade off the complainant’s (or its competitor's) trademark.”

In the present case, the Respondent’s use of the confusingly similar Domain Name to host a parking page
with pay-per-click links referring to the employment senices offered by the Complainant does not, absent

any further explanation, provide the Respondent with rights or legitimate interests in the Domain Name as

the employment senvices do not correspond to any obvious meaning of the phrase comprising the Domain
Name.

The Panel finds that the Complainant has established a prima facie case that the Respondent lacks rights or
legitimate interests in the Domain Name. The Respondent has failed to provide any evidence of rights or
legitimate interests in the Domain Name. The Panel finds that the Respondent has no rights or legitimate
interests in respect of the Domain Name under paragraph 4(a)(ii) of the Policy.

C. Registered and Used in Bad Faith

For the purposes of paragraph 4(a)(iii) of the Policy, the following circumstances, in particular but without
limitation, if found by the Panel to be present, shall be evidence of the registration and use of the Domain
Name in bad faith (paragraph 4(b)(iv) of the Policy):

(i) circumstances indicating that the Respondent has registered or has acquired the Domain Name
primarily for the purpose of selling, renting, or otherwise transferring the Domain Name registrations to the
Complainant who is the owner of the trade mark or senice mark or to a competitor of the Complainant, for
valuable consideration in excess of its documented out-of-pocket costs directly related to the Domain Name;
or

(i) the Respondent has registered the Domain Name in order to prevent the owner of the trade mark or
senice mark from reflecting the mark in a corresponding domain name, provided that the Respondent has
engaged in a pattern of such conduct; or


https://www.wipo.int/amc/en/domains/search/overview3.0/
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(i) the Respondent has registered the Domain Name primarily for the purpose of disrupting the business
of a competitor; or

(iv) by using the Domain Name, the Respondent has intentionally attempted to attract, for commercial
gain, Internet users to its web site or other on-line location, by creating a likelihood of confusion with the
Complainant’s mark as to the source, sponsorship, affiliation, or endorsement of the Respondent’s web site
or location or of a product or senice on the Respondent’s web site or location.

The Domain Name was registered well after the PRIDESTAFF Mark was first used and registered.

The Panel finds, on the balance of probabilities, that the Respondent was or should have been aware of the
Complainant and its reputation in the PRIDESTAFF Mark at the time the Respondent registered the Domain
Name. The Respondent has concededin its email of March 8 that its company is in the same industry as
the Complainant. There is no obvious reason, nor has the Respondent offered any explanation acceptable
to the Panel, for the Respondent to register a domain name incorporating in full the PRIDESTAFF Mark and
use it for a pay-per-click website that refers to the Complainant’s employment services unless there was an
intention to create a likelihood of confusion between the Domain Name and the PRIDESTAFF Mark.

The Domain Name has been used for a parking page with pay-per-click links for which the Respondent most
likely would receive some commercial gain. In these circumstances where the Respondent has offered no
plausible or supported explanation for the registration of the Domain Name, the Panel finds that the
Respondent is using the Domain Name to intentionally attempt to attract, for commercial gain, Internet users
to its website by creating a likelihood of confusion withthe PRIDESTAFF Mark as to the source,
sponsorship, affiliation, or endorsement of the Respondent’s website. As such the Panel finds that the
Domain Name is being used in bad faith pursuant to 4(b)(iv) of the Policy.

Accordingly, the Panel finds that the Respondent has registered and is using the Domain Name in bad faith
under paragraph 4(a)(iii) of the Policy.

7. Decision

For the foregoing reasons, in accordance with paragraphs 4(i) of the Policy and 15 of the Rules, the Panel
orders that the Domain Name <pridestafffinder.com> be transferred to the Complainant.

/Nicholas Smith/
Nicholas Smith

Sole Panelist

Date: March 23, 2023
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