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ARBITRATION WORLD
AND INTELLECTUAL PROPERTY
MEDIATION CENTER ORGANIZATION

ADMINISTRATIVE PANEL DECISION
Canva Pty Ltd. v. Alex Santa, OOO New Sale
Case No. D2024-2661

1. The Parties
The Complainant is Canva Pty Ltd., Australia, represented by SafeNames Ltd., United Kingdom.

The Respondent is Alex Santa, OOO New Sale, Ukraine.

2. The Domain Name and Registrar

The disputed domain name <canva2.com> is registered with NameCheap, Inc. (the “Registrar”).

3. Procedural History

The Complaint was filed with the WIPO Arbitration and Mediation Center (the “Center”) on June 28, 2024.
On July 1, 2024, the Center transmitted by email to the Registrar a request for registrar verification in
connection with the disputed domain name. On July 1, 2024, the Registrar transmitted by email to the
Center its verification response disclosing registrant and contact information for the disputed domain name
which differed from the named Respondent (Redacted For Privacy) and contact information in the Complaint.
The Center sent an email communication to the Complainant on July 4, 2024, providing the registrant and
contact information disclosed by the Registrar, and inviting the Complainant to submit an amendment to the
Complaint. The Complainant filed an amended Complaint on July 8, 2024.

The Center verified that the Complaint together with the amended Complaint satisfied the formal
requirements of the Uniform Domain Name Dispute Resolution Policy (the “Policy” or “UDRP”), the Rules for
Uniform Domain Name Dispute Resolution Policy (the “Rules”), and the WIPO Supplemental Rules for
Uniform Domain Name Dispute Resolution Policy (the “Supplemental Rules”).

In accordance with the Rules, paragraphs 2 and 4, the Center formally notified the Respondent of the
Complaint, and the proceedings commenced on July 9, 2024. In accordance with the Rules, paragraph 5,
the due date for Response was July 29, 2024. The Respondent did not submit any response. Accordingly,
the Center notified the Respondent’s default on July 30, 2024.

The Center appointed Manuel Moreno-Torres as the sole panelist in this matter on August 19, 2024. The
Panel finds that it was properly constituted. The Panel has submitted the Statement of Acceptance and
Declaration of Impartiality and Independence, as required by the Center to ensure compliance with the
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Rules, paragraph 7.

4. Factual Background

The Complainant is an online graphic design platform founded in 2012 providing services in 190 countries
with more than 130 million actives users per month. The platform is available in approximately 100
languages.

The Complainant has registered trademark rights for CANVA in different jurisdictions. By way of example:
- IP Australia for CANVA No. 1483138, registered on March 29, 2012.

- International Registration for CANVA No. 1204604, registered on October 1, 2013.
United States Trademark and Patent Office, for CANVA with No. 4316655, registered on April 9, 2013.

CANVA is to be considered a well-known trademark for UDRP purposes.

The Complainant is also the holder of numerous exact-match domain names, under both gTLD and ccTLD
extensions. As such <canva.us> registered on January 7, 2013.

The disputed domain name was registered on May 13, 2024, and directed it to a website that look and feel
like the Complainant’s own website in which there is an apparent copyright and trademark infringement.
Currently it does not resolve to an active website.

5. Parties’ Contentions

A. Complainant

The Complainant contends that it has satisfied each of the elements required under the Policy for a transfer
of the disputed domain name.

Notably, the Complainant contends that the Respondent was impersonating the Complainant seemingly in
an attempt to distribute malicious software to Internet users seeking the Complainant’s offerings.

The Complainant also notes that the resolving website did not contain a disclaimer accounting for its
connection.

Currently, the disputed domain name is inactive as the Registrar suspended the domain name. Such
inaction cannot give rise to bona fide offerings of goods or services, says the Complainant, as it is passively
held.

The Complainant also suggests that there is evidence that the Respondent has registered the disputed
domain name by using incorrect details. Indeed, says the Complainant, the Respondent’s email address has
been used to register domain names in the past but no using the

Respondent’s name located in Ukraine but rather another name located in the Russian Federation.

B. Respondent

The Respondent did not reply to the Complainant’s contentions.
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6. Discussion and Findings
A. Preliminary consideration

Under paragraph 10 of the Rules, the Panel is required to ensure that the Parties are treated with equality
and that each Party is given a fair opportunity to present its case, and also that the administrative proceeding
takes place with due expedition. Since the Respondent’s mailing address is stated to be in Ukraine, which is
subject to an international conflict at the date of this Decision that may affect case notification, it is
appropriate for the Panel to consider, in accordance with its discretion under paragraph 10 of the Rules,
whether the proceeding should continue.

Having considered all the circumstances of the case, the Panel is of the view that it should. The Center sent
the Notification of Complaint by email to Respondent at its email address as registered with the Registrar, to
the email addresses available on the website at the disputed domain name and to a postmaster email
address as specified by the Rules. There is no evidence that the case notification email to the disclosed
Respondent email addresses was not successfully delivered.

The Panel also notes that the Complainant has specified in the Complaint that any challenge made by the
Respondent to any decision to transfer or cancel the disputed domain name shall be referred to the
jurisdiction of the Courts of the location of the principal office of the concerned registrar. In this case, the
principal office of the Registrar is in the United States.

The Panel further notes that, for reasons set out below, the Panel has no serious doubt (albeit in the
absence of any Response) that the Respondent registered and has used the disputed domain name in bad
faith. The Panel concludes that the Parties have been given a fair opportunity to present their case, and
decides that the administrative proceeding should continue (for a similar procedural decision, see Netbet
Entreprises Ltd v. Privacy Service provided by Withheld for Privacy ehf / Vladimir Vladimir, Crowd inc, WIPO
Case No. D2022-1420).

Under paragraph 4(a) of the Policy, to succeed the Complainant must satisfy the Panel that:

(i) the disputed domain name is identical or confusingly similar to a trademark or service mark in which the
Complainant has rights;

(i) the Respondent has no rights or legitimate interests in respect of the disputed domain name; and
(iii) the disputed domain name was registered and is being used in bad faith.

There are no exceptional circumstances within paragraph 5(f) of the Rules to prevent the Panel from
determining the dispute based upon the Complaint, notwithstanding the failure of the Respondent to file a
Response. Under paragraph 14(a) of the Rules in the event of such a “default’ the Panel is still required “to
proceed with a decision on the complaint”, whilst under paragraph 14(b) it “shall draw such inferences there
from as it considers appropriate”. This dispute resolution procedure is accepted by the disputed domain
name registrant as a condition of registration.

B. Identical or Confusingly Similar

It is well accepted that the first element functions primarily as a standing requirement. The standing (or
threshold) test for confusing similarity involves a reasoned but relatively straightforward comparison between
the Complainant’s trademark and the disputed domain name. WIPO Overview of WIPO Panel Views on
Selected UDRP Questions, Third Edition, (“WIPO Overview 3.0"), section 1.7.

The Complainant has shown rights in respect of a trademark or service mark for the purposes of the Policy.
WIPO Overview 3.0, section 1.2.1.



https://www.wipo.int/amc/en/domains/search/text.jsp?case=D2022-1420
https://www.wipo.int/amc/en/domains/search/overview3.0/
https://www.wipo.int/amc/en/domains/search/overview3.0/
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The entirety of the mark is reproduced within the disputed domain name. Accordingly, the disputed domain
name is confusingly similar to the mark for the purposes of the Policy. WIPO Overview 3.0, section 1.7.

Although the addition of other terms here, the number “2” may bear on assessment of the second and third
elements, the Panel finds the addition of such term does not prevent a finding of confusing similarity between
the disputed domain name and the mark for the purposes of the Policy. WIPO Overview 3.0, section 1.8.

The Panel finds the first element of the Policy has been established.
C. Rights or Legitimate Interests

Paragraph 4(c) of the Policy provides a list of circumstances in which the Respondent may demonstrate
rights or legitimate interests in a disputed domain name.

Although the overall burden of proof in UDRP proceedings is on the complainant, panels have recognized
that proving a respondent lacks rights or legitimate interests in a domain name may result in the difficult task
of “proving a negative”, requiring information that is often primarily within the knowledge or control of the
respondent. As such, where a complainant makes out a prima facie case that the respondent lacks rights or
legitimate interests, the burden of production on this element shifts to the respondent to come forward with
relevant evidence demonstrating rights or legitimate interests in the domain name (although the burden of
proof always remains on the complainant). If the respondent fails to come forward with such relevant
evidence, the complainant is deemed to have satisfied the second element. WIPO Overview 3.0, section
2.1.

Having reviewed the available record, the Panel finds the Complainant has established a prima facie case
that the Respondent lacks rights or legitimate interests in the disputed domain name. The Respondent has
not rebutted the Complainant’s prima facie showing and has not come forward with any relevant evidence
demonstrating rights or legitimate interests in the disputed domain name such as those enumerated in the
Policy or otherwise.

Panels have held that the use of a domain name for illegal activity here, claimed as applicable to this case:
distributing malware, impersonation/passing off, or other types of fraud can never confer rights or legitimate
interests on a respondent. WIPO Overview 3.0, section 2.13.1. Indeed, the use of CANVA trademark on
the Respondent's website has the obvious effect of appearing to be the Complainant's website, without any
disclaimer, and thus creating the false image of being in the presence of the Complainant.

The Panel finds the second element of the Policy has been established.
D. Registered and Used in Bad Faith
Paragraph 4(b) of the Policy sets out a list of non-exhaustive circumstances that may indicate that a domain

name was registered and used in bad faith, but other circumstances may be relevant in assessing whether a
respondent’s registration and use of a domain name is in bad faith. WIPO Overview 3.0, section 3.2.1.

In the present case, the Panel notes that the Respondent knew or should have known CANVA trademark at
the moment of the registration of the disputed domain name. Indeed, post-registration use in the
Respondent’s website together with the reproduction in it of the Complainant’s trademark, determine such
prior knowledge.

Panels have held that the use of a domain name for illegal activity here, claimed as applicable to this case:
distributing malware, impersonation/passing off, or other types of fraud) constitutes bad faith. WIPO
Overview 3.0, section 3.4. Having reviewed the record, the Panel finds the Respondent’s registration and
use of the disputed domain name constitutes bad faith under the Policy.


https://www.wipo.int/amc/en/domains/search/overview3.0/
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https://www.wipo.int/amc/en/domains/search/overview3.0/
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Furthermore, the current inaction of the disputed domain name the Panel accepts the Complainant’s
allegation of passive holding. Panels have found that the non-use of a domain name would not prevent a
finding of bad faith under the doctrine of passive holding. WIPO Overview 3.0, section 3.3. Having reviewed
the available record, the Panel notes the distinctiveness or reputation of the Complainant’s trademark, and
the composition of the disputed domain name, and finds that in the circumstances of this case the passive
holding of the disputed domain name does not prevent a finding of bad faith under the Policy.

The Panel finds that the Complainant has established the third element of the Policy.

7. Decision

For the foregoing reasons, in accordance with paragraphs 4(i) of the Policy and 15 of the Rules, the Panel
orders that the disputed domain name <canva2.com> be transferred to the Complainant.

/Manuel Moreno-Torres/
Manuel Moreno-Torres
Sole Panelist

Date: September 2, 2024
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