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1. The Statutory Framework of Stakeholder Participation
1.1  Enabling Stakeholder Participation

A provision from the Swiss Patent Act of 1953/56 conceivably offers a solution to the prob-
lem of introducing stakeholder participation in patents. In Art. 3 Par.1 of the Act the conflict
of interests between the employer (materia contribution) and employee-inventor (intell ectual
contribution) in the case of employee made inventions is resolved by assigning the patent
rights to the inventor, or hislega successor, or to athird party that may entitled to the inven-
tion ,, on other legal grounds* . Thiswording was conceived to ensure that the employer has
an original claim to the acquisition of patent rights in the case of employee made inventions.

A functional interpretation of this Art. 3 of the Statute could, even de lege lata and without
systematic difficulties, include the contribution of a bioresource by a stakeholder —whether in
amerely factual or contractual context —among the "other legal grounds’ for an original ac-
quisition of patent rights. as the employer provides materials and funds for the inventive ac-
tivities of the employee, so the stakeholder provides his bioresource as a basis for the inven-
tions of an inventor. The succinctly phrased "other legal grounds" in Art. 3 of the Statute of -
fers the additional advantage of including both the willing and knowing, i.e. contractual trans-
fer and the use of bioresources without the consent of the stakeholder and thus the unlawful
act of "biopiracy" proper.

This approach based on Art. 3 would lead to a shared ownership of patent rights between the
inventor and the stakeholder of bioresources as provided for under statutory law for the ordi-
nary case of joint inventorship (Art. 59 EPC, § 6 par. 2 German Patent Act, Art. 3 par. 2 Swiss
Patent Act).

However, considering the typically strong disparity in the technical weight of the respective
contributions of the inventor and the stakeholder of bioresources, the assumption of an equal
distribution of property quota provided for in ordinary cases of joint inventorship could not
simply be transferred to the typical inventor-stakeholder relation. A reference to the relevance
of the (technical) value of the resources for the invention in question would emphasize that
ownership quota have to be determined — if necessary in ajudicial procedure— on a case by
case basis.



1.2  Stakeholder Participation
Based on the Statutory Model of Processing of Materials (Specificatio)

(1) Thesituation in patent applications for inventions based on biological resourcesis
similar to that encountered in the processing of materialsin civil law of the Roman legal tradi-
tion (specificatio). Asin the case of specificatio, thereis a party (stakeholder of bioresources)
that contributes aresource — like the owner of materialsin civil law — and a party (inventor,
patent applicant) that — much like the processor of materials — contributes labour to the final
result of an invention . This similarity immediately suggests that alegal solution based on the
model of specificatio might be appropriate in our context: cfr. 8§ 950, 951 of the German
BGB, and Art. 726 of the Swiss Civil Code.

In the late eighties, German courts considered extending 88 950 and 951 to the production of
computer software as atypical fruit of intellectual labour, but ultimately discarded the idea on
the grounds that only moveable property could constitute ,, new property” in terms of the nova
species of Roman civil law and that magnetic recordings on a data carrier did not generate

» hew property” of thiskind. This denial to apply the rules of specificatio to intellectual re-
sults of labour seems exceedingly formalistic and hardly convincing under afunctional point
of view. The immediate products of processing (see Art. 64 (2) EPC) or substances based on
biotechnological inventions produced by practising the teaching of patent claims also consti-
tute moveable property in terms of property law. Admittedly, the nova species in these situa-
tionsis not immediately produced through the physical modification ("processing or recon-
figuration") of existing specimens of a bioresource but rather through the intellectual commu-
nication of an invention and the practice of the teaching of the invention. Nevertheless, at the
end of this line of argumentation there are novae species in terms of property law. Therefore
the application of the rules of specificatio to inventions based on bioresources and patent pro-
tected products should be considered even de lege lata. De lege ferenda the traditional rules of
specificatio could be adapted to patent law by means of minimal amendments.

(2 Following this suggestion co-operation between the stakeholder of biological resources
and the inventor would normally result in the inventor being awarded ownership of the patent
given histypically more valuable contribution. In view of histypically less valuable contribu-
tion the stakeholder of bioresources would in turn be entitled to restitution of profits or profit-
sharing with the inventor and patentee. This claim would be based on the legal model of en-
richment pursuant to 88 951 German BGB and Art. 726 Swiss Civil Code. Concerns about the
application of the rules of enrichment could be overcome by reference to the rules of specifi-
catio. Concern about including a profit-sharing element into such enrichment claims could be
disregarded, if necessary, by further adapting the additional legal criteriafor awarding such
profit elements. This enrichment claim would be fulfilled typically by licensing fees in the
form of royalties; in cases, where the technical weight of the resource for the invention is neg-
ligible, it might attain the value of zero.

(3)  Onlyinexceptiona casesit is conceivable that applying the rules of specificatio
would lead to confer ownership of the patent to the stakeholder of bioresources, if the re-
source constitutes the key element or the critical input for an invention and, therefore, its
value exceeds that of the contribution of the inventor. In such an exceptional situation, the
stakeholder of resources would become the ,, beneficiary” pursuant to 88 6 and 8 of the Ger-
man Patent Act, Art. 3(2), 26 Nr. 6 and 29 (1) of the Swiss Patent Act aswell as Art. 60 EPC,
even if the value of his contribution exceeds that of the inventor's contribution only slightly. In



this situation, due to hisloss, the inventor would be entitled to seek compensation from the
stakeholder of the resources commensurate with the technical value of hisintellectual contri-
bution pursuant to § 951 BGB.

4) If the inventor acquired the biological material in bad faith, Art. 726 par. 2 of the
Swiss Civil Code provides for ownership of the invention and patent rights to the stakeholder
of resources even if the contribution of the processor (inventor) is more valuable than that of
the stakeholder. Whether this also appliesif an inventor acquires biological source materials
in violation of the convention and whether a possible must-know clause would be sufficient to
justify the assumption of bad faith would have to be assessed on a case by case basis.

Given these possibilities of differentiating on the basis of both, the objective value of the con-
tribution and the subjective criterion of bad faith, problem solving between the interests of
stakeholder and inventor modelled on the specificatio of Roman law would seem to constitute
aparticularly balanced approach to benefit sharing provided for in Art. 1 and 15 (7) of the
CBD.

2. Duty of disclosure of the Origin of Bioresour ces:
Conformity with the TRIPS-Agreement

(1)  Starting from the concept that the stakeholder of bioresources acquires participation in
the rights to the patent on the basis of the model of specificatio, then the proposed disclosure
obligation would not serve to assess the patentability of the object of application but to estab-
lish the owner or joint owners of the patent rights. Since the TRIPS-agreement does not define
ownership of therights, the member states of WTO must be entitled under the rule of implied
powersin international law to provide for the procedure to establish ownership of the rights
and, if needed, for ajudicial procedure to assess disputed claims.

On the other hand, if it isassumed that the stakeholder of bioresources acquires aright to
compensation ex lege under mechanism of undue enrichment, the proposed duty of the appli-
cant to disclose the origin of the bioresources would serve to secure evidence and, if needed,
prepare the judicial enforcement of legal claimsin acivil lawsuit. Given this content this pro-
cedureis so intimately linked to the patent application procedure that the WTO member state
—again under the rule of implied powers — should not be denied the right to assign the pre-
paratory phase of collecting of evidence to the administrative authorities (patent office) and
the civil courts, asit seesfit.

As aresult, the current version of Art. 27 TRIPS would not seem to contradict the proposed
procedural duty of the applicant to disclose the origin of bioresourcesin either of the two al-
ternatives.

(2 By the same token Art. 62 (1) TRIPS, which provides for the use of adequate proce-
duresfor the acquisition of intellectual property, would not seem to prevent the proposed duty
of disclosure of the applicant. The disclosure of the origin of bioresources appears both ap-
propriate and necessary to establish the (co-)ownership of the patents and therefore seems to
be justified by this objective.

With regard to its content the proposed declaration of origin in the patent application admini-
stersto similar needs as the declaration of identity of the inventor or of acquisition of patent



rights: both declarations disclose relevant factsin the history of the invention and the filing of
the patent application in question. Failure or denia to submit the inventor declaration or the
declaration on the acquisition of patent rights within an appropriate grace period will result in
the patent application being rejected under nationa statutory rules of most countries.

On the other hand, the proposed declaration on the geographic origin of bioresources would
reveal the source of material input in the development of the invention and thus promote the
key purpose of CBD: equal benefit sharing as provided for by Art. 15 (7) CBD. In view of
Art. 27, 29 and 32 of TRIPS, it is difficult to recognise any reasons why the inventor declara
tion or the declaration on the acquisition of patent rights should merit a different legal treat-
ment than the proposed disclosure of the origin of bioresources.

It might even be argued that the patent authorities of member states of the WTO are entitled —
de lege lata and without any intervention of formal national legislation —to require the pro-
posed declaration of origin of bioresources as an integral part of the declaration regarding the
acquisition of patent rights as provided for in Art. 81 EPC, § 37 of the German Patent Act
and Art. 34 (1c) of the Guidelinesto the Swiss Patent Act.

3. Practical Enforcement of the Duty of Disclosure

(1) Theé€efficiency of enforcing the proposed duty of disclosure and its capacities to pro-
mote patent application procedures and to implement the access and participation régime of
the countries of origin of bioresources raises considerable concern. As stated by the Confer-
ence in the Hague in spring 2002 the matter still remains under examination. In assessing this
efficiency of the disclosure obligation three features require individual consideration:

@ The disclosure of the geographic origins (country of origin) of biological source mate-
rials used in the development of the patented invention in a declaration filed by the applicant
ismerely aprecursor and will, in the best of cases, aert the patent authorities in the country of
application to the existence of "a situation™.

(b) In order to implement the key purposes of Art. 15 CBD, it is essential that evidence be
provided that the access and participation régime of the country of origin was respected with
regard to the acquisition of the source material in question. The pertinent certificates issued by
the authorities of the country of origin constitute such evidence.

C) Respecting the access and participation régime of the country of origin does not per se
assure that the stakeholder in the country of origin will in fact participate in the future eco-
nomic benefits of the invention in afar distant country of the patent application. Only docu-
mented evidence of afair and equitable benefit-sharing agreement between the stakehol der
and the patent applicant would protect the financial interests of the stakeholder. The relevant
documents, possibly in combination with the required official permits of the country of origin
constitute such evidence.

Disclosure of origin in adeclaration filed by the patent applicant (a) should allow the patent
office in the country of application to verify, without further investigations of its own, where
the bioresources were acquired and to determine the locally applicable access and participa-
tion régime. If the biological source material of an invention is acquired in different stagesit
should not be sufficient to disclose only the last station from which the material was trans-



ferred, e.g. ascientific institute in an industrialised country, and leave the remaining investiga-
tions to the patent office.

Whether a declaration of the applicant (a) in addition to the certificate of origin (b) and in ad-
dition to the contract document (C) is needed, raises doubts. One point in favour of such a dec-
laration isthat it would help to prevent the poorest devel oping countries from issuing "certifi-
cates of convenience" and "cheap contracts’ for bioresources of foreign origin for financial
reasons. Such "certificates of convenience" — comparable to certain "flags of convenience” in
maritime law — would allow a patent applicant to avoid more stringent and expensive re-
quirementsin the real country of origin of bioresources. If the applicant is required to submit
his own separate declaration (a) of the origin of a bioresource and he therein misstates the
facts on purpose, then his application should be rejected.

To improve the efficiency of enforcement supplementing the duty to disclose and submit sup-
porting documents with a corresponding feedback obligation on the part of the patent authori-
tiesin the country of application to the authorities in the country of origin or to an interna-
tional authority such as WIPO should be considered. Such an exchange of information, com-
parable to problem solving instruments in the field of tax evasion and financia networking,
would most conveniently be implemented in the context of WIPO or the UNEP secretariat.

The same holds for the administrative sanctions proposed by the European Community such
as increased fees for afailure to submit information to the authorities or for submitting false
information. It can easily be seen that this proposal would be far from being avauablein-
strment to improve efficiency: typica "bio -pirates’ would doubtless prefer to pay such mod-
est administrative surcharges in order to avoid paying the considerably higher licensing feesto
the stakeholders of bioresources. This proposal, therefore, provides little incentive for patent
applicants to comply with the CBD or the access and participation régime of the country of
origin.

As provided for with other formalities in the patent application procedure reecting the patent
application for failure or denial to submit the respective supporting documents within an ap-
propriate grace period would constitute the only effective sanction. Most national legal sys-
tems provide that non-compliance with certain procedural obligations will result in arejection
of the patent application, notably the failure to submit certain documents within an appropri-
ate grace period. To this date and to our knowledge it has not been claimed that such national
statutory provisions are in conflict with WTO rules. A rejection based on the failure to dis-
close the origins of biological source materials would supplement these rules in a systemati-
cally satisfactory way.

Unfortunately, the efficiency of enforcing the proposed duties of disclosureis severely lim-
ited, since professional patent applicants can avoid them easily by obscuring the dependence
of an invention on biological resources and/or the origin of biological resourcesin the patent
application. In view of these concernsit should be reconsidered, whether the attempt to ob-
scure elements of biopiracy, i.e. the deliberate and wilful falsification or suppression of rele-
vant facts concerning the origin of biological source materiasin a patent application should
not be held sufficient cause for rejecting a patent application or revoking a previously granted
patent.
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