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“UNINTENTIONALITY” C RITERION; “DUE CARE’' CRITERION;
RETAIN PRIORITY CLAIM FOR INTERNATIONAL PHASE LEAVING
RESTORATION FOR NATONAL PHASE

Document prepared by the International Bureau

BACKGROUND

1. Atits first and second sessions, the Working Group considered proposals for
amendment of the Regulations under the P&Tating, as recommended by the Committee

on Reform of the PCT (“the Committee”), to changes neagssiadesirable to bring the
requirements under the PCT into line with the letter and spirit of the Patent Law Treaty (PLT)
(see the report of the first session of the Committee, document PCT/R/26, paragraphs 72

to 74).

! References in this document to ‘thales” and “Rules” are to those of the Patent Cooperation
Treaty (PCT) and the Regulations under the PCT (“the Regulations”), or to such provisions as
proposed to be amended or added, as the case may be. References to “national laws,” “national
applicatons,” “the national phase,” etc., include reference to regional laws, regional
applications, the regional phase, etc. References to “PLT Articles” and “PLT Rules” are to
those of the Patent Law Treaty (PLT) and the Regulations under the PLT.



PCT/RIWG/4/1
page2

2. There wa wide agreement at the first session of the Working Group on the general
approach to be taken (see document PCT/R/WG/1/9, paragraph 21). Among the matters
agreed was that (see paragraph 21(v)):

“priority should be given by the Working Group to those teet which would result in

the greatest and most immediate practical benefits for users, having regard also to the

degree of complexity involved and to workload implications for Offices and
Authorities; for example, priority might be given to the followgin

- provisions for restoration of the priority right in certain circumstances;

3. The proposals prepared by the International Bureau for consideration at the first session

of the Working Group included provisions for resation of the right of priority similar to
those in the PLT (see document PCT/R/WG/1/5, Annex IIl). The Working Group’s
discussions are outlined in document PCT/R/WG/1/9, paragraphs 22 and 23:

“22. Discussions were based on document PCT/R/WG/1/5, andrticplar on
proposed new Rule 26s.3, contained in Annex Ill to that document, which would
provide for restoration of the priority right for up to two months beyond the usual
12-month priority period. The comments and concerns expressed by various
deleaations included the following:

(i) there was general agreement with the idea of providing for a means of
restoration of priority rights, consistently with corresponding provisions of the PLT,
during the international phase of the PCT procedure;

(i) noting that the administration of those provisions in the national phase

would be a matter for ROs [receiving Offices], the importance of a single standard, or at

least consistent practice, among the various ROs was emphasized by several
delegations;

(i)  delegations differed in their views as to the appropriate criterion which
should apply in the context of the PCT (under Rul®ig@(a)(iii)) in cases where the
applicant failed to file the international application within therh®nth priority period,
noting that the PLT provided for Contracting Parties to choose between two criteria:

—  most delegations favored adopting the more liberal criterion of
“unintentional” failure in the context of the PCT,;

—  certain delegations favored adopting the moresstriterion of “due care”;

—  certain delegations favored giving ROs a choice as to which of the two
criteria to apply, as would be the case for Contracting Parties to the PLT;

(iv) it was recognized by the Working Group that provision for restoraticthe
priority right in the international phase implied that the RO’s decision would need to
have effect for the purposes of the national phase;
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(v) most delegations believed that the RO’s decision should be binding on DOs
[designated Offices] (as undproposed Rule 48is.3(f)), but certain delegations
believed that the RO’s decision should be subject to review by DOs in at least some
circumstances, although there was no agreement as to what circumstances should be
relevant in this context;

(vi) itwas pointed out that, if the PCT were to require that one particular
criterion be applied by all ROs, it would be possible for an Office to have to apply one
criterion in its capacity as a PCT RO and the other criterion in its capacity as a national
Office processing national applications or as a DO processing international applications
entering the national phase;

(vii) it was recognized that priority dates had two related but distinct effects:

—  “procedural” in the sense that certain important time limis under the
PCT were calculated by reference to the priority date;

—  ‘“substantive” in the sense that it was at the priority date that it would
be determined whether the invention satisfied the requirements of novelty and
inventive step (nobviousness)

(viii) the recognition in the national phase of an RO’s decision to restore the
priority right was more particularly related to the procedural effect; the procedural
effect was the dominant consideration in, for example, PCT Article 2(xi) and
Rule26bis2(a);

(ix) the fact that a considerable number of countries’ national laws did not
presently provide for restoration of priority rights, at least according to PLT criteria,
suggested that transitional reservations would need to be allowed for ifatgio
provisions were to be introduced under the PCT.

“23. It was agreed that the International Bureau should prepare a revised proposal
which would:

(i) provide for restoration of the priority right by the RO based on the
“unintentional” criterion, btiidentifying alternatives in the related comments or
explanation;

(i)  make it clear that it was the procedural effect of the priority right, rather
than the substantive effect, that should be recognized for the purposes of the national
phase.”

4. Revised proposals relating to the reinstatement of right of priority were prepared by the
International Bureau for consideration by the Working Group at its second session (see
document PCT/R/WG/2/3). The Working Group’s discussioesoaitlined in document
PCT/R/WG/2/12, paragraphs 54 to 56:

“54. Although the contents of document PCT/R/WG/2/3 could not, in the time
available, be discussed in detail, there was general support for proposed new
Rule 26bis3 relating to restoration of pority claims. Revised proposals should take
into account the following considerations:
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() the substantive validity of a priority claim in terms of the Paris Convention
would remain a matter for national law;

(i) national law could make provisions amrning the prior rights of third
parties and the right of third parties to intervene;

(i)  the need for information concerning the fact that a priority claim had been
restored to be communicated to designated Offices, for example, by the inclusion of
indications on the front page of the published application (PCT pamphlet);

(iv) consideration should be given to reducing or eliminating the ability of a
designated Office to review a decision of the receiving Office to restore or refuse to
restore a priaty claim (see Rul@6bis3(h)).

[...]

“56. It was agreed that revised proposals should preferably be submitted to the second
session of the Committee, although it was recognized that the time available may not
permit the necessary revision of the progesa

Further revised proposals relating to the reinstatement of right of priority were prepared

by the International Bureau for consideration by the Committee at its second session (see
document PCT/R/2/5). The Committee’s dissions are outlined in document PCT/R/2/9,
paragraphs 111 to 123 and 125:

“111.Discussion was based on the proposals by the International Bureau set out in
document PCT/R/2/5.

[...]
“Restoration of Priority Claims

“117.The Delegation of Canada, suppeat by the Delegations of Australia and the

United States of America, stated that, while it supported in principle the concept of
providing relief where the X2nonth priority period was not complied with, it was
concerned that the restoration of a priotgim as proposed in Rule B&.3 could be
considered to be a matter of substance. Noting that the PLT and the PCT operated in
different contexts, the Delegation suggested that such relief might, instead, be provided
by amendment of Rule$.10 and26bis1.

“118.The Delegation of Japan stated that, although it supported the proposed restoration
of priority claims in principle, it was concerned that, in some cases, such restoration
could leave insufficient time for the transmittal of the record copy aadsiation within

13 months as required by Ru?2.1. The Delegation of Kenya also referred to the need

to avoid problems of meeting time limits that might arise where a priority claim was
restored.

“119.The Delegation of Austria, supported by the Delegns of Spain, Germany,

Ireland, France, Sweden, Portugal, Denmark, the Netherlands and Greece and the
Representative of the EPO, suggested that the criterion for restoration under proposed
new Rule26bis3(a)(iii) should be changed from “unintentionad’ “due care.” The
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Delegation of the United Kingdom emphasized a preference for retaining a single
criterion; otherwise, there was a possibility that applicants who had missed the
12-month priority period might shop around for receiving Offices with thest liberal
criterion. The suggested change was opposed by the Delegation of Australia, supported
by the Delegations of the United States of America and Canada, on the grounds that the
“unintentional” criterion was broader and therefore more appliéaandly.

“120.The Committee agreed that the words “or the International Bureau, as the case
may be,” in proposed new Rule B8.3(e) were unnecessary.

“121.The Delegation of the United Kingdom and the Representative of the EPO
suggested, in connectiontv proposed Rule 2§s.3(g), that express provision should

be made, where the receiving Office refused a request for restoration of priority claim,
for a designated Office to review that decision, noting that Artiegksnd25 would not
appear to be aplable in such a case. The Committee agreed that the revised proposal
should contain such a provision. The Delegation of the United Kingdom also
guestioned whether the review by a designated Office should be based on its own
criterion or that used by theeceiving Office.

“122.In response to a comment by the Delegation of China, the International Bureau
explained that the transitional reservations provided for in proposedZ8bis 3(h)

were intended to apply only to the provisions of RR&bis3 andnot to Rule26bis1
and26bis2, since the latter provisions were already in force and were not subject to
reservations. So as to clarify the matter, the Committee agreed that the words “this
Rule” should be replaced by “paragrags to(g).

“123.Having regard to the number of outstanding issues connected with the proposed
provisions relating to restoration of priority claims, and noting that the proposals had
not been extensively considered by the Working Group, the Committee felt that they
were notyet ripe to proceed to the Assembly.

[...]

“Further Consideration

“125.The Committee agreed to recommend to the Assembly that the proposed
amendments of Rules10, 2®is.3 and 48.2 set out in Annex Il to document PCT/R/2/5
should be revised by the Inteational Bureau, taking into account the comments and
concerns expressed at the Committee’s session, and submitted to the Working Group
[...] for discussion at its next session.”

The Assembly, at its 31st (18th extraordinary) sassheld in Geneva from

SeptembeR3 to October 1, 2002, unanimously approved the Committee’s recommendation
concerning the proposed amendments of certain Rules relating to the restoration of the right
of priority (see document PCT/A/31/10, paragraph 3y(i

7.

Further revised proposals relating to the reinstatement of the right of priority were

prepared by the International Bureau for consideration by the Working Group at its third
session (see document PCT/R/WG/3/2). The Wadnoup’s discussions are outlined in
document PCT/R/WG/3/5, paragraphs 13 to 27:



PCT/R/IWG/4/1
page6

“RESTORATION OF THE RIGHT OF PRIORITY
“13. Discussions were based on documents PCT/R/WG/3/2 and 2 Add.1.

“14. There was little support for the proposal by the Internati@ueau in document
PCT/R/WG/3/2 that the criterion for restoration of the right of priority should, at the
choice of the applicant, be either “due care” or “unintentionality,” with a higher fee
being payable where the applicant chose to request thevmegédffice to apply the
“unintentionality” criterion.

“15. Several delegations and representatives of users emphasized the importance of
enabling restoration of the right of priority, noting that unintentional errors and
unforeseen difficulties in meetig the priority deadline were a fact of life for applicants
and their representatives, notwithstanding their keen desire to respect it. Although a
number of delegations expressed the desire for a single criterion to be established in
connection with the toration of the right of priority by receiving Offices in the
international phase, there was no agreement as to what that criterion should be.

“16. A considerable number of delegations and representatives of users were of the
opinion that the criteriona be applied by receiving Offices in the international phase
should be “unintentionality,” stating that such an approach would be moreniessaly

and also simpler for receiving and designated Offices to apply, and that it would bring
about more unifornty among Offices. Several other delegations and one representative
favored the adoption of the more stringent criterion of “due care,” on the understanding
that any designated Office would be free to apply a more liberal criterion (such as
“unintentionalty”) to the application when it entered the national phase.

“17. It was noted that, under the proposal for a “due care” criterion as just outlined,
where the receiving Office refused a request for restoration, the dates for international
publication and ational phase entry would expire up to 14 months later than would
have been the case if the request had been allowed. A subsequent request for restoration
before a designated Office in the national phase on the basis of “unintentionality” would
be difficult to sustain since, if it were to be allowed, the “proper” dates for international
publication and national phase entry would, in retrospect, be up to 14 months earlier
than had in fact been the case. The applicant may therefore be obliged to reqgiyest ear
international publication and to enter the national phase early, on the basis of times
calculated from the earlier priority date sought, in the mere hope that the request for
restoration would be allowed by the designated Office.

“18. The proposal bytte EPO in document PCT/R/WG/3/2 Add.1 would enable the
applicant to request restoration on the ground of “unintentionality” in the national phase
if a request based on “due care” had been refused in the international phase. While
some delegations supporte the proposal, it was noted that it would oblige the applicant
to request restoration during the international phase on the ground of “due care” even in
cases where that criterion was clearly not complied with, simply in order to be able to
pursue the magr further in the national phase on the ground of “unintentionality”.

Some delegations and representatives of users pointed to the desirability of enabling the
applicant to place on file, before the publication date, a statement of intention to request
restoration later in the national phase and evidence in support of that request.
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“19. One delegation said that one of its user groups had suggested that a possible
approach could be to automatically retain in the international application any priority
claim which was based on an earlier application with a filing date earlier than

12 months, but not more than 14 months, from the international filing date, leaving the
possibility of restoration to be governed by the national law and decided separately by
eachdesignated Office. Several delegations and representatives of users expressed the
concern that such an approach, while in compliance with the requirements of the PLT,
would lead to a diversity of practices among designated Offices and require the
applicant to engage in a multitude of parallel procedures in which essentially the same
issue was at stake.

“20. Several delegations suggested that guidance should be provided in the context of
the PCT as to the application of the two criteria, noting that rehngguidance was

provided in the context of the provisions concerning the matter in the PLT and that little
information was available as to the present practices of the various Offices. One
delegation suggested that it would be useful to conduct a sufyengsent practices by
sending a questionnaire to all PCT Offices and Authorities. That survey should seek
information as to the application of the criteria of “due care” and “unintentionality” in
general, that is, not restricted to cases where restorafithe right of priority was

sought, but also in cases, for example, of late payment of annuities, in order to obtain
guidance as to the differences between the two criteria and to assist in the establishment
of guidelines. The questionnaire should adeek information as to the proof required.

“21. Certain delegations suggested that provisions for restoration of the right of
priority should not be proceeded with until a majority of PCT Contracting States
provided for such restoration under their naablaw, which would be in compliance
with the PLT. However, a majority expressed the view that a solution to this question
of principle should not be delayed, noting that the inclusion in the Regulations of
provisions dealing with restoration of the rigdf priority would, in the long term and
notwithstanding the likelihood that a number of Contracting States would make
transitional reservations, encourage national laws to provide for the matter in a
harmonized way.

“22. Several delegations expressedicern as to whether the draft provisions as
proposed by the International Bureau were compatible with the provisions of

Article 8(2)(a), which referred to the Paris Convention with regard to the conditions for,
and the effect of, priority claims, and Artec27(5), which stated that nothing in the
Treaty and the Regulations was intended to be construed as prescribing anything that
would limit the freedom of each Contracting State to prescribe such substantive
conditions of patentability as it desired. Imetlatter connection, it was pointed out that
the inclusion of provisions in the PLT for restoration of the right of priority suggested
that the procedure was not regarded as a substantive matter in the context of the PLT.
One delegation commented thagttiistinction between procedural and substantive
aspects of the proposal was unclear and should be further explored.

“23. In connection with review during the national phase of a receiving Office’s
decision on a request for restoration of the right obpty, some delegations questioned
whether there was a need, in proposed Rule 26bis.3()), to distinguish between the
“designated Office” on the one hand and the “designated State” on the other, and
suggested that the provision might better refer to what pexmitted or required in the
national law. One delegation suggested that designated Offices should be able to
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review any decision by the receiving Office on the grounds that it was erroneous.
Doubt was expressed by another delegation as to how fa&elgelations could restrict
the circumstances in which a decision of the receiving Office could be reviewed by a
court in the national phase.

“24. One delegation suggested that a provision similar to proposed Rule 26bis.3(k)
should be included to enablecegving Offices, as well as designated Offices, to make
transitional reservations in relation to proposed Rule 26bis.3(a) to (j).

“25. Inthe light of the discussions, the Working Group agreed that:

(i) the proposal to leave the choice of criteriontte applicant, as proposed in
document PCT/R/WG/3/3, was not supported;

(i)  there was no general agreement as to which of the two criteria for
restoration provided for in the PLT, namely “due care” or “unintentionality,” should
apply in the case of deteinations by a receiving Office;

(i) it would be preferable to continue to seek a solution under which a decision
of the receiving Office to restore the right of priority would be given proper effect by
designated Offices, rather than to leave the aerdti be determined separately by each
designated Office under a variety of national laws;

(iv) it was necessary to ensure that any provision concerning restoration of the
right of priority was compatible with Articles 8 and 27(5), although it was nated,
under the PLT, the restoration of the right of priority was not considered to be a matter
of substance;

(v) practical problems and confusion would arise if receiving Offices were
obliged to apply one criterion as a receiving Office and a diffeceitérion as a
designated Office or national Office;

(vi) whatever solution, if any, were to be found, there would be a need for
guidance, preferably in the PCT Receiving Office Guidelines, on the practice to be
followed.

“26. It was agreed that the letnational Bureau should prepare a revised proposal
presenting three options for further consideration by the Working Group providing,
respectively, for the criterion of “due care,” for the criterion of “unintentionality,” and

for the automatic retentiorf ¢the priority date for the purposes of the international

phase, leaving the question whether its restoration was allowable to the national phase.
The revised proposal would also provide, under any of those options, for an indication
of the intention to equest restoration and for supporting evidence to be filed in the
international phase and to be included in the international publication.

“27. It was also agreed that the International Bureau should send a questionnaire to all
PCT Offices and Authoritierequesting information as to the application of such criteria
under the various national laws and practices.”
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REVISED PROPOSALS; REPLIES TO QUESTIONNAIRE

8. As agreed by the Working Group at its third session, Annexes | atodthis document
contain revised proposals for amendment of the PCT Regulations to provide for the
restoration of the right of priority, taking into account the discussion and conclusions reflected
in the summary by the Chair.

9. Annex | contains proposals drafted on the basis that restoration would be by the
receiving Office, the same criterion being applied by all receiving Offices, but with options as
to whether that criterion would be “unintentionality” (option A) or “due cafefition B).

10. Annex Il contains proposals (option C) drafted on the basis of retention of the priority
claim for the purposes of the international phase, leaving the question whether the right of
priority can be restored to be dded by the designated or elected Office in the national
phase. Noting that the PLT has not yet entered into force, Annex Il also contains a proposal
to incorporate into the PCT Regulations a provision, with the same requirements as PLT
Article 13(2) andPLT Rule 13(4) and (5), which would oblige designated and elected Offices
to provide for the restoration of the right of priority where the date on which the earlier
application was filed was not a date falling within the period of 12 months preceding the
international filing date but was a date falling within the period of 14 months preceding the
international filing date if the designated Office finds that the failure to file the international
application within the period of 12 months from the date bih§j of the earlier application
occurred in spite of due care required by the circumstances having been taken or, at the option
of the designated Office, was unintentional. A transitional reservation provision is also
included, recognizing that some natad laws will need to be amended to bring them into line
with the PCT Regulations as proposed to be amended.

11. For an overview of the replies received in response to the questionnaire concerning the
application of the criteria dfdue care” and “unintentionality” under the various national laws
and practices, see document PCT/R/WG/4/1 Add.1.
12. Article 13 and Rule 14 of the PLT are reproduced for ease of reference in Annex lll.
13. The Working Group is invited to
consider the proposals contained in Annexes |
and Il to this document.

[Annex | follows]
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PROPOSED AMENDMENTS OF THE PCT REGULATIONS:
RESTORATION OF THE RIGHT OF PRIORITY

OPTION A:
RESTORATION BY RECEIVING OFFICE BASED ® “UNINTENTIONALITY” 3

OPTION B:
RESTORATION BY RECEIVING OFFICE BASED ON “DUE CARE”

TABLE OF CONTENTS
Rule 4 The REQUESE (CONTENIS) ... ..uuuuuuiiiiiiiiiiiiieeiee e e e e e e e e e et e e e e e e e e e e e e e e e aaaaaaans 2
4.110 4.9 [NO CRANQE.... oo e e e e e e e e e ennne s 2
4.10 Priority ClAIM ....uiuiiiiiiiieieeeeiiee e 11111 e e 2.
41110 4.18 [NO CRANQE]... . i iiiiiiiiie e e 2.
Rule 2tbis Correction or Addition of Priority ClaimRestoration of Right oPriority......... 3
26DIST [NO CRANQE] ... it e e e e s 3
26bis2 invitationte-CerrectDefects in Priority Claims..........ccccvvviiiiiiiiiiiiiiceeees 3..
26bis3 Restoration of Right of Priority.........cooeciiiuiiiiiiciiecic e ST
Rule 48 International PUBIICAtION.........ccooiiii i e 12
48.1 [NO ChANQE]....ouu i e e m—— 12
A8.2 CONTBNTS . ..euui ittt e e et s o1 e e e e et e e e e e e et e e e eeane 12
48.310 48.6 [NO CRANQE]... . cceeeiiiii e 14.....
Rule 76 Copy, Translatioand Fee Under Article 39(1); Translation of Priority
DOCUMEBNL. ...t e e e e et et e e e e e eenna e eaeeenen 15
76.1, 76.2 and 76.3[Remain deleted].............oooiiiiiiiiiii e e 15
76.4 [NO CRANQE].....cciiiiii it e e m—— 15
76.5 Application ofCertain Rules22.:{g); 47-1,-49,-49bisand 51hiS......cccevvvvvnnens 15
76.6 [Remains deleted].........coouuiiiiiiiiiiiiie e 15.....
Rule 80 Computation Of Time LIMILS.........ceeiiiiiiiiiiiiieeee e 16.
80.1t0 80.7 [NO CRANGE].... .. aeaes 16.....
80.8 Time limits Computed From the Priority Date...........ccceevevveveveeiviiiiiiine e 16.

2 Proposed aditions and deletions are indicated, respectively, by underlining and striking through
the text concerned. Certain provisions that are not proposed to be amended may be included for
ease of reference.

3

See Annex Il for Option C: Retain Priority Claimrfinternational Phase Leaving Restoration
for National Phase.
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Rule 4

The Request (Contents)

4.1t0 4.9 [No change]

4.10 Priority Claim

(a) Any declaration referred to in Articl8(1) (“priority claim”) may claim the priority
of oneor more earlier applications filed either in or for any country party to the Paris
Convention for the Protection of Industrial Property or in or for any Member of the World
Trade Organization that is not party to that Convention. Any priority claim shaltlject to
Rule26bis.1, be made in the request; it shall consist of a statement to the effect that the

priority of an earlier application is claimed and shall indicate:

(i) the date on which the earlier application was filgdht datebeing subject ®

Rule 26bis.3, a date falling within the period of 1&onths preceding the international filing

date;

[COMMENT: Itis proposed to amend item (i) of paragraph (a) so as to clarify that, where the
applicant is submitting a request for restoration of thatraf priority, the date on which the
earlier application was filed as indicated in the request does not have to be a date falling
within the period of 12 months preceding the international filing date.]

(i) to (v) [No change]

(b) to (d) [No change]

4.11 to 4.18 [No change]



PCT/RIWG/4/1
Annex |, page3

Rule 26bis

Correction or Addition of Priority Claim ;_Restoration of Right of Priority

26bis1 [No change]

[COMMENT: Note, however, that the Working Group, at its third session, approved
proposed amendments of R@ébis1 with a view to their possible submission to the
Assembly for adoption at its next session in Septer®etober 2003; see document
PCT/R/WG/3/2 and the summary of the session by the Chair, document PCT/R/WG/3/5,
paragraphs 28 and 29.]

26bis2 Invitationto-CerrectDefects in Priority Claims

[COMMENT: Consequential on the proposed deletion of the reference to “invitation” in
paragraph (b).]

(a) Where the receiving Office or, if the receiving Office fails to do so, the International

Bureau, finds that:

(i) a priority claim does not comply with the requirement of R&l&0(a)(i) and a

request for restoration of the right of priority under R@kbis3 has not been

filed; or

(ii) a priority claim does not comply with thetherrequirements of Ruld.10; or

(iii) thatany indication in a priority claim is not the same as the corresponding

indication appearing in the priority document
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[Rule 26bis.2(a), continued]

the receiving Office or the International Bureau, as the case may be, shall invite tiemappl

to correct the priority claim.

[COMMENT: There appears to be no need for an invitation to correct a priority claim where
a request for restoration of that right of priority has been filed by the applicant, showing that
the applicant, while being awe of the fact that the filing date of the earlier application as
indicated in the request does not fall within the 12 months preceding the international filing
date, has no intention to correct that priority date but rather wishes to have the righdrdiypri
restored under Rule §&.3, below.]

(b) If-inresponse-te-aninvitation-under-paragraphtie,applicant does not, before

the expiration of the time limit under RuB6bis1(a), submit a notice correcting the priority

claim so as to comply witlthe requirements of Rudel0, or does not, where applicable,

before the expiration of the time limit under Rule 26B{®), submit a request for restoration

of the right of priority,that priority claim shall, for the purposes of the procedure under the

Treaty, be considered not to have been made and the receiving Office or the International
Bureau, as the case may be, shall so declare and shall inform the applicant accordingly,
provided that a priority claim shall not be considered not to have been argléecause the
indication of the number of the earlier application referred to in Rul®(a)(ii) is missing or
because an indication in the priority claim is not the same as the corresponding indication

appearing in the priority document.
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[Rule 26bis.Zb), continued]

[COMMENT: Paragraph (b) is proposed to be amended so as to clarify that a priority claim
cannot be considered not to have been made under this paragraph where the applicant has
filed a request for restoration of right of priority. Rath#re decision by the receiving Office

on whether or not to consider the priority claim not have been made is governed by proposed
new Rule26bis3, below (that is, the decision to restore the right of priority or to refuse the
request for restoration). lifis context, it is also proposed to delete the words “, in response

to an invitation under paragraph (a),” which appear to be superfluous; whether or not the
notice of correction or the request for restoration is received as a result of an invitatich wo
seem irrelevant.]

(c) [No change]

26bis3 Restoration of Right of Priority

(a) The receiving Office shall, subject to paragraphs (b) to (e), restore the right of

priority where the date on which the earlier application was filed is not a daitegfalithin

the period of 12 months preceding the international filing date but is a date falling within a

period of 14months preceding the international filing date if receiving Office finds that the

failure to file the international application withihé period of 12 months from the date of

filing of the earlier application [OPTION A: was unintentional] [OPTION B: occurred in

spite of due care required by the circumstances having been taken].

[COMMENT: Itis proposed to use similar terminology to thesed in Rulet.10(a)(iii)

(... date on which the earlier application was filed, being a date falling within the period of
12 months preceding the international filing date”) rather than, as in previous drafts,
terminology which may cause confusion with tieem “priority period” as used in the Paris
Convention (see the earlier draft of R@6ébis.3(a) in document PCT/R/WG/3/2 (“... an
earlier application has an international filing date which is later than the date on which the
priority period referred to iparagraph (f) expired but is within two months from that
date...”).]
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[Rule 26bis.3, continued]

(b) Restoration shall be made on the request of the applicant submitted to the receiving

Office within a time limit of 14 months from the date on which the marapplication was

filed, stating the reasons for the failure to file the international application within the period of

12 months from the date of filing of the earlier application.

[COMMENT: See the Comment on paragraph (a), above.]

(c) The requestaferred to in paragraph (b) may be subjected by the receiving Office to

the payment to it, for its own benefit, of fee for requesting restoration equal to 25% of the

international filing fee referred to in item 1 of the Schedule of Fees, not taking into acount

any fee for each sheet of the international application in excess of 30 sheets.

[COMMENT: Paragraph (c) is modeled after RUl2.3(e) as adopted by the PCT Assembly
in October 2002.]

(d) The receiving Office:

() _may require that a declaration other evidence in support of the statement of

reasons referred to in paragrafih be filed within a time limit which shall be reasonable

under the circumstances;

(i) shall not refuse, totally or in part, a request under paragflapfor restoration

of a right of priority without giving the applicant the opportunity to make observations on the

intended refusal within a time limit which shall be reasonable under the circumstances.
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[Rule 26bis.3, continued]

(e) Where the international application didtradaim the priority of the earlier

application, the request referred to in paragraph (b) shall be accompanied by a notice adding

the priority claim so as to comply with the requirements of RUlED.

() Where the receiving Office refuses a requestréstoration of the right of priority

under paragraptb), the priority claim shall, for the purposes of the procedure under the

Treaty, be considered not to have been made and the receiving Office shall so declare and

shall inform the applicant accordingly

(g) Where the receiving Office has refused a request under paratiyafur restoration

of the right of priority, or where such a request is pending at the time of the completion of the

technical preparations for international publication:

(i) the Irternational Bureau shall, upon request made by the applicant and received

by the International Bureau prior to the completion of the technical preparations for

international publication, and subject to the payment of a special fee whose amount shall be

fixed in the Administrative Instructions, publish, together with the international application,

information concerning that request for restoration; a copy of the request under this item shall

be included in the communication under Arti@@ where a copy ahe pamphlet is not used

for that communication or where the international application is not published by virtue of

Article 64(3);
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[Rule 26bis.3(g), continued]

(i) the applicant may furnish to the International Bureau, and the International

Bureau shalinclude in its files, a copy of any declaration or other evidence filed in support of

the statement of reasons referred to in paragthjph

[COMMENT: This item has been included following suggestions made by some delegations
and representatives of useaturing the third session of the Working Group (see summary of
the session by the Chair, document PCT/R/WG/3/5, paragraph 18.]

(h) Where the receiving Office has refused a request under parafipfur restoration

of the right of priority, a designateOffice may, on the request of the applicant, review the

decision by the receiving Office, provided that a copy of the international application (unless

the communication provided for in Article 20 has already taken place) and the appropriate

translation(as prescribed) have been furnished and the national fee (if any) has been paid

within the time limit applicable under Article 22 that would apply if the right of priority were

restored. The designated Office may require that a request for review sipaédEnted to it

within the time limit applicable under Article 22 and may subject the making of the request to

the payment to it of a fee for its own benefit.

(i) When reviewing the decision of the receiving Office in accordance with

paragraphh), thedesignated Office shall:
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[Rule 26bis.3(i), continued]

(i) subject to item (ii), where the designated Office finds thatfailure to file the

international applicatiomwithin the period of 12 months from the date of filing of the earlier

applicationfOPTION A: was unintentional] [OPTION B: occurred in spite of due care

required by the circumstances having been takieshall restore the right of priority for the

purposes of the designated State or States concerned;

(ii) where the national law applickbby the designated Office provides, in respect

of the restoration of the right of priority, for requirements which, from the viewpoint of

applicants, are more favorable than those provided for under this Rule, apply the requirements

under the applicableational law instead of the requirements under this Rule.

[COMMENT: The text of new paragraphs (h) and (i) has been further revised, following
agreement in the second session of the Committee that express provision should be made,
where the receiving Ofte refused a request for restoration, for a designated Office to review
that decision, noting that Articleés4 and25 would not appear to be applicable in such a case
(see the report of the second session of the Committee, document PCT/R/2/9,
paragrapi2l).]

(1) Where the receiving Office has restored a right of priority under paragraph (a), no

designated Office shall review the decision of the receiving Office unless it has reasonable

doubts that a requirement under this Rule was not complied withhiohacase it shall notify

the applicant accordingly, indicating the reasons for those doubts and giving the applicant an

opportunity to make observations within a reasonable time limit.
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[Rule 26bis.3(j), continued]

[COMMENT: New paragraph (j) is proposed be added with a view to striking an equitable
balance between the interests of the applicant in not having the decision by the receiving
Office to restore the right of priority routinely reviewed by designated Offices and the right of
designated Office® revoke an incorrectly restored right of priority. Designated Offices,
during the national phase, would have to respect the decision taken by the receiving Office
during the international phase unless they have good reason not to.]

(k) Where the redring Office has restored a right of priority under paragraph (a), the

designated Office in the case referred to in paragraph (j), the courts and any other competent

organ of or acting for the designated State shall, when determining the right of priority:

(i) subject to item (ii), apply the requirements under this Rule and shall not

disregard the right of priority only because the date on which the earlier application was filed

is not a date falling within the period of 12 months preceding the interraltfdimg date,

unless a requirement under this Rule was not complied with;

(i) where the national law applicable by the designated Office provides, in respect

of the restoration of the right of priority, for requirements which, from the viewpoint of

apgdicants, are more favorable than the requirements provided for under this Rule, apply the

requirements under the applicable national law instead of the requirements under this Rule.

[COMMENT: New paragraph (k) is proposed to be added so as to requicetignated

Office (when reviewing a decision by the receiving Office in the case referred to in
paragrapl{j)), the courts and any other competent organ of or acting for the designated State
to apply the same criteria as the receiving Office under R6les.3 or, where the

requirements under the national law are more favorable than the requirements under

Rule 26bis.3, to apply those requiremerits.
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[Rule 26bis.3, continued]

(D If, on [date of adoption of these modifications by the PCT Assédnasly provsion

of paragraphgj) and (k) is not compatible with the national law applied by the designated

Office, that provision shall not apply in respect of that Office for as long as it continues not to

be compatible with that law, provided that the said Offitierms the International Bureau

accordingly by three months from the date of adoption of these modifications by the PCT

Assemblly The information received shall be promptly published by the International Bureau

in the Gazette.

[COMMENT: If the “unintentionality “ criterion were adopted under paragréph a

national law applied by a designated Office which provided for the “due care” criterion or any
other criterion more stringent than the “unintentionality” criterion would not be compatible
with the provisions of paragraphs (j) afigl On the other hand, if the “due care” standard
were adopted under paragraph (a), a national law applied by a designated Office which
provided for a more stringent criterion than “due care” or did not provide for rasom at all
would not be compatible with the provisions of paragraphs (j)@ndn both cases, such
designated Office could make use of the transitional reservation provision provided for in
paragraph (I). So as to achieve a uniform approach tgdestion of restoration of the right

of priority at least during the international phase, it is not proposed to amend paragraph (1)
further so as to permit receiving Offices to make a similar transitional reservation where the
national law applied by theeceiving Office is not compatible with the provisions of

Rule 26bis.3, in particular, paragrapa) (as was suggested by one delegation during the third
session of the Working Group; see the summary of the Chair, document PCT/R/WG/3/5,
paragraplt?3).]
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Rule 48

International Publication

48.1 [No change]

48.2 Contents

(2) The pamphlet shall contain:

(i) to (ix) [No change]

(x) any declaration referred to in Rule 4.17(v), and any correction thereof under
Rule26ter.1, which was received by the Inteational Bureau before the expiration of the time

limit under Rule 2@er.1;

(xi) any information concerning a request for restoration of the right of priority, the

publication of which is requested under R@his3(q)(i).

[COMMENT: This item has beemcluded following agreement at the third session of the
Working Group to include, in the international publication, an indication of the intention of
the applicant to request restoration where the request for restoration of the right of priority
under Rule26bis3 has been refused by the receiving Office or is pending at the time of
completion of technical preparations for international publication (see document
PCT/R/WG/3/5, paragraph 26).]
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[Rule 48.2, continued]

(b) Subject to paragraph (c), the frordage shall include:

(i) to (iii) [No change]

(iv) an indication that the request contains any declaration referred to in Rule 4.17
which was received by the International Bureau before the expiration of the time limit under

Rule 2@er.1;

(v) indicationsconcerning any right of priority which has been restored under

Rule 26his.3(a);

[COMMENT: This item has been included following agreement at the second session of the
Working Group as to “the need for information concerning the fact that a priority diaiin

been restored to be communicated to designated Offices, for example, by the inclusion of
indications on the front page of the published application (PCT pamphlet)” (see document
PCT/R/WG/2/12, paragraph 54(iv)).]

(vi) _an indication that the pamphlebntains information concerning a request for

restoration of the right of priority, the publication of which is requested under

Rule 26bis.3(q)(i):

[COMMENT: This item has been included following agreement at the third session of the
Working Group to indlide, in the international publication, an indication of the intention of
the applicant to request restoration where the request for restoration of the right of priority
under Rule26bis3 has been refused by the receiving Office or is pending at the time o
completion of technical preparations for international publication (see document
PCT/R/WG/3/5, paragraph 26).]
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[Rule 48.2(b), continued]

(vii) where the applicant has furnished copies of any declaration or other evidence

referred to in Rul@6bis.3(q)(i), an indication to that effect

[COMMENT: This item has been included following agreement at the third session of the
Working Group to include, in the international publication, an indication of the fact that the
applicant has furnished to the Intermatal Bureau, for inclusion in its files, copies of any
declaration or other evidence filed in support of the statement of reasons referred to in
Rule26bis.3(b).]

(c) to (i) [No change]

48.3 to 48.6 [No change]
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Rule 76"

Copy, Translation and Fee Unde Article 39(1);

Translation of Priority Document

76.1, 76.2 and 76.3[Remain deleted]

76.4 [No change]

76.5 Application ofCertain Rules22.-1(g), 47-1,-49,-49bis-and-51bis

Rules 22.1(g)26bis3(h) to (1),47.1, 49, 49bisnd 5bis shall apply, povided that:

(i) to (v) [No change]

[COMMENT: Proposed amendment of Rule 76.5 is consequential on the proposed
amendment to Rule 36s.3.]

76.6 [Remains deleted]

4 The “present” text shown is that of Rule 76 as amended by the Assembly on October 1, 2002

(see document PCT/A/31/10) and due to enter into force on January 1, 2004.
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Rule 80

Computation of Time Limits

80.1 to 80.7 [No change]

80.8 Time limits Compued From the Priority Date

(a) Where a change in the priority date is caused by:

(i) the correction or addition of a priority claim under R@iébis1; or

(ii) the restoration of a right of priority under Rulel#6.3;

any time limit which is computettom the previously applicable priority date and which has

not already expired shall be computed from the priority date as so changed.

(b) For the purposes of computing any time limit which is computed from the priority

date, if a priority claim does n@aomply with Rule4.10(a)(i) because the date on which the

earlier application was filed was not a date falling within the period ombaths preceding

the international filing date, that priority claim shall not be taken into account for the purposes

of computing any such time limit except where the right of priority has been restored in

accordance with Rul26bis3.
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[Rule 80.8(b), continued]

[COMMENT: Note that the Working Group, in it third session, has already approved the
proposed addition of new ReiB0.8, to the extent that it deals with the correction and addition
of a priority claim under Rul@6bis1, with a view to its possible submission to the Assembly
for adoption at its next session in SeptemBetober 2003 (see the summary of the session

by the Chair, document PCT/R/WG/3/5, paragraph 29). Consequential on the proposed
addition of new Rule 26is.3 (see above), it appears necessary to further amendBRL8€0)

S0 as to ensure that a priority claim which does not comply with RLil8(a)(i)(because the

date on which the earlier application was filed is not a date falling within thed2ths

preceding the international filing date) is nevertheless taken into account for the purposes of
computing time limits if the right of priority is rested under proposed new Ru2ébis3(a).]

[Annex Il follows]
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Rule 26bis

Correction or Addition of Priority Claim

26bis1 [No change]

[COMMENT: Note, however, that the Working Group, at its third session, approved
proposed amendments of R@ébis1 with a view to their possible submission to the
Assembly for adoptiomt its next session in Septemb@ctober 2003; see document
PCT/R/WG/3/2 and the summary of the session by the Chair, document PCT/R/WG/3/5,
paragraphs 28 and 29.]

26bis2 Invitationto-CoerrectDefects in Priority Claims

(a) [No change]

(b) If+hrresponseto-aninvitation-underparagraphtiee,applicant does not, before

the expiration of the time limit under Ru6bis1(a), submit a notice correcting the priority
claim so as to comply with the requirements of Rdl&0, that priority claim shglfor the
purposes of the procedure under the Treaty, be considered not to have been made and the
receiving Office or the International Bureau, as the case may be, shall so declare and shall
inform the applicant accordingly, provided that a priority clahall not be considered not to

have been made only because

[COMMENT: As in Annex | to this document, it is proposed to delete the words “, in
response to an invitation under paragraph (a),” which appear to be superfluous; whether or
not the notice of orrection is received as a result of an invitation would seem irrelevant.]
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[Rule 26bis.2(b), continued]

(i) the indication of the number of the earlier application referred to in

Rule4.10(a)(ii) is missing e

(i) beeausan indication in the priorit claim is not the same as the corresponding

indication appearing in the priority documerdr

(iii) the date on which the earlier application was filed is not a date falling within

the period of 12 months preceding the international filing date, provildat the date on

which the earlier application was filed is a date falling within the period ofnbfhths

preceding the international filing date

[COMMENT: Paragraph (b) is proposed to be amended so as to provide for the retention
during the internatioal phase of a priority claim where the earlagplication the priority of
which is claimed has a filing date which does not fall within the period of 12 months
preceding the international filing date (see Rule 4.10(a)(i) but falls within a period of

14 months preceding the international filing ddsee the summary by the Chair of the third
session of the Working Group, document PCT/R/WG/3/5, paragraphs 19 an8&$6).
proposed new Rulé9bis(below) with regard to the procedure before the designateid«3if

(c) [No change]
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[Rule 26bis.2, continued]

(d) In the case referred to in paragraph (b)(iii), the International Bureau shall, upon

request made by the applicant and received by the International Bureau prior to the

completion of the technical pparations for international publication, and subject to the

payment of a special fee whose amount shall be fixed in the Administrative Instructions,

publish, together with the international application, a statement by the applicant concerning

the fact thathe date on which the earlier application was filed is not a date falling within the

period of 12 months preceding the international filing date but is a date falling within the

period of 14 months preceding the international filing date. A copy ostheement shall be

included in the communication under Arti® where a copy of the pamphlet is not used for

that communication or where the international application is not published by virtue of

Article 64(3).

[COMMENT: Paragraph (d) has been includetdowing agreement at the third session of
the Working Group to include, in the international publication, an indication of the intention
of the applicant to request restoration of the right of priority in the national phase (see the
summary by the Chawf the third session of the Working Group, document PCT/R/WG/3/5,
paragraph 26).]
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Rule 48

International Publication

48.1 [No change]

48.2 Contents

(&) The pamphlet shall contain:

(i) to (ix) [No change]

(x) any declaration referred to in RulelZ(v), and any correction thereof under
Rule26ter.1, which was received by the International Bureau before the expiration of the time

limit under Rule 2@er.1;

(xi) any statement referred to in Rulel#§2(d).

[COMMENT: See Comment on Rul6bis2(d),above.]

(b) Subject to paragraph (c), the front page shall include:

(i) to (iii) [No change]
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[Rule 48.2(b), continued]

(iv) an indication that the request contains any declaration referred to in Rule 4.17
which was received by the International Bundzefore the expiration of the time limit under

Rule 2@er.1;

(v) an indication that the date on which the earlier application was filed is not a

date falling within the period of 12 months preceding the international filing date but is a date

falling within the period of 14 months preceding the international filing;

[COMMENT: The inclusion, on the front page of the pamphlet, of such indication appears
useful.]

(vi) where the applicant has furnished a statement referred to inZ8blie2(d), an

indicaton to that effect

[COMMENT: This item has been included following agreement at the third session of the
Working Group to include, in the international publication, an indication of the intention of
the applicant to request restoration of the right obpty in the national phase (see document
PCT/R/WG/3/5, paragraph 26).]

(c) to (i) [No change]

48.3 t0 48.6 [No change]
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Rule 4%er

Restoration of Right of Priority

49ter.l Restoration of Right of Priority

(a) In the case referred to in Ruks.bis(b)(iii), the designated Office shall, subject to

paragraphgb) and (c), restore the right of priority where the date on which the earlier

application was filed is not a date falling within the period of 12 months preceding the

international filing date bt is a date falling within the period of 14 months preceding the

international filing if the designated Office finds that the failure to file the international

application within the period of 12 months from the date of filing of the earlier application

occurred in spite of due care required by the circumstances having been taken or, at the option

of the designated Office, was unintentional.

(b) Restoration shall be made on the request of the applicant submitted to the

designated Office within a time limdf two months from the date on which the requirements

under Article 22 must be complied with, stating the reasons for the failure to comply with the

priority period.

(c) The designated Office:

(i) _may require that a fee be paid in respect of a requeder paragraph (b);
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[Rule 49ter.1(c), continued]

(i) _may require that a declaration or other evidence in support of the statement of

reasons referred to in paragrafth be filed within a time limit which shall be reasonable

under the circumstances;

(i) shall not refuse, totally or in part, a request under paragflaptor restoration

of a right of priority without giving the applicant the opportunity to make observations on the

intended refusal within a time limit which shall be reasonable undecitttumstances.

(d) Where the national law applicable by the designated Office provides, in respect of

the restoration of the right of priority, for requirements which, from the viewpoint of

applicants, are more favorable than the requirements proWiechder paragraphs (a) to (c),

the designated Office shall, when determining the right of priority, apply the requirements

under the applicable national law instead of the requirements under paragraph (e).

(e) If, on [date of adoption of these modiftoans by the PCT Assemilyany of the

provisions of paragraphs (a) to (c) is not compatible with the national law applied by the

designated Office, that provision shall not apply in respect of that Office for as long as it

continues not to be compatiblativthat law, provided that the said Office informs the

International Bureau accordingly bthfee months from the date of adoption of these

modifications by the PCT AssembIy he information received shall be promptly published

by the International Buia in the Gazette.
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[Rule 49ter.1(e), continued]

[COMMENT: Noting that the PLT has not yet entered into force, it is proposed to
incorporate into the PCT Regulations a provision with the same requirements as under PLT
Article 13(2) and PLT Rule 13(4) an®) (the text of which is reproduced in Annex Ill) so as

to oblige all designated and elected Offices to provide for the restoration of the right of
priority where the earlier application the priority of which is claimed has a filing date which is
not within the period of 12 months preceding the international filing date but falls within a
period of 14 months preceding the international filing dateéf designated Office finds that

the failure to file the international application within the period of 1@nths from the filing

date of the earlier application occurred in spite of due care required by the circumstances
having been taken or, at the option of the designated Office, was unintentidmansitional
reservation provision is included, recogngithhat some national laws will need to be

amended to bring them into line with the PCT Regulations as proposed to be amended.]
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Rule 76

Copy, Translation and Fee Under Article 39(1);

Translation of Priority Document

76.1, 76.2 and 76.3[Remain deleted

76.4 [No change]

76.5 Application ofCertain Rules22.-1(g), 47-1,-49,-49bis-and-51bis

Rules 22.1(g), 47.1, 49, &%, 49%ter and 5bis shall apply, provided that:

(i) to (v) [No change]

[COMMENT: Proposed amendment of Rule 76.5 is consequentiti®@proposed addition
of new Rule 4%er.]

76.6 [Remains deleted]

6 The “present” text shown is that of Rule 76 as amended by tlserbly on October 1, 2002
(see document PCT/A/31/10) and due to enter into force on January 1, 2004.
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Rule 80

Computation of Time Limits

80.1 to 80.7 [No change]

80.8 Time limits Computed From the Priority Date

(a) Where a change in the priority date is causedlis correction onddition of a

priority claim under Rule@6bis1, any time limit which is computed from the previously

applicable priority date and which has not already expired shall be computed from the priority

date as so changed.

(b) For the purposes of computingyatime limit which is computed from the priority

date, if a priority claim does not comply with Rudel0(a)(i) because the date on which the

earlier application was filed was not a date falling within a period ofridhths preceding the

international filng date, that priority claim shall not be taken into account for the purposes of

computing any such time limit except where the priority claim is not considered not to have

been made in accordance with Rakbis2(b)(iii).

[COMMENT: Note that the Workin@sroup, in it third session, has already approved the
proposed addition of new Rule 80.8, to the extent that it deals with the correction and addition
of a priority claim under Rul26bis1, with a view to its possible submission to the Assembly
for adopton at its next session in Septemiigctober 2003 (see the summary of the session
by the Chair, document PCT/R/WG/3/5, paragraph 29). Consequential on the proposed
amendment of Rule 28s.2 (see above), it appears necessary to further amendR18€o) so
as to ensure that a priority claim which does not comply with Rul®(a)(i) (because the date
on which the earlier application was filed is not a date falling within thenbhths preceding
the international filing date) is nevertheless taken into attar the purposes of computing
time limits if that priority claim is, in accordance with Rulel@6.2(b)(iii), not considered not
to have been made (see Raghis2 as proposed to be amended, above).]

[Annex Il follows]
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ARTICLE 13 AND RULE 14 OF THE RTENT LAW TREATY (PLT)
Article 13
Correction or Addition of Priority Claim; Restoration of Priority Right

(1) [Correction or Addition of Priority Clairh Except where otherwise prescribed in
the Regulations, a Contracting Party shall provide for threextion or addition of a priority
claim with respect to an application (“the subsequent application”), if:

() arequestto that effect is made to the Office in accordance with the
requirements prescribed in the Regulations;

(i)  the request is fileavithin the time limit prescribed in the Regulations; and

(ii)  the filing date of the subsequent application is not later than the date of the
expiration of the priority period calculated from the filing date of the earliest application
whose priorityis claimed.

(2) [Delayed Filing of the Subsequent Applicafiohaking into consideration
Article 15, a Contracting Party shall provide that, where an application (“the subsequent
application”) which claims or could have claimed the priority of an eadpgplication has a
filing date which is later than the date on which the priority period expired, but within the
time limit prescribed in the Regulations, the Office shall restore the right of priority, if:

(i) arequest to that effect is made to theiGH in accordance with the
requirements prescribed in the Regulations;

(i) the request is filed within the time limit prescribed in the Regulations;

(i)  the request states the reasons for the failure to comply with the priority
period; and

(iv) the Office finds that the failure to file the subsequent application within the
priority period occurred in spite of due care required by the circumstances having been taken
or, at the option of the Contracting Party, was unintentional.

(3) [Failure to Hle a Copy of Earlier Applicatioh A Contracting Party shall provide
that, where a copy of an earlier application required under Article 6(5) is not filed with the
Office within the time limit prescribed in the Regulations pursuant to Article 6, the ©ffic
shall restore the right of priority, if:

() arequestto that effect is made to the Office in accordance with the
requirements prescribed in the Regulations;

(i) the request is filed within the time limit for filing the copy of the earlier
applicaton prescribed in the Regulations pursuant to Article 6(5);
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(i)  the Office finds that the request for the copy to be provided had been filed
with the Office with which the earlier application was filed, within the time limit prescribed in
the Regulatias; and

(iv) acopy of the earlier application is filed within the time limit prescribed in
the Regulations.

(4) [Feeg A Contracting Party may require that a fee be paid in respect of a request
under paragraphs (1) to (3).

(5) [Evidencé A Contracting Party may require that a declaration or other evidence
in support of the reasons referred to in paragraph (2)(iii) be filed with the Office within a time
limit fixed by the Office.

(6) [Opportunity to Make Observations in Case of Intended Refusakquest under
paragraphs (1) to (3) may not be refused, totally or in part, without the requesting party being
given the opportunity to make observations on the intended refusal within a reasonable time
limit.

Rule 14

Details Concerning Correction ohddition of Priority Claim and Restoration of
Priority Right Under Article 13

(1) [Exception Under Article 13(1)No Contracting Party shall be obliged to provide for
the correction or addition of a priority claim under Article 13(1), where the reqeéstred to

in Article 13(1)(i) is received after the applicant has made a request for early publication or
for expedited or accelerated processing, unless that request for early publication or for
expedited or accelerated processing is withdrawn befa@résithnical preparations for
publication of the application have been completed.

(2) [Requirements Under Article 13(1)(iA Contracting Party may require that a
request referred to in Article 13(1)(i) be signed by the applicant.

(3) [Time Limit UnderArticle 13(1)(ii)] The time limit referred to in Article 13(1)(ii)
shall be not less than the time limit applicable under the Patent Cooperation Treaty to an
international application for the submission of a priority claim after the filing of an
internatonal application.

(4) [Time Limits Under Article 13(2)(a) The time limit referred to in Article 13(2),
introductory part, shall expire not less than two months from the date on which the priority
period expired.

(b) The time limit referred to irArticle 13(2)(ii) shall be the time limit applied
under subparagraph (a), or the time that any technical preparations for publication of the
subsequent application have been completed, whichever expires earlier.

(5) [Requirements Under Article 13(2)()A Contracting Party may require that a
request referred to in Article 13(2)(i):

(i) be signed by the applicant; and
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(i)  be accompanied, where the application did not claim the priority of the
earlier application, by the priority claim.

(6) [Requiements Under Article 13(B)Ya) A Contracting Party may require that a
request referred to in Article 13(3)(i):

(i) be signed by the applicant; and

(i) indicate the Office to which the request for a copy of the earlier
application had been made atie date of that request.

(b) A Contracting Party may require that:

() adeclaration or other evidence in support of the request referred to in
Article 13(3) be filed with the Office within a time limit fixed by the Office;

(i)  the copy of the edier application referred to in Article 13(3)(iv) be
filed with the Office within a time limit which shall be not less than one month from the date
on which the applicant is provided with that copy by the Office with which the earlier
application was fild.

(7) [Time Limit Under Article 13(3)(ii) The time limit referred to in

Article 13(3)(iii) shall expire two months before the expiration of the time limit prescribed in
Rule 4(2).

[End of Annex and of document]
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REPLIES RECEIVED INRESPONSE TO QUESTIONAIRE

Document prepared by the International Bureau

BACKGROUND

1. Atits third session, held in Geneva from November 18 to 22, 2002, the Working Group
considered proposals for amendment of the Regulations under the PCT relating to the
restoration of the right of priority. Noting that there was remgral agreement in the Working
Group as to which of the two criteria for restoration provided for in the PLT, namely, “due
care” and “unintentionality,” should apply under the PCT in the case of determinations by a
receiving Office, it was agreed that th&ernational Bureau should send a questionnaire to all
PCT Offices and Authorities requesting information as to the application of such criteria

under the various national laws and practices. As stated in the summary of the session by the
Chair, documenPCT/R/WG/3/5, paragraphs 20 and 27:

“20. Several delegations suggested that guidance should be provided in the context of
the PCT as to the application of the two criteria, noting that no such guidance was
provided in the context of the provisions conueg the matter in the PLT and that little
information was available as to the present practices of the various Offices. One
delegation suggested that it would be useful to conduct a survey of present practices by
sending a questionnaire to all PCT O#gand Authorities. That survey should seek



2.

PCT/R/WG/4/1 Add.1
page2

information as to the application of the criteria of “due care” and “unintentionality” in
general, that is, not restricted to cases where restoration of the right of priority was
sought, but also in cases, forample, of late payment of annuities, in order to obtain
guidance as to the differences between the two criteria and to assist in the establishment
of guidelines. The questionnaire should also seek information as to the proof required.

[..]

“27. Itwas dso agreed that the International Bureau should send a questionnaire to all
PCT Offices and Authorities requesting information as to the application of such criteria
under the various national laws and practices.”

Revised propads for the amendment of the Regulations, setting out different options

for consideration by the Working Group, are contained in document PCT/R/WG/4/1.

3.

By way of Circular C. PCT 887, dated December 19, 2@B&,International Breau

sent a questionnaire concerning the application of the criteria of “due care” and
“unintentionality” under the various national laws and practices to all national and regional
Offices of or acting for a State party to the PCT. The Annex to this dectumontains the
responses received by the date of this document.

4.  The Working Group is invited to take
note of the content of the Annex.

[Annex follows]
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APPLICATION OF THE CRITERIA OF “DUE CARE” AND “UNINTENTIONALITY”
UNDER NATIONAL PRACTICE IN CASES OF RESTORATION OF RIGHTS:

REPLIES RECEIVED IN RESPONSE TO QUESTIONNAIRE

Question 1: Does the national law and/or practice applicable by your Office in cases of
restoration of rights (that is, not restricted to casesre/hestoration of the
right of priority is sought, and not restricted to the patent procedure) provide
for the application of the criteria of “due care” and/or “unintentionality”? If
so, in which context?

Response by ArmenidThe national law and praicte applicable by our office does not
provide for the application of the criteria of “due care” and/or “unintentionality”.

Response by Australid The Australian Patents Act 1990 and the Patent Regulations contain
provisions for extensions of time undszction 223 and regulation 22.11 (copies attached).
These provisions effectively allow for a restoration of rights when a relevant act has not been
done within time. These provisions allow the Commissioner of Patents to extend the time for
doing an act were the failure to do the act was because of: (i) an error or omission by the
person concerned or his or her agent or attorney (section 223(2)(a)); (ii) circumstances
beyond the control of the person concerned (section 223(2)(b)); or (iii) despipetben
concerned taking due care, as required in the circumstances, to ensure the doing of the act
within that time, the relevant act is not done within time. (Section 223(2A)).

Section223(2A) was introduced in 2002 to bring the Patents Act into compé&awith

Article 12 of the PLT. In practice, there may be significant overlap between these three
provisions. Because of the broader nature of (i), the majority of extensions are granted under
this provision. Some guiding principles used includethe statutory provision to extend

time is beneficial in nature, and should be applied beneficialyyhile the applicant has the
burden of placing before the Commissioner the circumstances which it claims will justify the
grant of an extension of time,ahdoes not amount to a burden of proof and it is not

appropriate that it should be so describedthere must be a casual relationship or connection
between the error or omission and the relevant act that is required to be done within the
stipulated tine. In addition, the applicants for an extension must demonstrate that they had an
intention to do the relevant required act, and that an error or omission on their, or their agent’s
behalf, reasonably could be said to have caused the failure to contpatelévant act in the

time prescribed. These provisions are available for almost any action that is required to be
done within a certain time. Some exceptions where the provisions are not available are, for
example, requests to file a firgistance aplcation, (as opposed to claiming priority);

requests in respect of matters where the Commissioner has bésoohes officio(such as a
request filed after grant to extend the time for filing a notice of opposition (fogpaat
opposition)).”

Responséy Austria: “The Austrian Patent Law applicable by the Austrian Patent Office in
cases of restoration of rights provides for the application of the criterion of “due care”. There
are a limited number of cases where the restoration of rights is not pms3ibe most

important ones are the reinstatement in the time limit for a petition for reinstatement and the
reinstatement into the time limit under Article 4 of the Paris Convention. Section 129(2) of
the Austrian Patent Law indicates all cases wheséoration of rights is not possible”.
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Response by BelarusThe national law and practice applicable by this office in cases of
restoration of rights does not provide for the application of the criteria of “due care” and
“unintentionality.”

Response bBelgium: “The Belgian law on patents of 28 March 1984, published in the
Moniteur Belgassued on 9 March 1985, provides in Article-4Xhe possibility for the patent
applicant or patent owner to have his rights being restored if he has an “excusedégiim

the nonpayment of the annual fee on time. If the Office agrees to restore the right, such
restoration is effective only after the right holder has paid the annual fee within a time limit of
one month from the date of the decision on the restanaifdhe right (Article 412.2)). The
Intellectual Property Office of Belgium considers that such provision does not fall within the
scope of the criteria of “due care” and “unintentionality”. Besides, there is neither a provision
in the Belgian law on atents nor in the practice before our Office providing for the use of
such criteria. Therefore, the answer to the question is nedative.

Response by Bulgaria:Restoration of rights may be requested only in cases when the delay
in meeting of time limitsoccurs because of special unforeseen circumstances (Art. 49 BPL),
that means in spite of all due care reasonably required by the circumstances.”

Response by CanaddNo, Canadian national law and/or Canadian Patent Office practice
does not currently prade for the application of the criteria of “due care” and/or
“unintentionality” in cases of restoration of rights.”

Response by Chind:The Article 29 in our patent law is dealing with priority. There is no
provision in our law dealing with the restdi@n of right of priority. There is a general

provision in our regulation to deal with restoration of rights: Rule 7. Article 29: “Where ,
within twelve months from the date on which any applicant first filed in a foreign country an
application for a Btent for invention or utility model, or within six months from the date on
which any applicant first filed in a foreign country an application for a patent for design, he or
it files in China an application for a patent for the same subject matter, ihenary, in

accordance with any agreement concluded between the said foreign country and China, or in
accordance with any international treaty to which both countries are party, or on the basis of
the principle of mutual recognition of the right of priorityenjoy a right of priority. Where,

within twelve months from the date on which any applicant first filed in China an application
for a patent for invention or utility model, he or it files with the Patent Administration
Department Under the State Couranil application for a patent for the same subject matter ,

he or it may enjoy a right of priority.” Rule 7: “Where a time limit prescribed in the Patent

Law or these Implementing Regulations or specified by the Patent Administration Department
under theState Council is not observed by a party concerned because of force majeure,
resulting in loss of his or its rights, he or it may, within two months from the date on which

the impediment is removed, at the latest within two years immediately following the

expiration of that time limit, state the reasons, together with relevant supporting documents,
and request the Patent Administration Department under the State Council to restore his or its
rights. Where a time limit prescribed in the Patent Law or tHegdementing Regulations or
specified by the Patent Administration Department under the State Council is not observed by
a party concerned because of any justified reason, resulting in loss of his or its rights, he or it
may, within two months from the da of receipt of a notification from the Patent

Administration Department under the State Council, state the reasons and request the Patent
Administration Department under the State Council to restore his or its rights. Where the
party concerned makegaquest for an extension of a time limit specified by the Patent
Administration Department under the State Council, he or it shall, before the time limit
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expires, state the reasons to the Patent Administration Department under the State Council
and go though the relevant formalities. The provisions of paragraphs one and two of this
Rule shall not be applicable to the time limit referred to in Articles 24, 29, 42 and 62 of the
Patent Law.”

Response by the Czech Republithe current Czech Patent LawoN27/1990 Coll., as
amended, contains provision regarding to the Excusing failure to comply with a time limit
(Section 65, (1)):“The Office may excuse failure to comply with a time limit on legitimate
grounds(including “force majeure” circumstances) a party to the procedure so requests
within two months of the day on which the reason for failure to comply has ceased do exist,
provided that the omitted act has been performed within that period and that the
administrative fee in accordance with théereant statutory provisions has been paid.” The
Czech practice under Section 65 is relatively generous towards the applicants and the owners.
We have no problems with regard to the application of this criteria. The failure to comply
with a time limit may be excused at the latest by one year as from the expiration of the period
within which the act should have been performed.”

Response by DenmarkWe only apply the criteria of due care. We apply the criteria of due
care in the context of nenbservane of a time limit. We further apply the criteria on the

entry into national phase. We do not have an instrument of restoration for reestablishment of
priority right, but will have the instrument implemented in our national law within a few
months.”

Respnse by Estonia®There are no provisions in Estonian law concerning the restoration of
the right of priority. Therefore the Republic of Estonia has also no practice in a forenamed
matter. The provisions concerning the restoration of the right of pyiaill be included in

our amended Patent Act which we expect to come into force in April 1,2003.”

Response by the Eurasian Patent Offic¥es, the Eurasian Patent Law provides for the
application of the criteria of “due care” and “unintentionality’aases of restoration of rights.
According to new Rule 39 of the Patent Regulations under the Eurasian Patent Convention,
which is in force as from 01 March, 2002, “rights relating to a Eurasian application or
Eurasian patent which have lapsed as a resuhe failure to respect the time limits

prescribed for performing a particular procedural act may be restored on an appropriate
request by the applicant or patent owner where the Eurasian Office considers that the failure
to respect the time limit has oarred despite all the measures taken by the applicant or patent
owner, which were suitable in the given circumstances, and that the delay was unintentional.”
Those provisions are applicable for majority procedures under the Eurasian Patent Law
excluding he following time limits: -- filing request for restoration of rights:;- claiming

priority right; -- filing certified copy of a previous application- payment of the prescribed
additional fee for a skmonth period of grace for payment annual feerfintenance of the
Eurasian Patent:- filing a notice of opposition under the administrative revocation of the
Eurasian Patent.”

Response by the European Patent OffitEhe EPC does not, in any of its regulations, refer
to the criterion “unintentioality.” For restitutio in integrun( re-establishment of rights)
under Article 122 EPC “all due care” is required.”

Response by Finland:No, the office applies only the criteria of “due care.”
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Response by Francée:The legal basis for restoration aghts in France is Articles L. 513

and R. 51212 of the Code on Intellectual Property (CPI) for drawings and industrial designs,
Articles L. 71210 and R. 7122 for trademarks, and Articles L. 6115 (delay in meeting

time limits), L. 61322 (defect tgpayment of annual fee) and R. 652 for patents. Any right
holder may apply for the restoration of rights in the event a time limit was not respected
during the processing of the application at INPl. However, the restoration of the right of
priority is currently not envisaged in French law (this will change after ratification of the

PLT). While the wording of the different Articles on the restoration of rights is not
homogenous, INPI and caselaw intend to apply identical substantive criteria forghtB.

The restoration of rights in French law is subordinated to the proof of “impeachment”
(“empéchement”) or “legitimate excuse” (“excuse Iégitime”), namely the right holder must
prove that the event which occurred is not due to his will, fault otigegce. The right

holder applying for a “restitutio in integrum” must therefore demonstrate that the unfulfilment
of the formality resulting on the loss of rights was not the result of his will but rather the
result of circumstances which impeded himatzomplish the formality in spite of his due

care (and some form of evidence must be submitted to the Office, such as a medical
certificate, a letter between the right holder and his agent etc.). French law applies therefore
in a cumulative manner bothitgria of due care and unintentionality. The criteria of
unintentionality is not enough on its own.”

Response by Germanytnder German national law, applicable in procedures before the
German Patent and Trade Mark Office, decisions on requests fetaggment are based on

the fault principle The relevant provisions are contained in Sec. 123 Patent Law, Sec. 91
Trade Mark Law, Sec. 21 (1) Utility Model Law, referring to Sec. 123 Patent Law, and in
Sec.10 (6) Designs Law, referring to Sec. 123 (1X%) and (7) Patent Law. Fault
encompasses all negligent and intentional acts or omissions. Negligence must be examined
according to the criterion of due care. For example, pursuant to Sec. 278%4¢n2ence, of

the German Civil CodeRurgerliches @setzbuch)a person acts negligently if he fails to
observe the relevant required standards of care.”

Response by Hungary:The national law applicable by the Hungarian Patent Office in patent
procedures and in other industrial property procedures gesvior the criterion “without

fault.” According to this criterion the request for restoration of rights must state the grounds
of failure to comply with a time limit and the circumstances showing that the failure occurred
without fault. In our view thiscriteria corresponds to the criterion “unintentionality.”

Response by India®As per our National law there is no provision for the restoration of right
of priority. However, as an usual practice being followed in the Patent Office, India, under
section 135 of the Patents Act, 1970, the restoration of priority is allowed if the same is made
within 12 months from the date of filing of the basic application from which priority is

claimed for the criteria “unintentionality” or “due care.”

Response by Ind@sia: “No, the national law and/or practice does not provide both criteria.”

Response by Israelil. Priority Right lost by failure to file application in priority period.

2. Priority Right lost by failure to file priority claim in time allowed. 3.ights in

international application lost by failure to enter national phase in time allowed. 4. Rights in
application lost by failure to reply to Office Action and consequential refusal. 5. Rights in
application lost by unauthorised withdrawal of applicat 6. Patent Right lost by failure to
renew patent in time.”
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Response by JaparfThere are some provisions in the Japanese patent law which contain the
phrase‘due to reasons outside control of the applicant or the owner of thé rghith is
consideed to be interpreted as similar to but deferent fratue caré mentioned in your

Question 1. Section 112bis(1) of Patent Law§storation of patent right by late payment of
annual fees”):“Where the patent right is one which was deemed to have beegyeshed

under Section 112(4) or (5) or which was deemed never to have existed under Section 112(6)
and the owner of the extinguished patent right is unable to pay an annual fee and surcharge
belatedly within the time limit for late payment under Sectidr?(1) due to reasons outside

his control, he may pay the annual fee and surcharge referred to in Section 112(4) to (6)
within 14 days (where he is a resident abroad, within two months) from the date on which the
reasons ceased to be applicable but netr ltan six months following the expiration of the

said time limit” (Ref. “Outline of Industrial Property Systems; JAPAN Patent Law
http://www.jpo.go.jp/index.htm). Section 121(2) of Patent L@Wial against examiner’s
decision of refusal”):“Where,due to reasons outside his control, a person is unable to
demand a trial under the preceding subsection within the time limit prescribed therein, he
may, notwithstanding that subsection, make the demand within 14 days (where he is a
resident abroad, withitwo months) from the date when the reasons ceased to be applicable
but not later than six months, following the expiration of the said time limit.” (Ref. “Outline

of Industrial Property Systems; JAPAN Patent Cawtp://www.jpo.go.jp/index.htm).

Sectia 173(2) of Patent Law (“Time limit for demand for retrial”): Where, due to reasons
outside his control, a person is unable to demand a retrial within the time limit prescribed in
the preceding subsection, he may, notwithstanding that subsection, neadkentiand within

14 days (where he is a resident abroad, within two months) from the date when the reasons
ceased to be applicable but not later than six months following the expiration of the said time
limit.” (Ref. “Outline of Industrial Property System3APAN Patent Law
http://www.jpo.go.jp/index.htm). Section 4 of the Patent Law Enforcement Order (Section
67bis(3) of Patent Law) (“Registration of extension of term of patent rightlfthe

application could not be filed within 3 months followingetihendered date of the disposition

due to reason beyond control of the applicant, the application must be filed within 14 days
(where he is a resident abroad, within 2 months) after the extinction of said reason (or within
9 months following the renderechte of the disposition, whichever period expires earlier).”
(Ref. “Examination Information; Examination Guidelines for Patent and Utility Model in
Japan; Part VI Patent Term Extension” http://www.jpo.go.jp/index.htm).”

Response by the Republic of Korédrticle 16 [Invalidation of Procedure]; (2) When a
patentrelated procedure has been invalidated under paragraph (1), if the delay of the time is
deemed to have be@aused by reasons not attributable to a person who received an

invitation to amendthe Commissioner of the Korean Intellectual Property Office or the
President of the Intellectual Property Tribunal may revoke a disposition of invalidation at the
request of a person who received an invitation to amend within fourteen days from the date on
which the reasons for the delay ceased to exist. However, this provision shall not apply where
one year has elapsed after the designated period expires.” Article 17 [Subsequent Completion
of Procedure]: “If a person who initiated a pateatated proced@rhas failed to observe the

time limit for requesting a trial under Article 132ter, or the time limit for demanding a retrial
under Article 180(1for reasons not attributable to himselfe may subsequently complete

the procedure that he failed to condugthin fourteen days after said reasons ceases to exist.
However, this provision shall not apply in a case where one year has elapsed after said period
expires.” Article 8bis[Recovery of a patent application or patent right by late payment of

the patenfees]: “(1) If a patentee or any person wishing to register a patent right has failed to
observe the time limit for late payment of the patent fees under Articled®(@)o any cause
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not attributable to himselhe may make late payments of the patiests within fourteen days
after said months has elapsed after said period expires under Article 81(1).”

Response bthe Kyrgyz Republic:“The Kyrgyz Republic Law provides restoration of the

right of priority and of patent procedure and determines differerms depending on

particular cases. Particularly, term of restoration of the right of priority is two months since
the date of missed term expiry. However, national law does not distinguish the criteria “due
care” and “unintentionality” during restdran of applicant’s rights in general and restoration
of the right of priority in particular.”

Response by Latvia:Latvian Patent Law (as well as Trademark Law and Designs Law) does
not contain such expressions as “due care” or “unintentionality.” Ratent Law provides for

a restoration of rights in cases when patent maintenance fee is not paid in due time or an
applicant has not replied to some invitation of examiner or has not paid any procedural fee in
due time. These provisions are Article 12&nd 12(8) of the Patent Law: Art. 12(7):

“ ...The annual maintenance fee must be paid before the beginning of the next year of
payment. If the fee has not been paid within due time period, but the patent owner pays it,
together with an additional fee,ithin the following six months, the patent shall be

considered as maintained in force.” Art. 12(8): “The terms ... may be renewed, if the request
for the renewal has been received no later than six months after the expiration of the
prescribed term anthere has been due cause for nobservancef the term. An additional

fee must be paid for ...renewal of terms.” In practise it is sufficient if a patent owner or an
applicant just give some explanation of robservance of the terms (for example, he/sae h

not received a letter form Patent Office, he/she has been in hospital, and the like).”

Response by Lithuanid In practice of our Office, there were no cases for the application of
these criteria.”

Response by MadagascalThe expressions “due car&hd “unintentionality” do not appear

in the national legislation. However, the national legislation states that “any person who
cannot respect legal time limits because of “force majeure” and who, as a result, loses a right
related with a patent appligah or with a patent already granted may ask for the restoration

of that right if evidence concerning the failure is furnished.” (Article 33.1 of Ordinance no 89
019 of 31/07/89). “The request for restoration shall be submitted to the Office in written fo
within a time limit of two months after the end of the “force majeure”. The request shall be
justified and it shall clearly and precisely mention the “force majeure” which impeded the
respect of a time limit under this decree.” (Article 58.1 and 2 eti2e no 92893 of

02/12/92).”

Response by MoldovaThe Republic of Moldova legislation provides ftre restoration of
applicant/owner rights for every patent procedure (except for withdrawn applications),
including for patent restoration in case ofmpayment of the prescribed maintenance fee,
within six months after the expiration of the failed time limit. This possibility of restoration is
applied to every case without any restriction, regardless of the reason for the failure to comply
with the time limit. After the expiration of this six months time limit, the national legislation
provides the further reinstatement of rights for cases in which the loss of rights occurred in
force majeurecircumstancesSuch provisions apply to: (a) every cagdalure co comply

with the time limit for a procedure in respect to an application; (b) in case of failure to
comply with the time limit prescribed for payment of the maintenance fee; (c) in case of
failure to claim a priority; (d) in case of failut® present a copy of the earlier application
(where a restoration of the rights of priority is sought). As regards points (a) and (b), the
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legislation provides the application of both criteria (“due care” and “unintentionality”), as for
(c) and (d)- thecriteria of “unintentionality.”

Response by Monacd:Monégasque law no 606 on patents of invention, dated June 20, 1955,
do not mention the criterion of “due care” and “unintentionality”. In practice, the Division of
Intellectual Property applies theitaria of “legitimate excuse” (“excuse légitime”) in order to
restore the rights of the owner, for instance in the case of a delay in the payment of annual
fees.”

Response by MongolidYes”

Response by the NetherlandS:he national law of the Netheahds provides only for the

criterion of “due care,” but the criterion “due care” implies that the loss of right was not
intended. (Intentionally not observing a time limit can never lead to restoration in the
Netherlands).Article 23, paragraph 1 of theatent Act of the Kingdom 1995, states that
restoration of rights is only possible if a time limit is not observddspite taking all due care
required by the circumstancésArt. 23 of the Patent Act of the Kingdom 1995, first

paragraph reads: “1. [flespite taking all due care required by the circumstances, the
applicant for or proprietor of a patent or the proprietor of a European patent has not been able
to observe a time limit with respect to the Office or the office referred to in Article 99 [MvdB
industrial property office in the Netherlands Antilles], he shall, at his request, have his rights
re-established by the Office, if failure to observe the time limit pursuant to this Act has
directly led to the loss of any right or means of redress.”sMoequently, restoration is
requested because a patent annuity was (unintentionally) not paid in time, leading to the loss
of the patent.”

Response by New Zealand: “The criterion of “unintentionality” is provided for in sections
35(1), 36(1) and 37(f the New Zealand Patents Act 1953. Section 35 deals with the
restoration of lapsed patents, section 36 deals with the restoration of applications for patents
that have not been sealed and section 37 deals with the restoration of applications that have
not been accepted. The criterion of “unintentionality” is also provided for in our informal
process for allowing late entry into national phase. This process is outlined in The Intellectual
Property Office of New Zealand Information for Clients No. 8 is$oa 29 September 1999.

The Trade Marks Act, 1953 and Designs Act, 1953 do not contain the criteria of “due care”
and/or “unintentionality”. The criterion of “due care” is not provided for in the New Zealand
Patents Act 1953. However, the criterion diife diligence and prudence” is present in

section 93. This section allows the Commissioner of Patents to extend the time for filing a
convention application or complete after provisional application provided the applicant has
shown due diligence and pruatee in their attempts to have the application filed on time.”

Response by NorwayWith the exception of time limits for right of priority and the appeal
procedure, the applicant for a patent who has failed to comply with a time limit prescribed in
or pusuant to the Patent Act and who thereby has suffered loss of rights shall, upon request,
have his rights restored if he can prove that he or his representative hasltiathes care

which may reasonably be required. This provision applies correspondmglpatent holder

who has not paid the annual fee within the prescribed time limit.”

Response by the PhilippinesPertinent Philippine laws and regulations do not categorically
provide for the criteria of “due care” in case of restoration of righlatiee to national patent
applications. On the other hand, the term “unintentional” is mentioned in Rule 306.4 of the
Rules and Regulations on Inventions, wherein a priority claim may be submitted even after
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the filing of the application provided thatig accompanied by a declaration of the applicant

that the delay in the submission was not intentional. Further, in practice, an application that is
deemed abandoned and withdrawn may be revived if the reason for failure to prosecute on
time is due to frad, accident, mistake or excusable negligence( Rule 930 Rules and
Regulations on Inventions ).”

Response by PolandThe new Industrial Property Law (in force since August 22, 2001)
provides for two categories of cases of restoration of rights: (a¥taliespect of non

restorable time limits fixed by the statute itself, and (b) relief in respect of time limits fixed
by the Patent Office in the course of protection granting proceedimg®spect of non
restorable time limits, the Law provides thatcase of failure to observe the time limit, the
respective right may be restored provided that relevant proof is furnished by the interested
party in evidence that neabservance of the time limit concerned has been caused by an act
of God (force majeur) This rule is applicable in particular in respect of the following

rights: - for furnishing the original copy of the patent application transmitted by means of fax,
which is required for preserving the priority right;for submitting a request for thextension

of the trademark registration for subsequentyear periods;- for the payment of the

renewal fee for a subsequent protection periothr submitting a request for restoration of

the time limit for payment of the fee concerned. In this gaty of cases the criterion of “due
care” prevails in practice. In respect of time limits fixed by the Patent Office in the course of
protection granting proceedings, the respective rights are restorable in caseaifsernance

of the relevant timdimit, provided that a party provides a plausible explanation that non
observance has been without fault on its part. Although the applied criterion is not expressly
named in the above presented provisions of the Polish IP Law, the criterion that prevails in
practice is closer to “due care,” rather than to “unintentionality.”

Response by PortugalAt the moment, the Portuguese law has only restoration of rights for
late payment of annuities (article 2&4). As from £'July 2003 the new Portuguese law
provides the restoration of rights (article 8) with the application of the criteria of “due care.”
This provision doesn’t comprise the restoration of the right of priority.”

Response by the Russian Federatié@ur patent law in cases of restoration ofhitg

provides for the application of the criteria of “reasons beyond the applicant’s control”
(article19(2)) and “valid (justifiable) reasons for the delay” (article 21(12)) which are similar
to “due care” and “unintentionality” respectively. “For reasdreyond the applicant’s

control” - where the applicant claiming Convention priority cannot for reasons beyond the
applicant’s control, be filed within 12 months from the filing date of the prior application, the
time limit may be extended. “Valid reasoft the delay- is applied in many cases, for
example, for the restoration of rights where the applicant has failed to furnish the additional
materials required by the examiner, within the prescribed time limit.”

Response by Saint LucidWe are presety in the process of completing our Patents
Regulations. We therefore have not had any experience in the area in question.”

Response by Singaporéila. Under our Patents Act and Rules for example, provisions on
restoration of patent rights are availablLb. Although the criteria is not “due care”, the term
“reasonable care” is applied for restoration of lapsed patent cases. 1c. Please find attached,
an extract from our Patents Act and Rules containing our restoration provisions [Section 39,
Rules 8 & 53A] and those on extensions of time provisions [Section 110, Rules 100, 108

& 109]. 1d. It would be noted that under our restoration provisions, rule 53A only has an
“unintentional” requirement. Rule 53A applies only to a restricted number of cabésh
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fell under our transitional provisions when we introduced the revised patent system in 1995.
le. On extensions of time, there are varying levels of consideration. In general practice, one
could say that the “unintentional” test applies, thabisay, the delay or omission was not
deliberate.-- The first group of time periods is not extendible. [Rule 108(2)]In the second
group of time periods, extensions of time are sought in writing without use of a form or
payment of fees. The decisido extend time in this group is discretionary. [Rule 108(1)].

The third group of time periods are extendible if extensions have not be granted previously,
and that the request for extensions is made within the period for which extension is sought
andthat extension sought does not exceed 3 months. Such extensions are granted as soon as
the relevant forms and fees are paid. [Rule 108(3)[The fourth group of time periods is

related to the time periods mentioned in the third group. The fourth gapppes when the
conditions in the third group are not met. In such cases, the Registrar may ask the Applicants
would to furnish a statutory declaration or affidavit to support his extension request, over and
above the filing of the form and fees. Thedalsion to extend time in this group is

discretionary. [Rule 108(4) to (6)].”

Response by the Slovak Republithe Industrial Property Office of the Slovak Repubilic, in
cases of restoration of the right of priority, applies only criteria “due caket No. 435/2001
Coll. on Patents, Supplementary Protection Certificates and on Amendment of Some Acts
(The Patent Law) explains application of the criteria “due care” in Article 36, paragraph 5.”

Response by SlovenidThe criterion of “due care” is useachiArticle 68 of Industrial

Property Act (Official Gazette RS, No. 45/01 and 96/02), hereinafter referred as IPA on
restitutio in integrum. Paragraph (1) states that a party to the proceedings before the Office
who, in spite of all due care required by tbiecumstances having been taken, was unable to
observe any time limit set out for the obligations required by the Office in accordance with
IPA and the executive regulations issued pursuant to IPA, may request, on the basis of
justifiable reasons, to haves rights reestablished if the neobservance had the

consequence of causing the deeming of the application, or of any request, to have been
withdrawn, or the rejection or refusal, or the loss of the right. The provisions of this Article
follow the provisions of Article 122 of the European Patent Convention”.

Response by SpairfArticle 25 of the Law 17/2001, December, 7, on Trademarks, provides
only for the application of the DUE CARE criteria. This Article is also applicable to patents.
Nevertheles, the right of priority is excluded of restoration of riglits.

Response by SwedefiYes, only due care. All due care required by the circumstances has to
be observed by the patent holder or the applicant and by the agents involved.”

Response by TurkeyPartially Yes, our national law provides ngrayment of the yearly
annuities for reasons of Force Majeure for the reinstatement of the rights under Article 134.
“Article 134: Where a patent right terminates for apayment of yearly annuities; wittme

holder of the patent bringing evidence of force majeure for reasons of which the said fee
could not be paid, the patent shall be revalidated. The claim related to force majeure shall be
put forward within six months as from the publication, in thel&th, of the announcement
pertaining to the termination of the patent right. The patentee’s claim related to force majeure
is published in the bulletin. The parties interested may express their observations on the
matter within one month as from the datiepublication. The patent shall be revalidated upon
the decision of the Institute. The revalidation of a patent shall not affect the acquired rights of
third parties who have secured such rights as a result of the termination of the patent right.
The rights of third parties and the scope of such rights shall be determined by the court.
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Where a patent is revalidated, the holder of the patent shall be obliged to pay the fees he failed
to pay and the additional fees.”

Response by the United KingdorfiWWe do not apply the criteria of “due care” though we do
apply the criteria of “reasonable care” in the cases of applications to restore patents which
have ceased because of a failure to pay a renewal fee. Section 28(3) of the Patents Act 1977
provides: “Ifthe comptroller is satisfied that the proprietor of the patent took reasonable care
to see that any renewal fee was paid within the prescribed period or that that fee and any
prescribed additional fee were paid within the six months immediately followiegnd of

that period the comptroller shall by order restore the patent on payment of any unpaid renewal
fee and any prescribed additional fee.” We have no specific provisions in our law which
provides for the restoration of a patent application. Howewde, 110(4) of the Patents Rules
1995 allows the Comptroller to extend certain times or periods prescribed in our patents rules
for doing an act or taking any proceedings. Where an application has been treated as
withdrawn because of a failure to meethbua time or period, and the Comptroller agrees to
extend that time or period, the application will be reinstated provided the applicant completes
the required action within the time or period as so extended. Rule 110(4) allows the
Comptroller to extend aime or period if she “thinks fit.” Therefore she has wide discretion

to apply whatever criteria she wishes. In practice, when assessing extension requests under
the rule it has been our policy to allow such requests if we are satisfied that theasybpblac!

a “continuing underlying intention” to proceed with the application. This principle is based

on precedent established in an Office decision on an earlier extension request and is similar to
the criteria of “unintentionality.”

Response by the Ueil States of America’Yes. The national law and practice of the United
States provides for the application of the criteria of “due care” and/or “unintentionality” in
certain cases involving restoration of rights. U.S. statutorydapresslyrovides br the
application of the criterion “unintentionality” with regards to the restoration of rights
involving: A. patent applicationshat have become abandoned for failure to timely submit:
1) a propereply to an outstanding Office action or notice (3B 41(a)(7)); 2) payment of
the issue or publication fee (35 U.S.C. 41(a)(7) ); 3) notification of a filing in a foreign
country or under a multilateral international agreement subsequent to the submission of a
nonpublication request (35 U.S.C.122(b)(B) (iii)). B. patentghat have expired for failure

to timely pay the maintenance fee (35 U.S.C.41(c) (1) )reExamination proceedindbat

were terminated for failure to timely file a proper response (35 U.S.C.41(a) 97) ). U.S.
statutes also prosle for restoration of rights caused by “unavoidable delay” in the cases
identified above (' with the exception of the failure to timely submit the notification specified
inA.3).35U.S.C.41 (c) (1), 133 and 151.Though the criterion of “due care” isxpessly
identified in these statutes, a consideration of “due care” is relevant to the determination of
whether a delay was “unavoidable” within the meaning of the statutes, as further explained in
the Response to Question 2.”

Question 2:  (only applicalte if the answer to question 1 is “yes”)What does “due care”
and/or “unintentionality” mean under the national law and/or practice
applicable by your Office?

Response by Australid:Section 223(2)(a) (“error or omission”) perhaps equates closest to
“unintentionality” whereas section 223(2)(b) (“circumstances beyond the control of the
person concerned”) and section 223(2A) (“due care”) possibly equates to “due care”.
Deliberation or mistake in judgment fall within the scope of s223. An error or oanissay
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include a breakdown in procedure or a failure to exercise due diligedbekays by post and
courier constitute the major source of extensions under section 223(2)(b) (“circumstances
beyond the control of the person concerned”). In some situasiskaess or accident satisfy

the requirement of this paragraph, e.g. if an applicant prosecuting his or her own case
becomes ill, the probability is that he or she would be entitled to an extension. On the other
hand, if a technical assistant to a firmAttorneys missed a time limit owing to an illness, it
would be expected that the firm would have made arrangements accordingly, in anticipation
of this kind of occurrence. If not, it would appear that whereas error or omission might be
involved, circumsinces beyond control would not. In effect, section 223(2)(b) fecé

majeuré provision. A “force majeuréis outside the control of the person concerned and
something that could not have been avoided by that person’s exercise of due care. Agvarticul
issue here is the effect of Bankruptcy. A sequestration order is made as the culmination of a
sequence of events which the applicant could have avoided with the exercise of ddue care
consequently becoming bankrupt is not a circumstance beyond cortinot the meaning of
section 223. Subsection 223(2A) (“due care”) brings the Patents Act into compliance with
Article 12 of the PLT. This subsection provides that where, despite the due care of the person
concerned, a relevant act is not done within tisued the person files an application for an
extension of time within the prescribed period, the Commissioner must extend the time for
doing the act. Unlike subsections 223(2)(a) or 2(b), there is no discretionary power to be
exercised. Also the time faloing a relevant act can only be extended under subsection
223(2A) after the time period has expired. Subsection 223(2A) is only applicable in limited
circumstances. It is of narrower scope than the provisions of subsection 223(2)(a).
Extensions of tire under subsection 223(2A) would only arise where the person concerned
had appropriate systems in place and did everything that could reasonably be expected to
ensure the relevant act was done and despite that, a relevant act was not done in time. A
reasmable enquiry is whether the systems or mechanisms put in place were appropriate to
ensure the relevant act was performed in time. If the person concerned did not have adequate
systems in place or had not done everything reasonably possible to ensteletaat act was
done in time, an extension under section 223(2A) would not be appropriate. To date, there
have been no applications for extensions under section 223(2A), and no judicial interpretation
of the meaning of “due care” in this provision.”

Reponse by Austria*Due care means that a person is prevented by an unforeseeable or
unavoidable event from observing a time limit.”

Response by Bulgaria:Under the national law and practice the Patent Office reinstate the
rights of the applicant if hevas unable to observe the time limit in spite of all due care
reasonably required by the circumstances that were unforeseen and accidental. These
circumstances have to be an obstacle that could be not foreseen by the applicant.”

Response by DenmarKD ue care: The non observance of a time limit vis a vis the Patent
Authority prescribed by or provided for in our law, that causes a loss of rights to an applicant
who has taken all due care reasonably required. The claim for restoration can normally only
be accepted when it is well documented that full reliable office routines are set in place and
these routines are being handled by qualified staff and a double checking system are set in
place. The nofobservance of a time limit is caused by a human rkisia spite of the

system set in place.”

Response by the Eurasian Patent Offi¢kn view of deficiency of practice for application of
the two criteria the EAPO exercise “healthy common sense” in determination whether or not
the required care has beereesised and noebservance of a time limit was unintentional.
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Now, in any case at filing request for restoration of right by the applicant, the EAPO requires
to submit a proof that nenbservance of a time limit was caused in spite of all measures taken
by the applicant and/or indicate a cause of fmtrservance of a time limit in the case of
application of criteria “unintentionality”. Where the EAPO finds that the all measures taken
by the applicant took place actually and/or the cause ofaotzservancefathe time limit was

not dependant on the applicant, the rights will be restored.”

Response by the European Patent Offitieis believed that there is no difference between

“due care” “all due care”. No definition of the criterion “all due care” i®pided in the

European Patent Convention or its Implementing Regulations. It follows that the
interpretation of its criterion is based on board of appeal case law. The case law has
established that all due care is considered to have been takendongiiance with the time

limit results either from exceptional and unforeseen circumstances or from an isolated mistake
within a normally satisfactory monitoring system. A mistake of law, particularly one

regarding the provisions on notification and calcigiatof time limits, does not, as a general

rule, constitute grounds for testablishment of rights.”

Response by Francé:Unintentionality: The procedure of restoration of rights should not be
considered as a right of repentance for the right holder wtemded to abandon his right and

to recover it after the end of the required time limit. The unfulfilment of a formality within

the required time limit by a right holder resulting in the loss of his right cannot benefit from
the procedure of restoratiaf rights when such an action was made on purpose. For
instance, a firm holding a patent and assisted by a patent agent decides not to pay its annual
fee because it cannot exploit that patent. That firm will not be in a position to apply for the
restoraion of its right because it could find a licensee after the end of the time limit for
payment of the annual fee. The Office would always examine all elements of evidence
submitted to it in order to turn down any possible unintentionality . When the©ii

convinced that the right holder did not want to abandon his right, it will then examine if he
acted in due care so as to impede the loss of the right. Due care: The statement over the
circumstances which resulted with the unaccomplishment of e limit must prove that the
right holder has taken all necessary steps to rightly manage his Hgfitthe right holder ask
another person to manage his right, such a person should be a professional (patent agent,
lawyer, industrial property unit ad firm) and the right holder must have given that person the
ability to properly fulfil his duties. The Office requires then some evidence concerning the
profession of the person in charge of managing the right and who is alleged to be responsible
for thedefault. That person should be able to present his comments on the matter. A default
committed by an agent who is not professional or by an agent working for the right holder
when this one is a firm could not be considered by the Office as “excusenéfiif there is

not also proven that the said person had some competence in the field of industrial property.
On the other hand, the Office could consider as an “excuse |égitime” the fact that a patent
agent committed a default when carrying on his tasks on the ground of internal reorganization.
- if the right holder manages himself her/his right, the Office would examine the particular
circumstances of the case and would dismiss any evidence of undue care. For instance, the
inventor who manages higghit alone could invoke her/his health problems (submission of a
medical or hospital certificate required) as an “excuse Iégitime.” On the contrary, the Office
would dismiss the restoration of the right if the right holder says he was on holidays oethat h
did not know about the time limit for payment of the annual‘fee.

Response by GermanyThe standard applied to the due care requirement is the customary
diligence which a prudent party to the procedure would have exercised in the concrete
individual case. In this context, the following must be considered:he nature of the
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defaulting party (The degree of strictness of requirements depends on whether the party is an
individual applicant, the patent department of a big company or an attorney. §heseds
diligence required is based on the diligence that may objectively be expected from a
comparable prudent person in the individual case.All circumstances of the case. In this
connection, the fault principle applies (as explained in respegtie$tion 1). This means that

the defaulting party must prove that the polbservance of the time limit occurred despite
exercise of due care.”

Response by HungaryThe Hungarian national law does not define the criterion “without
fault,” so it depend®sn the discretion of the Office to judge in the particular case whether the
failure occurred without fault. The criterion “without fault” means under the practice of the
Hungarian Patent Office that if the grounds and circumstances stated in the fequest
restoration of rights are made likely and provided that these are considered to be justifiable,
the request is admissible.”

Response by India‘There is no specific provision. Applicant is required to prove that he has
taken “due care” and the omiss is unintentional.”

Response by IsraelThe above terms as such do not appear in the Israel Patent Law. Each
procedure for restoration of rights has its own criteria defined by law or practice (see Q.4
below).”

Response by JaparfWhile the Japange industrial property laws do not provide for either of
those criteria as explained above, under them, the criteribreaSons outside control of the
applicant or the owner of the righhas been interpreted as follows. @bjective reasons

such as ntaral disasters (e.g.: damage on a house/building due to a big earthquake, flood,
heavy snow, or destructive storm; disconnected communication lines; and block on
transportation). (b) The prescribed procedure was not carried out in spite of the duaidare p

by the party concerned who has a normal level of alertness (e.g. serious diseases; destruction
of documents by fire; and unexpected errors in the mailing service).”

Response by the Republic of Koréahe KIPO does not use the same terminologycie
car€ or “unintentionality to recover a patent right or a patent procedure. However, | think
that the KIPO also applies similar principle witbife caré as shown at Question 1 in cases
of restoration of any patemelated procedure or rights. It witle set forth at Question 4 in
detail.”

Response by the Republic of Moldova&he national legislation allows the possibility of
restoration of the rights iforce majeuresituations as from August 2001, after the ratification
by the Republic of Moldovaf the PLT. For the time being, the legislation does not define
the criteria of “due care” and “unintentionality,” each case being examined and treated
individually.”

Response by MonacdThe term “legitimate excuse” means any serious impeachment,
independent from the will of the patent owner, which impeded that owner to proceed with the
required formalities (“force majeure”, legal, financial or administrative obstacles, mistake by
the agent, etc.).”

Response by MongolidThe criteria “due care” is ued in accordance with Article 26(4) of
the Patent Law of Mongolia.”
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Response by the Netherland®ue care” or more specific “despite taking all due care

required by the circumstances” means thathe patentee, or third persons deployed by him,
keepshis own administration of time limits which have to be respectedyithin this
administration, time limits have to be creskecked independently. This cresseck must be
build in the administrative system, because even well educated, properly tesded

accurately working personnel/staff can sometimes make a mistakiee letters of the Office,
reminding that a time limit is due, are legally treated as albiowling, free service. Itis not
considered a valid argument if the patentee claimsttieteminder of the Office did not

reach him. These letters are sent by regular mail, so it is not 100% guaranteed that the letter
arrives at the address of the patentee.”

Response by New Zealand: “Unintentionalityet done or made or performed withijpose
or intent. Due diligence and prudeneeightful, earnest and constant effort and caution with
regard to practical matters.”

Response by NorwayThe interpretation of the conception “due care” is rather strict
regarding the attention shown byethpplicant and/or his representative.”

Response by the PhilippinesSince the rule does not define “unintentionality”, the same
must be taken in its ordinary context. Hence, it contemplates that the delay is not willful or
deliberate. The criteria dfaud, accident or excusable negligence under Rule 930 may be
used to determine whether or not the delay is unintentional.”

Response by PolandDue care” means that in case of failure to observe a{imé the

applicant is expected to show his noirigat fault or that he has not acted negligently. In

case of norrestorable timdimits the applicant is supposed to produce evidence that non
observance of the timkmit was caused by exceptional occurrences, which were

unpredictable and unavoidablethre circumstances, and incapable of being remedied with

any available meandn case of restorable tir@nits the applicant is not expected to provide
any evidence showing his not being at fault, but only to make plausible the occurrence of the
facts orcircumstances that prevented him from observing the-timg. “Unintentionality”

does not involve any need for the applicant to produce evidences or make the facts plausible.
What suffices is his statement of his inability to observe the time limit.”

Response by the Russian Federati6fur reasons beyond the applicant’s control:”

- emergency, force majeuraatural disasters, hostilities, irregularities in the mail service etc.
“valid reasons for the delay:” various reasons such as an applicantsedse, his business
trip, loss of the documents, deficiency in the work of technical service etc.”

Response by Singaporé2a. These terms “due care,” “reasonable care” and/or
“unintentionality” are not specifically defined in our Patents Act and Ruldéswever, since

the UK Patents Act also contains a similar requirement in its restoration provisions [UK
Section 28], the law and practice in UK on the term “reasonable care,” would be persuasive
but they are not binding2b. On “unintentionality,” onavould refer to the ordinary meaning

of the word in the absence of any express statutory definitions or precedents i.e. not
deliberate.”

Response by the Slovak Republitinder the national law the term “due care” means such
action of the applicant whomn(spite of his effort) the impatrtial facts (such as illness,
irregularities in the mail service, failure of electronic means and so on) avoided perform the
act with the Office in prescribed time limit.”
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Response by SlovenidThe criterion of “due carefs considered in the light of each
individual case of noirtompliance with the time limit, taking into account specific
circumstances of the case. A general definition of that term would be “an appropriate care
that should be taken under circumstancesefdase by average reasonably capable
applicant/owner or professional representative.”

Response by Spairf’Due care’ means that the applicant or the owner must act with the
reasonable vigilance under the circumstances, and this is something that rmpusidx
accurately.”

Response by SwedefAll due care has been observed if the responsible person has made
arrangements in good time to perform the omitted act at the Patent Office within the
prescribed time limit. However, an unexpected event hasgoterd him from performing this
actin time. An example of such an eventis a sudden iliness. An isolated mistake by a
person at a patent agency with a well functioning system can be accepted if this person is
carefully trained and supervised by the aigen

Response by the United KingdortReasonable Cate- This term is not defined in our

patents legislation (i.e. The Patents Act 1977 and The Patents Rules 1995). In determining
whether a patentee has taken reasonable care, the Office looks to kaplpdrand

precedents set in decisions on past cases, particularly decisions by the Patents Court on
appeals against Office decision, such decisions being binding on us. The following is a
summary of the key precedents we rely on. (a) The words “reasmnale” do not need
explanation. The standard is that required of the particular patentee acting reasonably in
ensuring that the fee is paid. (b) A patent is a valuable item of property and a proprietor is,
therefore, expected to set up a payment systdach contains more safeguards than would be
needed to ensure the payment of an ordinary commercial debt. (c) In delegating responsibility
to an employee to pay renewal fees, a proprietor must ensure that that employee is properly
trained and is issued Wi clear instructions. Where a competent, experienced and reliable
employee fails to pay a renewal fee the proprietor should not be held to have failed to have
taken reasonable care. However, it has been held that a failure by a senior employee (the
“directing mind”), with overall responsibility for maintaining patents in force, would
constitute a failure to take reasonable care. (d) If a patentee placed responsibility for paying
renewal fees in the hands of a professional body such as a patent agamcgroruity paying
agency, an error by that body, which resulted in a renewal fee not being paid, would not
constitute a failure by the proprietor to take reasonable care, provided the proprietor did not
contribute to the failure. (df a proprietor faikd to receive a renewal reminder from his

agent or this Office because he did not provide the agent or this Office with an up to date
address then that would constitute a failure to take reasonable care on the part of the
proprietor. (f) Where a proprietas prevented from paying a renewal fee because of ill health
then he would not be regarded as failing to take reasonable care though severe mental strain
or being physically run down would not be a sufficient basis for allowing restorationf &g)
proprietor took a conscious decision to abandon a patent and then changed his mind after it
had ceased it would not be possible to claim that he took reasonable care to pay the renewal
fee. (h)Lack of funds to pay a renewal fee would not necessarily prectadtoration so long

as the proprietor could demonstrate that he intended to pay the fee, attempted to avoid
impecuniousity, made diligent efforts to obtain financial assistance and was prevented from
paying due to circumstances beyond his contf@oninuing Underlying Intentioh— The
precedent case, referred to above;lé&atex Group Ltd’s ApplicationA copy of the decision
issued on that case is attached. Unlike decisions of the Courts, the views expressed by the
Hearing Officer are not binding atme Office. Nevertheless, the Hearing Officer's comment
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that for discretion to be exercised in the applicant’s favour there must have been a “continuing
underlying intention” to proceed with his application is considered a forceful principle which
has ben applied in subsequent cases when determining whether to allow extension requests.
In his decision the Hearing officer held that to allow an extension on the basis of a change of
mind by the applicant would be a massive assault on public certainty whimhid be

resisted. Moreover, if extensions were allowed, where there had been a change of mind, it
would not be clear when it would be appropriate to exercise discretion against an applicant.”

Response by the United States of Ameritda*unintentionality” “Unintentionality” is a

criterion applied pursuant to U.S. statutes in determining whethetdlagin submitting a

required submission that resulted in abandonment of a patent application, expiration or lapse
of a patent, or termination of a re@xination proceeding will be excused and rights restored.
Delay resulting from a deliberately chosen course of action on the part of the applicant or
patent owner is not an "unintentional” delay within the meaning of the statutes. See
MPEP711.03 (c). Were, for example, an applicant deliberately permits an application to
become abandoned (e.g., due to a conclusion that the claims are unpatentable, that a rejection
in an Office action cannot be overcome, or that the invention lacks sufficient commercial
value to justify continued prosecution ), the abandonment of such application is considered to
be a deliberately chosen course of action, and the resulting delay cannot be considered as
“unintentional.” Seeln re Application of G,1USPQ2d 1378, 1380 ( Commnirat.

1989).Moreover, an intentional course of action is not rendered unintentional when, upon
reconsideration, the applicant changes his or her mind as to the course of action that should
have been taken. Séere Maldague10 USPQ2d 1477,1478 (ComniPat. 1988).

Additionally, theentiredelay must be unintentional. This requires not only that the delay in
submitting the required submission that resulted in the abandonment, lapse or termination was
unintentional, butlsothat the delay in filing tk initial petition to restore the patent rights

was unintentionaandthat any delay in filing a grantable petition was unintentional. See

MPEP 711.03 (C).l. “Due care”. As indicated in the Response to question 1, “due care”

IS not an express reqgeiment of U.S. statutes dealing with restoration of rights, but it is
considered under U.S. national law and practice in determining whether a delay in submitting
a required reply was “unavoidable” within the meaning of the statutes. The criterion of “due
care” is also set forth in a U.S. regulation concerning acceptance of a late payment of the
maintenance fee. (37 CFR 1.378(b)(3) requires ,inter ‘@iahowing that the delay was
unavoidable sinceeasonable carevas taken to ensure that the maintenafe=would be

paid timely and that the petition was filed promptly after the patentee was notified of, or
otherwise became aware of, the expiration of the patentJ’)S. courts have adopted the
“reasonably prudent person” standard in determining if aydielgdubmitting the required

reply was unavoidableThe word unavoidable.....is applicable to ordinary human affairs,

and requires no more or greater care or diligence than is generally used and observed by
prudent and careful men in relation to their masiportant business. It permits them in the
exercise of this care to rely upon the ordinary and trustworthy agencies of mail and

telegraph, worthy and reliable employees, and such other means and instrumentalities as are
usually employed in such importamtisiness. If unexpectedly, or through the unforeseen fault
or imperfection of these agencies and instrumentalities, there occurs a failure, it may
properly be said to be unavoidable, all other conditions of promptness in its rectification

being presentlin re Mattullath,38 App.D.C.497,5145 (1912) “Due care” is generally

defined as “that care which an ordinary prudent person would have exercised under the same
or similar circumstances”. S&fack’s Law Dictionarys™ Ed.,1990. In the light oMattullath,

“due care”, for the purposes of establishing “unavoidable” delay under restorative patent
statutes, means that degree of care that is generally used and observed by prudent and careful
persons irrelation to their most important busines$hus for examfe, a delay resulting from
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an error( e.g., a docketing error) on the part of an employee in the performance of a clerical
function may provide the basis for a showing of “unavoidable” delay, provided it is shown
that (A) the error was the cause of the gedad issue; (B) there was in place a business routine
for performing the clerical function that could reasonably be relied upon to avoid errors in its
performance; and (C) the employee was sufficiently trained and experienced with regard to
the function ad routine for its performance that reliance upon such employee represented the
exercise of due care. Sda re Egbersp USPQ2d 1869,1872 (Comm’r Pat 1988y, ‘d on

other grounds sub nom., Theodor Groz & Sohne & Emst Bechert Nadelfabrik KG v. Quigg,
10 USPQ2d 1787 (D.D.C.1988h re Katrapatp USPQ2d 1863, 18688 (Comm'r Pat.

1988). Or, for example, where an application becomes abandoned as a consequence of a
change of correspondence address (the Office action being mailed to the old, incorressadd
and failing to reach the applicant in sufficient time to permit a timely reply) an adequate
showing of “unavoidable” delay will require a showing that due care was taken to adhere to
the requirement for prompt notification in each concerned applicatibthe change of

address, and must include an adequate showing that a timely notification of the change of
address was filed in the application concerned, and in a manner reasonably calculated to call
attention to the fact that it was a notificationathange of address. See MPEP 711.03( c).
Delay resulting from the lack of knowledge or improper application of the patent statutes,
rules of practice or the MPEP, does not constitute “unavoidable” delayH8ees673 F.

Supp. at 317,5 USPQ2d at 1132ncent v Mossinghof230 USPQ 621,624 (D.D.C. 1985);
Smith v.Diamond209 USPQ 1091( D.D.C. 198 Bptter v.Dann201 USPQ 574 (D.D.C.
1978);Ex parte Murray,1891 Dec. Comm'r Pat. 130,131 (1891).

Question 3:  (only applicable if the answer to questidns “yes”): If both criteria are
being applied under the national law and/or practice applicable by your
Office, what are the differences between the two criteria?

Response by AustralidThere is some overlap between the various provisions for
extenson of time. However, in many cases the circumstances fit one criterion and not the
others. The “error or omission” or “unintentionality” criteria basically allow for an
extension of time where there has been an error or omission affecting the camyiofig o

the parties’ intentions. An error or omission includes a breakdown in procedure or a
failure to exercise due diligence. For example, a party may have a diary or watching
system in place to monitor due dates. That system may be inadequate or, flaswdting

in a failure to perform an action in the required time. An extension would be allowable as
the result of an error or omission arising from the inadequate system, but the party could
not be said to have exercised due care in implementingiogssich a system. Similarly,

it would not be circumstances beyond the person’s control. The “error or omission”
provisions also allow for extensions where there has been a failure to perform an act
within time due to a lack of knowledge or unfamiliarityith the system. For example,
infrequent users of the system may have the intention of doing the act but do not realise it
has to be done within a certain time. Similarly, errors may arise where other countries
have different provisions for doing an adtor example, under Australian law in relation

to micro-organism deposits, the specification must include the name of the depository and
accession number before the specification becomes open to public inspection. This is
different to some other jurisdiions which sometimes results in errors. These errors are
unlikely to satisfy the requirements for “circumstances beyond control” or “due care”, but
may be grounds for an extension under “error or omission”. Sometimes, the
circumstances leading to theginal failure to do something may satisfy either the “error

or omission” provisions or the “circumstances beyond control” or “due care” provisions.
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However, where due care is exercised it would be expected that the problem would be
discovered and remestil sooner rather than later. Therefore, while either provision would
lead to an extension being granted, the length of the extension allowable may be different
depending on the provision3.he provisions of “circumstances beyond control”
(section223(2)p)) and “due care” (section 223(2A)), although having significant overlap,
also include significant differences. The “due care” provisions include time limits within
which the extension must be applied for and limits on the length of the extension. The
“due care” provisions may be used to extend a time only after the time has expired,
whereas the time may be extended either before or after the time has expired for the other
provisions. Further, where the requirements for an extension under “due casbéen
satisfied, an extension is mandatory, whereas under “error or omission” or “circumstances
beyond control”, the Commissioner retains a discretion to grant an extension. Such a
discretion would generally only be exercised adversely to the persbeyifitad not taken

steps to rectify the problem in a reasonable time frame, had not acted in good faith or
some other public interest outweighed the reasons for granting the extension. In balancing
the factors involved when exercising a discretion, the @Gassioner proceeds on the basis
that it is more important to consider the consequences of extending or refusing to extend
time than to debate the reasons why the act was not done in time.”

Response by the Eurasian Patent Offic€he EAPO applies the tworiteria. The
differences between the criteria consist in the followitidue care” — In this case the
applicant should submit a proof that he exercised all due care for observance of a time
limit. For example, rights will be restored where error wassed by procedural mistake
within a normally operated administrative systenunihtentionality”— The applicant

should indicate a cause of na@bservance of a time limit and the cause should not depend
on the applicant. For example, irregularities in thail service.”

Response by Francé:Both criteria are cumulative in the French procedure for restoration of
rights. The right holder who had the will to keep his rights but who has not shown that he
was vigilant enough will not obtain the restoratidhas rights (e.g. the trademark owner who
asked another person to do the renewal of the annual fee on his behalf will not be able to ask
for the restoration of his rights on the sole grounds that the person made a mistake or forgot
about it). The lack ointentionality will not be enough.”

Response by India‘Due care should prove that the applicant has taken all possible care to
claim priority and unintentionality should establish that with out the priority claim the
applicant will suffer hardship.”

Response by Israel‘The answers are numbered according to the answers to Question 1.

1. Applicant must convince the Commissioner that the failure to file the application in time
was due to circumstances which were beyond the control of the applicaistagdnt, or were
unpreventable (Law). ZApplicant must convince the Commissioner that the failure to file
the priority claim in time was due to a bona fide mistake (Law)ABplicant must convince

the Commissioner that the failure to enter the natfiphase in time was due to circumstances
that were beyond the control of the applicant or his agent, or were unpreventable (Practice
based on law under item 1. Applicant must show that he did not intend to withdraw or
abandon the application and thhete was good reason for the failure to reply. (Practice).

5. Applicant must show that the withdrawal was made illegally, e.g. without authorization.
(Law). 6.Applicant must convince the Commissioner that there was a reasonable cause for
the failure torenew in time, that the applicant did not intend that the patent should lapse and
that the application for restoration was made as soon as possible after theneoval was
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discovered (Law). tems 13 are close to the criteria of “due care”, and the Cassioner
may apply his discretion to interpret the law accordingly. Iter@sate close to
“unintentionality.”

Response by the Republic of MoldoVv#s the clear definitions of both criteria are not given

in our legislation, the strict rules of appliea of one or other criteria do not exist too.

However, the practice shows that the principle “unintentionality” can be treated as having a
larger meaning and can be more easily applied. In future we intend to confine to the criterion
of “unintentionalily,” because in this case the applicant/owner shall only provide evidence
certifying theforce majeuresituation, while in case of application of “due care” criterion, it
would be necessary to provide documents in support of the actions taken by the
applicant/owner to remove the reason of failure to comply with the time limit.”

Response by the NetherlandS:he criterion “unintentionally” is not used in the Netherlands.
Therefore, the question does not apply to the situation in the Netherlands, althadugh,
care” implies that the loss of right was “unintentionally”.

Response by New Zealand: “Unintentionality describes the intent or lack thereof of the
person concerned to perform a specific task. The intent of the person to perform the required
action s the action under consideration, rather than the quality or manner in which the task
itself was carried outDue diligence and prudence on the other hand is a direct reference to
the manner in which a task was carried out, and can be determined bye@tisid of the

actions of the concerned party.”

Response by Norwayin accordance with the Norwegian Patent Act, the possibility of
restoration of right is restricted to cases of exceeded time limits in spite of all due care taken.”

Response by the Rsian Federation:“For reasons beyond the applicant’s control” is applied
only to cases mentioned in question1( convention priority). The office can demand a
documentary evidence of such reasons; no fee is required. “Valid reasons for the delay” is
appled in many cases; no documentary evidence is required, the applicant should pay a
prescribed fee.”

Response by Singaporé3a. One could consider the term “reasonable care” to
require a higher degree of care to be taken as opposed to the term “tioimaé¢h
which requires a lower degree of cargh. On “unintentionality”, one needs only to show
that the delay or omission to meet the deadline was not a deliberate act.”

Response by the United KingdorfThe differences between the two criteria shohél

apparent from the answer to question 2. The standard of “reasonable care” is a stricter test
than “continuing underlying intention.” This can be illustrated by taking the example where

an applicant relies on reminders from his agent to pay patenivariees but fails to inform

his agent of a change of address. As a consequence he does not receive the reminders and the
fee remains unpaid and the patent lapses. In applying the criteria of reasonable care we would
probably refuse to restore the patentthe grounds that the applicant failed to take reasonable
care to ensure that his agent was provided with atougiate address. However, provided the
applicant could show that, despite his failure to tell the agent that he had changed his address,
healways intended maintaining his patent in force we would probably allow the request based
on the criteria of “continual underlying intention An example of when a request for an

extension of time, using the “continuing underlying intention” criteridikisly to be refused
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is where there is clear evidence that the applicant took a conscious decision to abandon a
patent but later decided to try and restore it after he realized that it may have commercial
value. Also, where a considerable period of tinaes lelapsed since the expiry of a prescribed
time it is difficult for an applicant to prove that he had a continuing underlying intention to
pursue the application. The fact that the “reasonable care” test is tougher than the “continual
underlying intentio test is reflected in the fact that around 80% of the requests we receive to
restore patents, which is based on the “reasonable care” test, are allowed while over 95% of
applications we receive to extend time limits, which is based on “continuing unagrlyi
intention”, are allowed. It is also worth noting that in the case of restoring patents under
section 28(3) of the Patents Act 1977, section 28A provides for protection against
infringement action for third parties who may have taken steps to worltrention covered

by a patent after the patent had been announced as ceased following a failure to pay a renewal
fee. No such provision is included in the Act or the Rules to cover third parties in situations
where an application for a patent has ceasesltdwa failure by the applicant to meet a time
period. However, when reinstating such patents following the exercise of discretion to extend
the time period it is the Offices practice to impose similar terms to those contained in section
28A to protect tle interests of third parties.”

Response by the United States of Ameritdnintentionality” is subjective, as it depends

upon the state of mind of the person whose delay is relevant ( e.g., the applicant or patent
owner).”Due care,” on the other handabjective, as it is measured against care that would
have been exercised by the “reasonably prudent person.” With regard to “unintentionality”,
the Office will, in most cases, accept the relevant person’s statement that the entire delay was
unintentionalas sufficient, unless facts of record suggest otherwise. This is because the
person presenting such a statement to the Office has a duty of candor and good faith, and is
obligated to inquire into the underlying facts and circumstances before presamnting s
statement to the Office. See CFR 10.18. In addition, providing an appropriate statement may
have an adverse effect when attempting to enforce the patentuesnyte Int’|

Corp.v.Cable Lite CorpNos. 961077,1996 U.S.App. LEXIS 16400,1996 WL 3839( Fed.

Cir. July 9,19960 ( unpublished) (patents held unenforceable due to a finding of inequitable
conduct in submitting an inappropriate statement that the abandonment was unintentional).
“Due care”, on the other hand, requires a showing that the actually exercised rose to the

level of care that would have been exercised by the reasonably prudent person. This showing
requires the applicant or patent owner to produce greater evidence than is required in the case
of “unintentionality” . Thus ,for &ample, a showing of unavoidable delay in the case of a
docketing error will requireinter alia: (1) evidence concerning the procedures in place that
should have avoided the error resulting in delay; (2) evidence concerning the training and
experience othe persons responsible for the error; and (3) copies of any applicable docketing
records to show that the error was in fact the cause of the delay. See MPEP § 711.03(c) (2).
Or, for example, where unavoidable delay in submitting the maintenancedtegsd,

MPEP 2590 instructs that “an adequate showing requires a statement by all persons with
direct knowledge of the delay, setting forth the facts as they know them. Copies of all
documentary evidence referred to in a statement should be furnishgbibgseto the

statement.
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Question 4:  (only applicable if the answer to question 1 is “yes”Ro guidelines exist
which further define the two criteria and explain how to apply them? If so,
please reproduce the guidelines here or attach a copy tquk&ionnaire.

Response by AustralidiGuidelines are set out in Part 26 of the Australian Patent Office
Manual of Practice and Procedure, Volume 3.” These guidelines are currently being
reviewed and updated.”

Response by AustridiNo guidelines exiswhich further define the criterion “due care,”

Response by Bulgaria:There is no guidelines for definition the criterion, the general
principles of Civil Law are applied.”

Response by DenmarK:According to our guidelines there are two steps indpplication
procedure. 1. The application for restoration has to be sent to the patent office within two
months after the patent owner has realized that the patent has lapsed. If the two months
period has not been respected the application for restoratill not be examined and the
restoration will be refunded. 2. If that deadline is respected the application for restoration will
be examined from the principle of due care.”

Response by the European Patent OffitBome information regarding restalishment of

rights is provided in the Guidelines for Examination in the EPO/H1,2.2.1,Annex).

Here, it is mentioned that the applicant or proprietor must supply evidence that the delay was
caused by unforeseeable factors. The Guidelines furthertetlecision D 6/82 stating that
errors of law do not constitute grounds forestablishment of rights ( see Question 2). The
case law of the boards of appeal may be considered as guidelines in a broader sense, as the
first instance bases its praation this case law. No further guidelines on the application of
Article 122 EPC are available.”

Response by France:Guidelines on the processing of patent applications made up of
caselaw and administrative practice at INPI contain principles on treeduwe of restoration
of rights.”

Response by GermanyThere are no internal guidelines or provisions. The approach of the
German Patent and Trade Mark Office is oriented on the legal provisions and extensive case
law.”

Response by IndiaNo such gudeline is available. Matter is decided on case to case basis.”

Response by the Republic of Korédhe guideline for formality examination of a patent
application prepared by the KIPO and written with Korean language definesré@etons not
imputableto a person who received an invitation to amend” include the situations like by a
natural disaster or other unavoidable circumstances despite ordinary’geaidydecare. And it
shows some examples such as the notification of invalidation transmittedgpriopriate

person as a recoverable and an unawareness of public notification as an irrecoverable case.”
Response bthe Republic of Moldova:*As it was mentioned above, the legislation does not
give any definitions of the criteria thereof. Howevtite Regulations on the Application of

the Law on Patents for Inventions contain provisions for reinstatement of rights, particularly
in regard of presentation of reasons and proofs.”
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Response by MonacdNo guideline was ever prepared as to the definitaoml
implementation of the criteria of “legitimate excuse.”

Response by the Netherland#t this moment, it is assumed that the guidelines under the
old patent act of 1910 still apply. In these guidelines, based on jurisprudence of NIPO, the
following requirements are laid down. Not only the patentee himself has to &dikdue care
required by the circumstancgdut also (internally) his own personnel, as well as (externally)
his patent attorney and the personnel of the patent attorney and alpettseins employed by
the patentee or his patent attorney (like “CPI”, a company specialised in providing patent
annuity services). The administrative personnel must be well trained and instructed. The
administrative system must be set up in a way thetkies into account that even well
educated, properly trained and accurate working personnel/staff can sometimes make a
mistake. This implies that crucial time limits must be checked independently, so that
accidental mistakes (of personnel) are discovandane within the system. Mistakes, which
are unforeseeable, e.g. due to a fatal combination of accidental events, are excusable. An
isolated mistake in a properly working administrative system with sufficient arbbesking is
excusable.”

Response biorway: “In the assessment as to whether due care is shown, it is required that
the applicant or his representative has a system for monitoring time limits. If the failure to
comply with a time limit occur, in spite of the system, it will be assessduefslystem seems

to be well functioning under normal circumstances. If so, and the failure to comply with the
time limit is due to a single, isolated procedural error, the condition for due care is considered
fulfilled and the right will be restored. Thessessment of circumstances related to exceeded
time limits due to a failure done by office staff or by single, individual applicants is less strict
than failures done by professional representatives. It is, however, necessary that the office in
question ca show that the staff is well instructed and trained by the responsible attorney. In
addition, their work should be regularly sgeisted. Workloads, longlasting illness or

financial difficulties are not considered as sufficient grounds in cases ofaéistoof rights.
Failures resulted from cases of force majeure will always be considered as fulfilling the
condition of “due care.”

Response by Singaporda. As mentioned above, the provisions on restoration in Singapore
are similar to those found K. Hence, the case law and the practice in UK could serve as
precedents (but they are not binding) when we consider the requirement of “reasonable care”
in Singapore.4b. On “unintentionality”, one would have to show that the delay or omission

to meet tk deadline was not a deliberate act.”

Response by the Slovak Republislo. The rights and duties of the applicant, in relation to
restoration of the priority right, are clearly specified in the Act No. 435/2001 Coll. on Patents,
Supplementary ProtecticCertificates and on Amendment of Some Acts (Patent Law) in its
provisions.”

Response by SlovenidThere are no national guidelines concerning those criteria. As a rule,
the Office is following applicable national court decisions and the practiceoafds of
Appeal of European Patent Office.”

Response by SpairfThere are still no guidelines in this matter because that legal provision
has been in force only since July 31 2002.”
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Response bthe United Kingdom: “Limited guidelines are contained iruo Manual of Patent
Practice, relevant extracts of which are attached an annex A. In the case of “reasonable care”,
the guidelines provide the references for the precedent cases to which we refer when assessing
restoration requests. As the Hearing Offié@ section 28 restoration cases, | also give

regular PowerPoint presentations in which | describe by example the factors taken into

account when determining whether a patentee has taken “reasonable care”. Extracts from my
speaking notes are attachechahex B. Apart from the short reference in the Manual of

Patent Practice, the only other guide to what is meant by a “continuing underlying intention”

is theHeatex Ltdorecedent case referred to above”

Response bthe United States of America‘Guidelines are set forth in MPEP 711.03( 3)
(C)(111) and 2590.”

Question 5:  (only applicable if the answer to question 1 is “yes"WWhat are the main
problems, if any, with regard to the application of the two criteria?

Response by AustralidA difficulty arises under the provisions of “due care” in identifying
whether or not the party actually took due care. Different applicants/patentees and their
agents have a myriad of systems in place. The lines between when a time limit was missed
because of an absee of due care or because of some other reason can often be blurred. In
some cases, there may be multiple layers of responsibility, such as the applicant/patentee,
their inrfhouse counsel, the foreign attorneys and the Australian attorneys. There mag als
multiple levels of responsibility within each of these categories. It is sometimes difficult
establishing where the relevant error actually occurred in such a case, although an intention to
do the act may be readily apparent. The provisions of due also do not lend themselves
readily to infrequent users of the system, as they are unlikely to have sophisticated systems in
place and often have an inadequate knowledge of the system. Therefore while there is a
requirement for a causal relationshigtiveen the error and the failure to act, it is occasionally
difficult to determine what the actual error was or how it occurred. This is particularly the
case where there has been a change in the applicant/patentee and/or their attorney , or when
the relezant person is no longer employed. In these cases it is necessary to look at the
intention and the consequences of granting or refusing the extension. In other cases, the
applicant may not have had the opportunity to form an intention, because somsangces
precursor did not happen due to an error or omission. Some common deficiencies that occur
in processing requests (in relation to the actual request and supporting evidence)lére:
request is for the incorrect periegbarticularly in respect afipplications to enter the national
phase;-- The request is in respect of the incorrect actigrarticularly in respect of filing a
divisional application; and in respect of correcting errors during the national phase that arose
during the internationgdhase of a PCT applicatior; The request is in respect of a matter

that cannot be extended (e.g. requests to file aifirsiance application; requests in respect of
matters where the Commissioner has bectumetus officigsuch as a request filed aft

grant to extend the time for filing a notice of opposition:})The declaration is of low

evidentiary value by relying upon hearsay (“l declare that the [foreign] associate has told me
that his client has told him that... ) particularly in situationsvhere there is no apparent

reason (other than mere inconvenience) why the person having the direct knowledge of the
circumstances cannot provide a declaration. This is to be contrasted with the situation where
“person X, formerly of our employ” committean error, where hearsay evidence may be

quite appropriate-- Declarations that apparently provide ‘selective’ extracts of supporting
documents whilst avoiding documents that may be less favourable to their case. (As a
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particular subset of this situatierdeclarations which refer or allude to documents as
supporting their case, but fail to provide copies of them.).”

Response by Bulgaria:The main problems are connected with assessment of the evidences
furnished by the applicant that support the reesfor the delay.”

Response by DenmarKThe problems that occurs in relation to using the criteria all due care

are that this criteria is very subjective and it is very difficult to have a common pracdiidet

of importance is being put on the expktion given by the patentholder and there is a

tendency that patent bureaus have a large advantage when giving the explanation because they
are well aware of what the criterias are. The system therefore seems to give some advantage

to the professional ajfipant on at the expense of the private applicant.”

Response by the Eurasian Patent Offic@ne of the main problems in respect of application
of the two criteria is deficiency of applicable practice and guidelines for definition of the
criteria.”

Reponse from the European Patent Officés each individual case has to be examined on

its own merits and since third party interests may be involved, the evaluation of all due care”
requires careful consideration and may be ticoasuming. Essential elemts are faet

finding and evaluation of evidence provided by the party concerned. Where more than one
person is involved it needs to be established who should have exercised “all due care” and to
what extent. Further, it should be mentioned that the oblrticle 122 EPC will change as

soon as the Revision Act adopted on 29 November 2000 during the Diplomatic Conference of
the EPC Contracting states, will enter into force. The new version of Article 121 EPC

(further processing) broadens the scope @liaption of further processing and makes it the
standard legal remedy in cases of failure to observe time limits in the European grant
procedure. It takes account of current international legal trends and practical requirements,
according to which furthreprocessing should, in the interest of procedural economy and legal
certainty, be given priority over restablishment of rights. It follows from the new version of
Article 122 EPC that the scope of application is narrowed down in view of the new prosisi
governing further processing. Further processing is, however, excluded when the applicant
has missed the priority period. Here;establishment of rights will be the only available
remedy.”

Response by Francé:The right holder may have some diffilties in certain circumstances

to show evidence and to demonstrate the existence of both criteria. It may also be
problematic for the Office to evaluate the quality of the evidence, which is being submitted.
The Office therefore makes decisions on aedag-case basis, in light of the circumstances of
each case, and in general the right holder would get his right restored if there is somé doubt.

Response by GermanyThe German Patent and Trade Mark Office does not encounter
problems in applying theriterion of due care in practice. Sufficient terms of reference are
provided, in particular, by the very extensive case law on this matter.”

Response by India“There no specific problem, the second criteria follows the first one.”

Response by Israel: The items above which are close to “due care” require the
Commissioner to exercise discretion, which is to some extent subjective. It is difficult to
provide guidelines because the circumstances in each case are different and each case is
determined acading to its merits.”
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Response by Japarflt does not seem to be any problem in applying the criterichdok
car€. As regards the criterion dunintentionality, however, it would be difficult to make a
judgement because judgement‘@mintentionality greatly depends on the subjective
element of the applicant.”

Response by the Republic of Korédhe KIPO has not met any problems with regard to the
application of the criteria.”

Response by Republic of Moldovarhe main problem consists in the kaof a univocal and
equivalent treatment by the Offices, caused by the absence of a clear definition of the
situations to which can be applied these criteria.”

Response by MonacdThe principal difficulty consists on the appreciation of the criteria of
“legitimate excuse” according to the circumstances.”

Response by the Netherland$n the Netherlands, only the “due care” criterion applies.
There are no problems with this criterion.

Response by New Zealand: “No problems with regard to the appilicatithese criteria have
been noted. The use of the Patents Act 1953 and Commissioners Decisions makes this area
relatively straightforward.”

Response by NorwaySeen from the office’s point of view, the main problems regarding the
use of the “due ca&” criterion is the timeconsuming hearing of the cases. Furthermore, it will
always be a possibility that professional attorneys, who knows the office’s practice in these
cases, is able to adjust the application of restoration accordingly.”

Response byne Philippines:“The lack of specific guidelines defining “unintentionality”
makes such criterion broad and subject to abuse by the applicants and right holders.”

Response by PolandiThe most difficult is to establish where “unintentionality” ends and

“due care” starts (whether the applicant’s acting or omission of acting may be considered just
to be unintentional [undesigned, unmeant] or rather negligent and without due diligence) and
what is intensity of his willful being at fault.”

Response by Siagore: “5a. To show “reasonable care”, one would have to adduce evidence
to show that a certain degree of care is already in place to prevent a delay or omission in
meeting the deadline. One can foresee problems arising when it comes to collating such
evidence that would satisfy the Patent Officeh. On “unintentionality”, one would have to
show that the delay or omission to meet the deadline was not a deliberate act. This
requirement is met when the person explains as such, in a sworn statement.”

Respnse by the Slovak RepublitNo. The rights and duties of the applicant, in relation to
restoration of the priority right, are clearly specified in the Act No. 435/2001 Coll. on Patents,
Supplementary Protection Certificates and on Amendment of SomgRatsnt Law) in its
provisions.”

Response by SlovenidThe criterion of “due care” is used in connection with restitutio in
integrum cases. This institute is used for specific cases where two main conditions have to be
fulfilled: 1. “due care” criterim and 2. justifiable reasons for n@ompliance with the time

limit. For applicants/owners or professional representatives it is especially difficult to meet
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the criterion of “due care” since it is very difficult to prove that all the appropriate care has
been taken under the circumstances of the case.”

Response by SpairfWe have had no problems with the application of restoration of rights.”

Response by Swedefifhe main problem is to decide the necessary standard for all due care
since all circumstaces must be taken into consideration in the specific case.”

Response by the United KingdoriOne of the problems we encounter when assessing
applications to restore patents based on the “reasonable care” test is the difficulty in obtaining
evidence. Foinstance, it can be very difficult for an applicant to prove that he did not

receive a reminder letter from his agent or this Office or that his health was such as to prevent
him paying the fee. In the case of “continual underlying intention”, the proldan be the

reverse in that it is difficult to disprove an applicant’s claim that that was his intention.
Applicants who do not use professional agencies for the purposes of reminding and/or
payment of renewal fees can occasionally find it difficult tegent this Office with evidence

to show that their own “in house” systems are effect and robust as to demonstrate that they
have taken reasonable care.”

Response by the United States of Ameri€Ehe main problem with the “due care “criterion

is that itrequires supporting evidence, which must be carefully considered. This presents a
greater administrative burden upon the Office than in the case of “unintentionality”. In
addition, the showing required by the applicant to establish “due care” is gtbatein the

case of “unintentionality.” Thus, the criterion of “due care” is less “applicant friendly” than
the criterion of “unintentionality”.

[End of Annex and of document]
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BACKGROUND

1. Atits first session, the Working Group on Reform of the Patent Cooperatieaity
(PCT) discussed proposals designed to align the PCT with the requirements of the Patent Law
Treaty (PLT), based on document PCT/R/WG/1/5.

2. Among the PLTrelated proposals contained in document PCT/R/WG/1/5 were
proposals tawonform the PCT “missing part” requirements to those of the PLT (see document
PCT/R/WG/1/5, Annex I). However, due to time constraints, a number of the proposals
contained in document PCT/R/WG/1/5, including those related to “missing part”
requirementsgould not be discussed during the first session of the Working Group. Rather,
the Working Group desired to give priority to those matters “which would result in the
greatest and most immediate practical benefits for users, having regard also to theoflegree
complexity involved and to workload implications for Offices and Authorities,” in particular,
proposals concerning restoration of the right of priority and relief when time limits were
missed, especially the time limit for entering the national phase the first session summary
by the Chair, document PCT/R/WG/1/9, paragraph 21(v)).
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3. Forthe second session of the Working Group, the International Bureau prepared a
document outlining possible further Pir€lated changes to tHeCT, suggesting, in general,
that those PLIrelated proposals contained in document PCT/R/WG/1/5 which had not been
discussed during the first session of the Working Group would not need to be addressed as
matters of high priority. With regard to the grosal to conform the PCT “missing part”
requirements to those of the PLT, as contained in Annex | to document PCT/R/WG/1/5, it
was suggested that “[i]n light of the discussions at the first session of the Working Group, this
proposal is considered to haaeelatively low priority and will not be resubmitted for
consideration by the Working Group until a later date” (see document PCT/R/WG/2/6,
paragrapl®; the Working Group at its second session was unable in the time available to
consider document PCT/RIG/2/6— see document PCT/R/WG/2/12, paragraph 59).

4.  Atits third session, the Working Group reviewed proposals for reform which had
already been submitted to the Committee on Reform of the PCT or the Working Group but
not yet cansidered in detail and agreed on the priority of those proposals, with a view to their
inclusion in the work program of the Working Group. Among the proposals reviewed by the
Working Group was the proposal to conform the PCT “missing part” requiremeth®se

of the PLT, as originally submitted to the Working Group in document PCT/R/WG/1/5. The
Working Group agreed that the International Bureau should resubmit the proposals for further
consideration by the Working Group (see the summary of the selsgithre Chair, document
PCT/R/WG/3/5, paragraphs 35 to 40, in particular, paragraph 38).

CONFORM PCT “MISSING PART” REQUIREMENTS TO THOSE OF THE PLT

5. The present document contains further revised texts of the proposals relat@dgimg

part” requirements originally contained in Annex | to document PCT/R/WG/1/5. They have
been further revised so as to take into account, as was suggested in document PCT/R/WG/2/6,
that there is no intention to proceed, until a future sessigdh@Working Group, with certain

other PLT related proposals which were also contained in Annex | to document
PCT/R/WG/1/5, such as proposals to align the PCT filing date requirements with regard to
claims, “drawing as description,” and replacement of dpion and drawing by reference to
previously filed application to those of the PLT.

Structure of Rule 20

6. Inthe context of “missing part’ requirements, it is proposed to revise Rule 20 so as to
remove to the Administrative Itrgictions matters of detail related to the stamping of dates,
etc., which are presently dealt with in Ru28.1 to 20.3, and to leave the Rule to deal with

the more significant question of the according of the international filing date. The existing
provisions of the Rule would be renumbered accordingly. A new provision would be added
as Rule 20.3(c) and (d) dealing with the question of subsequent compliance with

Article 11(1). Rule 20.5 as amended would deal with missing parts, including the case where
the missing part is completely contained in an earlier application the priority of which is
claimed (see below). The proposed amendments would align the order of the provisions
dealing with the according of the international filing date with the (logioadler in which a
receiving Office determines whether and which date to accord as the international filing date

International filing date where missing part is filed

7. Under PLT Article 5(6)(a), later submission (within certéime limits) of a missing
part of the description or a missing drawing results in according as the filing date the date on
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which the Office has received the missing part of the description or the missing drawing, or
the date on which all the filing datequirements are complied with, whichever is later. The
same principle is applied under the PCT where sheets (description, claims, drawings)
pertaining to the same application are not received on the same day. However, while the
Treaty (PCT Articlel4(2))expressly deals with the case of missing drawings, neither the
Treaty nor the Regulations specifically deal with the according (or correction) of an
international filing date where sheets other than missing drawings are received later than the
date on whth papers were first received. This matter is expressly dealt with only in the
Administrative Instructions (see Section 309 of the Administrative Instructions) and in the
Receiving Office Guidelines (see paragra@l® to 207 of the Receiving Office Guiliges).

In order to clarify the procedure, it is proposed to deal with this important matter in the
Regulations (rather than in the Administrative Instructions and the Receiving Office
Guidelines) and to amend Rule 20 accordingly (see Rule 20.5 as pobfmose amended).

International filing date where missing part is completely contained in earlier application

8. The main difference between the “missing part” requirements of the PLT and those of
the PCT is that, under the PLThe applicant can rectify the omission, at the time of filing, of

a part of the description or of a drawing without loss of the filing date if the application claims
the priority of an earlier application and the missing part of the description or thengissi
drawing is completely contained in that earlier application (see PLT Article 5(6) and PLT
Rule 2(3) and4)). There is no equivalent provision in the PCT. Itis proposed to amend the
PCT Regulations by adding new Rule 20.5(e) so as to align PCT ssqgairts to those of the
PLT.

Alignment of certain related requirements under the PCT with those under the PLT

9. Inthe context of “missing part” type requirements, it is also proposed to align certain
related requirements undeetPCT with those under the PLT, in particular time limits for
compliance with no#iling date related requirements (see Rule 26 as proposed to be
amended).

10. The Working Group is invited to

consider the proposals contained in thanex
to this document.

[Annex follows]
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Rule 20

International Filing Date

ot onal Aplicat

[COMMENT: Itis proposed to revise Rule 20 so as to remove to the Administrative
Instructions matters of detail related to the stamping of dates, etc., which are presently dealt
with in Rules 20.1 to 20.3, and to leave the Rule to deal with the more significant question of
the according of the international filing date. The existing provisions of the Rule would be
renumbered accordingly. A new provision would be added as Rule 20.3(c) and (d) dealing
with the question of subsequent compliance with Article 11(1), and nde Zu5 would deal
with missing parts and missing drawings.]

[COMMENT: Itis propcsed to delete present Rule 20.1 and to move the content of that Rule
to the Administrative Instructions. Present Rule 20.4 would be renumbered as Rule 20.1.]
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correct

already

[COMMENT: Itis proposed to delete present Rule 20.2 and to move the content of the
chapeau of present paragraal (“that Office shall correct the date marked on the request

(still leaving legible, however, the earlier date or dates already marked) so that it indicates the
day on which the papers completing the international application were received”) and the
conent of present paragraph (b) to the Administrative Instructions. Present Rule 20.5 would
be renumbered as RUk.2.]
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[COMMENT: Itis proposed to delete present Rule 20.3 and to move the contdrdtdRtile

to the Administrative Instructions. Present Rule 20.6 would be renumbered as Rule 20.3.
The matter of subsequent compliance with Article 11(1) requirements (“the case referred to in
Article 11(2)(b)”) would be dealt with in proposed new Rule&@) and (d) (see below).]



PCT/RIWG/42
Annex, page

20.120-4 Determination Under Article 11(1)

[COMMENT: Apart from the renumbering, no change is proposed to the present Rule, but
the text is reproduced below for convenient reference. A decision by the Assembly may be
necessy to ensure that transitional reservations that were made under existing Rule 20.4(d)
continue to be effective under that provision as renumbered Rule 20.1(d).]

(&) [No change]Promptly after receipt of the papers purporting to be an international
appication, the receiving Office shall determine whether the papers comply with the

requirements of Articld1(1).

(b) [No change]For the purposes of Article 11(1)(iii)(c), it shall be sufficient to
indicate the name of the applicant in a way which allduwssidentity to be established even if
the name is misspelled, the given names are not fully indicated, or, in the case of legal

entities, the indication of the name is abbreviated or incomplete.

(c) [No change]For the purposes of Article 11(1)(ii); shall be sufficient that the part
which appears to be a description (other than any sequence listing part thereof) and the part
which appears to be a claim or claims be in a language accepted by the receiving Office under

Rule12.1(a).

(d) [No change]lf, on October 1, 1997, paragraph (c) is not compatible with the
national law applied by the receiving Office, paragraph (c) shall not apply to that receiving
Office for as long as it continues not to be compatible with that law, provided that the said
Office informs the International Bureau accordingly by December 31, 1997. The information

received shall be promptly published by the International Bureau in the Gazette.
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20.220.5 Positive Determinatiotunder Articlel11(1)

[COMMENT: Renumbering and cldication of the title only. No change is otherwise
proposed to the present Rule but the text is reproduced below for convenient reference.]

(&) [No change]lf the determination under Article 11(1) is positive, the receiving
Office shall stamp on theeguest the name of the receiving Office and the words “PCT
International Application,” or “Demande internationale PCT.” If the official language of the
receiving Office is neither English nor French, the words “International Application” or
“Demande intemationale” may be accompanied by a translation of these words in the official

language of the receiving Office.

(b) [No change] The copy whose request has been so stamped shall be the record copy

of the international application.

(c) [No change] Thereceiving Office shall promptly notify the applicant of the
international application number and the international filing date. At the same time, it shall
send to the International Bureau a copy of the notification sent to the applicant, except where
it has already sent, or is sending at the same time, the record copy to the International Bureau

under Rule 22.1(a).
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20.320-6 Correction Under Article 11 (2)rvitationto-Correct

(&) The invitation to correct under Article 11)&) shall specify the requement

provided for under Article 11(1) which, in the opinion of the receiving Office, has not been

fulfilled.

[COMMENT: Renumbering and clarification only.]

(b) The receiving Office shallend the invitation referred to in paragraphgegmptly.

In the invitation, the receiving Office shall invishal-mat-the-rvitation-tdhe applicanto

furnish the required correction, and to make observations, within the time limit under

paragraph (d)(ipnd

monthfrom-the-date-ef the-invitationf thatsuehtime limit expires after the expiration of

one year from the filing date of any dpgation whose priority is claimed, the receiving Office

shallmaycall this circumstance to the attention of the applicant.

[COMMENT: With regard to the requirement to give the applicant the opportunity to make
observations, see PLT Articlg3). Itisalso proposed to make it mandatory for receiving
Offices to draw the applicant’s attention to the fact that the time limit for corrections expires
after the expiration of the priority period.]

(c) Where one or more of the requirements under Article 14¢#&)not complied with at

the time of receipt of the purported international application but are complied with on a later

date falling within the applicable time limit under paragraph (d), the international filing date

shall, subject to Rule 20.5, be tHater date and the receiving Office shall proceed as

provided in Rule 20.2.
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[Rule 20.3(c), continued]

[COMMENT: See PLT Atrticle 5(4). Itis proposed to add new paragraphs (c) and (d) so as
to clarify the procedure with regard to the according of therim@onal filing date in case of
subsequent compliance with Article 11(1) requirements, in particular in view of proposed new
Rule 20.5 (according of the international filing date in case a missing part or missing drawing
is filed, including the case thatmissing part or missing drawing is completely contained in

the earlier application the priority of which is claimed; see below).]

(d) The time limit referred to in paragraphs (b) and (c) shall be:

() where an invitation referred to in paragraphv&s sent to the applicant, [one

month] [two months] from the date of the invitation;

[COMMENT: See PLT Article 5(3) and PLT Rule 2(1). The time limit has been put in

square brackets since it appesniserently problematito include in the PCT Regulatisn

more generous (“PL-Btyle”) time limits than is presently the casmting that the proper
functioning of the PCT system relies to a great extent on actions taking place in a very limited
time and within strict deadlines.]

(i) where no invitation refeed to in paragraph (a) was sent to the applicant, [one

month] [two months] from the date on which one or more elements referred to in

Article 11(2)(iii) were first received by the receiving Office.

[COMMENT: See PLT Atrticle 5(4) and PLT Rul2(2). Whilethe PLT provides for the time
limit under item (ii) only in cases where no invitation was sent to the applicant “because
indications allowing the applicant to be contacted by the Office have not been filed”, it is
proposed to apply that time limit @ll cases where no invitation has been sent to the
applicant. The time limits have been put in square brackets since it appkarsntly
problematicdo include in the PCT Regulations more generous (“Fitylle”) time limits than

is presently the casaptingthat the proper functioning of the PCT system relies to a great
extent on actions taking place in a very limited time and within strict dead]ines.
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20.420-7 Negative Determinatioinder Article11(1)

If the receiving Office does neteceive a correain under Article 11(2within the

applicablepresecribedime limit under Rule20.3(d) receive-areply-to-its-invitation-to-correct,

or if athecorrectionis furnishedsfferedby the applicanbut the applicatiorstill does not

fulfill the requirements povided for under Articlel1(1), it shall:

[COMMENT: Consequential on the proposed amendment of present Rule 20.6 (renumbered
Rule 20.3 and the proposed addition of new Rule 20.3(c) and (d).]

(i) promptly notify the applicant thahehis applicationis considered not to have

been filedishetand-will-net-be-treated-as-an-nrternational-applicadiod shall indicate the

reasons therefor,

[COMMENT: Item (i) is proposed to be amended so as to align the terminology with that
used in PLT Article5(4)(b). kems (ii) to (iv) are not proposed to be amended but are
reproduced below for convenient reference.]

(i) [No change]notify the International Bureau that the number it has marked on

the papers will not be used as an international application number,

(i) [No change]keep the papers constituting the purported international

application and any correspondence relating thereto as provided in Rule 93.1, and

(iv) [No change]send a copy of the said papers to the International Bureau where,
pursuant to aequest by the applicant under Article 25(1), the International Bureau needs such

a copy and specially asks for it.
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20.5 Missing Part of Description, Claims or Drawings

(a) Where the receiving Office notices that a part of the description, the clagiaions

or the drawings (if any) appears to be missing from the application (“missing part”), including

the case where the application refers to drawings which in fact are not included in the

application, that Office shall promptly invite the applicant torfish the missing part (if any)

and to make observations within the time limit under paragraph (c)(i). If that time limit

expires after the expiration of one year from the filing date of any application whose priority

is claimed, the receiving Office shaall this circumstance to the attention of the applicant.

[COMMENT: Under the present PCT “missing part” requirements, the receiving Office is
required to notify the applicant only in case of a missing drawing (see PCT Atrticle 14(2)) but
not in case ok missing part of the description or of a missing part of a claim or claims. In
accordance with PLArticle 5(5), it is proposed to extend the (applicant friendly) concept of
a “missing part” notification also to a missing part of the description antingshat the

presence of claims is a filing date requirement under the PCT, to a missing part of a claim or
claims. Where the receiving Office sends to the applicant an invitation to correct under
Article 11(2)(a) or Article 14(1)(b), the “missing pamtiotification should be included in that
invitation; the Administrative Instructions would have to be modified accordintyiyine

with the Notes on the PLT, itis further proposed to modify the Administrative Instructions
and the Receiving Office Guideks so as to make it clear that there is no obligation on the
receiving Office to carry out a check for a missing part (of the description or of a claim or
claims) or a missing drawing beyond the existing obligation to check that the number of the
sheetf description actually filed corresponds to the number indicated in Box VIl of the
request (see paragraph 149 of the Receiving Office Guidelines) and the obligation to examine
the check list in the request and the text of the international applicatraefierence to

drawings and to check whether drawings are included in the international application (see
paragraph 193 and 194 of the Receiving Office Guidelines). Note that the last sentence of
proposed new paragraph (a) would need to be further amesiabedd a provision concerning
the restoration of the right of priority be added to the PCT Regulations (see document
PCT/R/WG/4/1), since the international filing date could then be later thandiths from

the filing date of the earlier application whopgority is claimed.]



PCT/RIWG/42
Annex, pagdl

[Rule 20.5, continued]

(b) Where the applicant furnishes a missing part to the receiving Office within the

applicable time limit under paragrat), that part shall be included in the international

application and, subject to panaphs (e) and (f), the international filing date shall be the date

on which the receiving Office received that part or the date on which all of the requirements

of Article 11(1) are complied with, whichever is later.

[COMMENT: See PLT Article 5(6). It igproposed to add new paragraph (b) so as to clarify,

in the Regulations, the procedure with regard to the according (or correction) of an
international filing date where sheets completing the international application are submitted
on a date later than trdate on which papers were first received. At present, while

Article 14(2) deals with the procedure in case of missing drawings, neither the Treaty nor the
Regulations clearly spell out the procedure with regard to the according (or correction) of an
intenational filing date where sheets other than missing drawings are received later than the
date on which papers were first received; at present, this issue is expressly dealt with only in
the Administrative Instructions (see Secti®@d9) and in the Receing Office Guidelines (see
paragraphs 200 to 207).]

(c) The time limit referred to in paragraphs (a) and (b) shall be:

(i) where an invitation referred to in paragraph (a) was sent to the applicant, [one

month] [two months] from the date of the invitah:

(i) where no an invitation referred to in paragraph (a) was sent to the applicant,

[one month] [two months] from the date on which one or more elements referred to in

Article 11(1) were first received by the receiving Office.

[COMMENT: With regard b the applicable time limit, see PLT Article 5(6) and PLT
Rule2(3)(i) and (ii). The time limits have been put in square brackets since it appears
inherently problematito include in the PCT Regulations more generous (“Fitylle”) time

limits than is preently the casejoting that the proper functioning of the PCT system relies to
a great extent on actions taking place in a very limited time and within strict deagllines.
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[Rule 20.5, continued]

(d) The applicant may, in a notice submitted to the reece\Office within the

applicable time limit under paragraph (c), request that a missing part furnished under

paragraph (b) be disregarded, in which case the international filing date shall be the date on

which all of the requirements of Article 11(1) arengplied with.

[COMMENT: See PLT Atrticle 5(6)(c). The proposed wording (“request to disregard”)
differs from that used in the PLT (“withdraw”) so as to avoid confusion with withdrawals
under Rule 9bis.)]

(e) Where the international application claim&tbriority of an earlier applicatiofand,

on the date on which one or more elements referred to in Article 11(1)(iii) were first received

by the receiving Office, contained an indication that the contents of the earlier application

were incorporated by ference in the international applicatioaid the applicant furnishes a

missing part under paragraph (b) whose content is completely contained in that earlier

application, the international filing date shall be the date on which all the requirements of

Article 11(1) are complied with, provided that, within the applicable time limit under

paragraph (b):

[COMMENT: The main difference between the “missing part” requirements of the PLT and
those of the PCT is that, under the PLT, the applicant can rectifgrtission, at the time of

filing, of a part of the description or of a drawing without loss of the filing date if the

application claims the priority of an earlier application and the missing part of the description
or the missing drawing is completely damed in that earlier application (see PLT

Article 5(6) and PLT Rule 2(3) an@)). There is no equivalent provision in the PCT. In

order to align PCT requirements to those of the PLT, it is proposed to add such provision to
the PCT Regulations. PLT Ru2(4) leaves it at the option of any PLT Contracting Party
whether it wishes to require that the application, at the date on which papers were first
received, contained an indication that the contents of the earlier application were incorporated
by refeeence in the application (see PLT R@gt)(v). Delegations may wish to consider

whether or not to include such requirement in the PCT Regulations; the text corresponding to
that requirement has thus been put in square brackets. Furthermore, it isgoropti®

include in paragraph (b) a requirement, as permitted under PLT Rule 2(4)(ii), that the
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[Rule 20.5(e), continued]

applicant, upon invitation by the Office, must file a certified copy of the earlier application
(the “priority document”), in additin to the “simple” copy of the earlier application required
to be furnished under item (ii) of paragraph (b) (see below). The furnishing of a “simple”
copy of the earlier application would appear sufficient for the purposes of the international
phase; tk consequences in case of any discrepancies between the “simple” copy and the
certified copy of the earlier application would have to be dealt with in the national phase.]

(i) the applicant submits a request accordingly to the receiving Office;

(i) a caoy of the earlier application is furnished to the receiving Office;

[COMMENT: See PLT Rule 2(4)(i).]

(i) where the earlier application is not the same language accepted by the

receiving Office under Rule 12.1(a) as the international application, al&ton of the earlier

application into that language is furnished to the receiving Office; and

[COMMENT: See PLT Rule 2(4)(iii).]

(iv) the applicant furnishes to the receiving Office an indication as to where, in the

earlier application or in the tralagion referred to in itendiv), the missing part is contained.

[COMMENT: See PLT Rule 2(4)(vi). Under the PLT, there is no provision which would
require the applicant to furnish a statement to the effect that the missing part (or missing
drawing) furnisied later is identical to the “missing part” as contained in the earlier
application; it would thus appear that the receiving Office would be required to compare the
missing part furnished later with the “missing part” as contained in the earlier apptidat
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Rule 26
Checking by, and Correcting Before, the Receiving Office of Certain Elements of the

International Application

26.1 Invitation Under Article14(1)(b) to CorrectfFimelimitforCheck

{a) The receiving Office shalissue-the-invitationd-correct provided-forin
Article-14{1)}{b)as soon as possible, preferably within one month from the receipt of the

international applicationnvite the applicant, under Article 14(1)(b), to furnish the required

correction, and to make observations, witklie time limit under Rule 26.2.

[COMMENT: The title is proposed to be amended so as to correctly cover the subject matter
of paragraph{a). With regard to the requirement to give the applicant the opportunity to make
observations, see PLT Atrticle 6(F).

b) [Deleted]H-thereceiving-Office-issuesaninvitationto-correct the-defectreferred to

the

onal b hori iingly.

[COMMENT: lItis propcsed to move the content of present paragraph (b) to the
Administrative Instructions.]

26.2 Time Limit for Correction

The time limit referred to irRule 26.1 Article-14(1)}{b)shal-bereasonable-under-the

cireumstaneces-arnghall be[one month] [two month] fixed-in-each-case-by-thereceiving
OfficeItshallnotbeless-than-one-moritom the date of the invitation to correct. It may be

extended by the receiving Office at any time before a decision is taken.
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[Rule 26.2, continued]

[COMMENT: See PLT Artcle 6(7) and PLT Rule 6(1). The time limits have been put in
square brackets since it appesnserently problematito include in the PCT Regulations

more generous (“PL-Btyle”) time limits than is presently the casmting that the proper
functioning d the PCT system relies to a great extent on actions taking place in a very limited
time and within strict deadlings.

26.3t0 26.4 [No change]

26.5 Decision of the Receiving Office

(a) The receiving Office shall decide whether the applicant has dtduithe
correction within the time limit undgparagraph (bRute-26-2 and, if the correction has been
submitted withinthe applicabléhattime limit, whether the international application so
corrected is or is not to be considered withdrawn, provithed mo international application
shall be considered withdrawn for lack of compliance with the physical requirements referred
to in Rule 11 if it complies with those requirements to the extent necessary for the purpose of

reasonably uniform internationaliplication.

(b) The time limit referred to in paragraph (a) shall be:

(i) where an invitation under Rule 26.2 was sent to the applicant, [one month]

[two months] from the date of the invitation;

(i) where no invitation under Rule 26.2 was sent to thgli@ant, [one month]

[two months] [three months] from the date on which one or more of the elements referred to

in Article 11(1)(iii) were first received by the receiving Office.




PCT/RIWG/42
Annex, pagelo

[Rule 26.5(b), continued]

[COMMENT: See PLT Atrticle 6(7) and PLT Rule 6(and (2). The time limits have been

put in square brackets since it appeatgerently problematito include in the PCT

Regulations more generous (“Pistyle”) time limits as is presently the casmting that the
proper functioning of the PCT system eito a great extent on actions taking place in a very
limited time and within strict deadlinesiVhile the PLT provides for the time limit under item
(i) only in cases where no invitation was sent to the applicant “because indications allowing
the appli@ant to be contacted by the Office have not been filed”, it is proposed to apply that
time limit to all cases where no invitation has been sent to the applicant.]

e

[COMMENT: Itis proposed to move the content of paragraph (a) to the Administrative
Instructions.]

[COMMENT: The proposed deletion of present paragraph (b) is consequential on the
proposed amendment of Rule Z&¢é above).]

[End of Annex and of document]
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BACKGROUND

1. Atits third session, the Working Group reviewed proposals for reform of the PCT
which had already been submitted to the Committee on Reform of the PCT or the Working
Group but not yet considered in detail and agreed on the priority of those proposals, with a
view to their inclusion in the work program of the Working Group. Among theppsals
reviewed by the Working Group were certain proposals aimed at further streamlining and
simplifying the PCT procedure.

2. The Working Group agreed that specific proposals for amendment of the Regulations
would be prepared bthe Secretariat, taking into account the discussion and conclusions
reflected in the summary of the third session of the Working Group by the Chair and other
points of detail noted by the International Bureau, for further consideration by the Working
Group where possible at its next session. Proposals for consideration in the short term would
primarily be dealt with by way of amending the Regulations, but longer term proposals
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involving revision of the Treaty should also be identified and draft provisppapared (see
the summary of the third session by the Chair, docurR&it/R/WG/3/5, paragraphl 2).

3. The Annexes to this document contain a number of proposed amendments of the PCT
Regulations aimed at further streamlining aidglifying the PCT proceduré:

() Annex | contains proposals concerning the payment of a late furnishing fee
following the issuance of an invitation to furnish a sequence listing under Riéz 1 (see
the summary of the third ssion by the Chair, documeRCT/R/WG/3/5, paragraplts3
to 57, in particular, paragraf/; and paragraplsto7, below);

(i)  Annex Il contans proposals to simplify the protest procedure before both the
International Searching Authority (“ISA”) and the International Preliminary Examining
Authority (“IPEA”) in case of norunity of invention (see document PCT/R/WG/3/1,
Annexl, items4 and10; the summary of the third session by the Chair, document
PCT/R/WG/3/5, paragraples to 97; and paragrapisto 10, below);

(i)  Annex lll confains proposals to permit, upon request of the applicant, the
publication of a translation furnished by the applicant, or of the international application as
filed if filed in @ non-publication language, together with the international application (see the
summary of the third session by the Chair, docuni®T/R/WG/3/5, paragrapd?; and
paragraphd4land12, below);

(iv) Annex IV contains a propsal to allow for the use of, and to introduce, a
standardized international form for entry into the national phase (see
documenPCT/R/WG/3/5, paragrapl&¥ and 68; the summary of the third session by the
Chair, documenPCT/R/WG/3/5, paragrapsi7 and 68 and paragraph%3 and14, below);

(v) Annex V contains proposals to further amend Rdldsl (a)(iv), 4®is.1(b)
and94.2 as adopted by theZH Assembly on October 1, 2002, and due to enter into force on
Januaryl, 2004 (see document PCT/A/31/10); it also contains a proposal to amend
Rulel17.2, consequential on the amendment of Rule 17.1 as adopted by the PCT Assembly on
October 1, 2002, andug to enter into force on Janualy2004. See also paragraph,
below.

4.  The proposals are further outlined in the following paragraphs.
LATE FURNISHING FEE FOR LATE SUBMISSION OF SEQUENCE LISTINGS

5. Atits third session, the Working Group reviewed a proposal to amend Rtégand to
provide that International Searching Authorities and International Preliminary Examining
Authorities would no longer be obliged to issue imtibns to furnish sequence listings in
computer readable form complying with the prescribed standard or to carry out an
international search and international preliminary examination in case where a sequence
listing complying with that standard had not ndéded (see document PCT/R/WG/3/1,
Annexl, item 5).

! Proposed additions and deletions are indicateshectively, by underlining and striking through

the text concerned. Certain provisions that are not proposed to be amended are included for
ease of reference.
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6. The Working Group agreed not to proceed with the proposal. However, recognizing
that it was desirable that sequence listings complying with the prescribed standard should be
furnished together with the international application so as not to delay the start of the
international search, it was agreed that the International Bureau should prepare a proposal
which would permit Authorities to require the payment of a late furnisfeegwhere an

invitation had to be issued under Ruldter.1(a)(ii) or (e) (see the summary of the session by
the Chair, documem®CT/R/WG/3/5, paragrapls3 to57, in particular, paragrapv).

7. Annex | contains a proposal to @md Rulel3ter.1 accordingly.
SIMPLIFIED PROTEST PROCEDURE IN CASE OF NQOINITY OF INVENTION

8.  With regard to the protest procedure before both the International Searching Authority
(“ISA”) and the International Preliminary Examing Authority (“IPEA”) in case of norunity

of invention, the Working Group during its third session agreed that the International Bureau
should prepare a proposal for simplifying the protest procedure under Rubasd68 (see

the summary of the sessiday the Chair, documemCT/R/WG/3/5, paragrapl®s to97, in
particular, paragrap?).

9. Itwas also agreed (see documB@T/R/WG/3/5, paragrapy/) that:

“...in order to discover more information about the experience of Autiesrregarding
this issue, the International Bureau should send out a questionnaire asking them to
indicate how many invitations they issued per year under Rifleend 68, how many
additional fees were paid under protest, and how many of the invitatieres iw respect
of applications containing claims to more than, say, 10 inventions.”

10. Annex Il contains a proposal to amend Ruliésand 68 accordingly. An overview of
the replies received in response to the questionnaire seébidbe International Bureau to all
International Searching and Preliminary Examining Authorities (Circular C. PCT 896) is
contained in document PCT/R/WG/4/4 Add.1.

PUBLICATION OF TRANSLATION FURNISHED BY THE APPLICANT

11. Duringits third session, the Working Group discussed proposals for a possible deletion
of Article 64(4), based on document PCT/R/WG/3/1, Annex Il, item 28. The Working Group
agreed that further consideration of this matter, while it would be within the congeetén

the Working Group, should be deferred until progress had been made in discussions of prior
art issues by the Standing Committee for the Law of Patents (SCP). As a related matter, the
Working Group agreed, however, that the International Bureau dhook into the

possibility of amending Rule 48 so as to provide for the electronic publication by the
International Bureau of translations, furnished by the applicant, of the international
application (see the summary of the Chair of the third sessiomediVorking Group,
documenPCT/R/WG/3/5, paragraphs 78 to 82).

12. Annex lll contains proposals to amend Rule 48 so as to require the International
Bureau, on request of the applicant, to publish, together with the internatiguiadaon, any
translation of the international application furnished by the applicant or, where the
international application was filed in a language which is not a language of publication, the
international application in the language in which is waadil
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INTERNATIONAL FORM FOR NATIONAL PHASE ENTRY

13. Atthe third session of the Working Group, several delegations and representatives of
users supported the proposed introduction of a standardized international form for entry into
the national phase (see document PCT/R/WG/3/1, Annex |, item 11 (introduce international
forms for national phase entry)), including standard texts of declarations similar to those
provided for in the case of the request form under Rule 4.17, on thestadding that the use

of such a form by applicants would be optional and not a requirement for a valid national
phase entry. The Working Group agreed that the International Bureau should prepare such a
proposal (see documeRCT/R/WG/3/5, paragraptéy ard 68).

14. Annex IV contains a proposal to amend Rd4 accordingly. As regards the draft of

a standardized international form for entry into the national phase, the International Bureau is
studying the possible content of sufciim, taking into account the various national
requirements of designated and elected Offices allowed underRble

CORRIGENDA AND CONSEKRUENTIAL AMENDMENTS

15. Annex V contains proposals to further amend Rdldsl (a)(iv), 4dis.1(b) and 94.2 as
adopted by the PCT Assembly on October 1, 2002, and due to enter into force on Jgnuary
2004 (see document PCT/A/31/10), and to amend Rul2. These proposed amendments

are in the nature of corrigenda or consequential amendmered bashe amendments

already adopted. Explanations are set out in Annex VI in Comments relating to the provisions
concerned.

16. The Working Group is invited to

consider the proposals contained in the
Annexes to this document.

[Annex | follows]
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TABLE OF CONTENTS
Rule 13ter Nucleotide and/or Amino Acid SequencCe tBYS...........evveeiriiieeeeeeeeniiieeeiens 2..
13terl Sequence Listing for International Authorities............c.ooovviiiiiieiiiiiieenn, 2...

13ter2 [NO CRANGE] . ... ittt e e 3



PCT/RIWG/4/4
Annex |, page?

Rule 13ter

Nucleotide and/or Amino Acid Sequence Listings

13ter.1 Sequenceisting for International Authorities

(a) Where the International Searching Authority finds that the international application

contains disclosure of one or more nucleotide and/or amino acid sequences but:

(i) [No change]

(i) the applicant has notr@ady furnished a sequence listing in computer readable
form complying with the standard provided for in the Administrative Instructions, that

Authority may invite the applicant to furnish toand to pay, where applicable, the late

furnishing fee referr@ to paragraph (is), within a time limit fixed in the invitation, a

sequence listing in such a form complying with that standard.

[COMMENT: Text modeled after Rul&2.3(c)(ii). Further amendments of Rul8terare
proposed in documefPCT/R/WG/4/6 (Beposit of Sequence Listingg)]

(a-bis) The furnishing of a sequence listing in response to an invitation under

paragraph (a)(ii) may be subjected by the International Searching Authority to the payment to

it, for its own benefit, of a late furnishing feelhe amount of the late furnishing fee shall be

determined by the International Searching Authority and shall be specified in the invitation

under paragraph (a)(ii).

[COMMENT: Text modeled after Rulek2.3(e) and 40.2(a).]
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[Rule 13ter.1, continued]

(b) [Remains deleted]

(c) If the applicanthasdeesnot, within the time limit fixed in the invitation, furnished

the required sequence listing and paid any required late furnishirepfephwith-an

the International

[COMMENT: The proposed amendmieof paragraph (c) is consequential on the proposed
introduction (at the option of the International Searching Authority) of the late furnishing fee
under paragraph {bis): where the applicant does not pay any required late furnishing fee,
the Internatbnal Searching Authority would not be required to carry out international search,
even if the applicant has furnished the required sequence listing.]

(d) [No change]

(e) [No change] Paragraphga) and(c) shall applymutatis mutandiso the procedure

before the International Preliminary Examining Authority.

[COMMENT: No change is proposed to paragrdphwhich is included in this document
only for ease of reference. The effect of the proposed changes to pardéayaypbuld be that
the InternationaPreliminary Examining Authority would be permitted, under paragraph (e),
to require the payment of a late furnishing fee where it had issued an invitation to furnish a
sequence listing complying with the prescribed standard.]

13ter.2 [No change]

[Annex Il follows]
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Rule 40

Lack of Unity of Invention (International Search)

40.1 Invitation to PayAdditional Fees; Time Limit

[COMMENT: Clarification only.]

The invitation to pay additional fees pided for in Article 17(3)(a) shall:

(i) specify the reasons for which the international application is not considered as

complying with the requirement of unity of inventioand-shall

(i) _invite the applicant to pay the additional fees within [onentid [two months]

from the date of the invitation, anddicate the amourtdf those fee$o be paid and

(i) _invite the applicant to pay, where applicable, the protest fee referred to in

Rule40.2(e) within [one month] [two months] from the date of theitation, and indicate the

amount to be paid.

[COMMENT: Itis proposed to amend Ru.1 so as to deal with all matters to be included

in the invitation to the applicant (reasons, time limit for payment of additional fees and

amount of those fees; wehe applicable, time limit for payment of protest fee and amount of

that fee) for in just one Rule. See also Rule 40.3, below, which is proposed to be deleted. For
the time limit for compliance with the invitation under items (ii) and (iii), two montreuid

be consistent with the PLT but one month may be more appropriate to the tighter time frame
under which the PCT procedure operates.]
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40.2 Additional Fees

(a) and (b)[No change]

(c) Any applicant may pay the additional fee under protest, thaidspmpanied by a
reasoned statement to the effect that the international application complies with the
requirement of unity of invention or that the amount of the required additional fee is

excessive. Such protest shall be examined thye@emembeiboad of appealor other review

body constituted in the framewodpeciatinstancef the International Searching Authority

any-competenthigheraudtherjtwhich, to the extent that it finds the protest justified, shall

order the total or partial reimbursemt to the applicant of the additional fe®n the request

of the applicantthe text ofboth the protest antthe decisiorthereonshall be notified to the
designated Officetogether with the international search report. The applicant shall submit
any ranslation thereof with the furnishing of the translation of the international application

required under Articl@2.

[COMMENT: To simplify the procedure, it is proposed to leave the form of the review body
and its composition to the ISA. The expresstboard of appeal or other review body
constituted in the framework of...” is modeled after the terminology in paragtalhof the
Explanatory Notes on the Patent Law Treaty. Furthermore, it does not appear necessary to
provide for a protest in respect ohity of invention to be considered, in the first instance, by

a higher authority than a board of appeal or other review body constituted in the framework
the ISA. This would, of course, not prevent a higher authority from hearing an appeal against
a decsion of that board of appeal or other review body.]

[COMMENT: Itis proposed that the form of the review body and its compaosition should be
left to the ISA.]
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[Rule 40.2, continued]

(e) The examination of a protest referred to in paragraph (c) may be subjected by the

International Searching Authoritg the payment to it, for its own benefit, of a protest fee.

notification-to-the-applicant-of- the result-of- therevieMihere the applicarttas not, within

the time limit under Rul&0.1(iii), paid any requiredf-the protest fees-ret-so-paidthe

protest shall be consideradthdrawnand the International Searching Authority shall so

declare The protest fee shall be refunded to the aggpit where théhreemembeiboardof

appeal or other review bodgpeciaHnstance-or-higherauthermgferred to in paragrap(t)

finds that the protest was entirely justified.

[COMMENT: The amendment to the first sentence is proposed for the purpbses o
simplification— it does not appear necessary to oblige an ISA which wishes to require the
payment of a protest fee for the examination of the protest to apply a two stage review
process. The proposed amendment to the last sentence is consequehggbaposed
amendment of paragragb).]

40.3 [Deleted] Fime-Limit

[COMMENT: See Comment on Rul0.1 as proposed to be amended, above.]
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Rule 68
Lack of Unity of Invention

(International Preliminary Examination)

68.1 [No change]

[PRO DOMO: Rule 68 could be further simplified by deleting R&&1 and amending

Rule68.2 to provide an invitation in all cases (subject to Rafel(e)), in line with the

Chapter procedure under Rule 40.1. However, this is not proposed since it would take away
the present applicatitiendly “no invitation” procedue under Rule 68.1.]

68.2 Invitation to Restrict or Pay

Where the International Preliminary Examining Authority finds that the requirement of
unity of invention is not complied with and chooses to invite the applicant, at his option, to

restrict the clans or to pay additional feefhe invitationit shalt

(i) specify at least one possibility of restriction which, in the opinion of the
International Preliminary Examining Authority, would be in compliance with the applicable

requirement ;-and-shall

(i) specifythe-amount-oftheadditionalfees-ati reasons for which the
international application is not considered as complying with the requirement of unity of

invention —tshallatthe same-time,
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[Rule 68.2, continued]

(i) invite the appliant to comply with the invitation within [one month] [two

months] from the date of the invitatiodx-a-time-limit-with-regard-to-the-cireumstanees of

(iv) indicate the amount of the required additional fees to be paid in case the

applicant so chooses; and

(v) invite the applicant to pay, where applicable, the protest fee reféwried

Rule 68.3(c) within [one month] [two months] from the date of the invitation, and indicate the

amount to be paid

[COMMENT: The amendments proposed to Rule 68.2 correspond to those proposed to
Rule40.1.]

68.3 Additional Fees

(a) and (b)[No change]
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[Rule 68.3, continued]

(c) Any applicant may pay the additional fee under protest, that is, accompanied by a
reasoned statement to the effect that the international application complies with the
requirement of unity of invention or that the amownthe required additional fee is

excessive. Such protest shall be examined thye@emembeiboardof appealor other review

body constituted in the framewodpeciakinstancef the International Preliminary

Examining Authority-erany-cempetent-highauthority which, to the extent that it finds the

protest justified, shall order the total or partial reimbursement to the applicant of the

additional feeOn the request of the applicant, ttext of boththe protest anthe decision
thereonshall be nofiied to the elected Offices as an annex to the international preliminary

examination report.

[COMMENT: The amendments proposed to paragr@pltorrespond to those proposed to
Rule 40.2(c).]

(d) [Deleted]

[COMMENT: The proposed deletion of paragrafa) corresponds to the proposed deletion
of Rule 40.2(d).]
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[Rule 68.3, continued]

(e) The examination of a protest referred to in paragraph (c) may be subjected by the

International Preliminary Examining Authority to the payment to it, for its own benefit, of a

applicant has not, within the time limit under R@8.2(iii), paid any requireé¢-the protest

feeis-hretsepaigthe protest shall be consideratthdrawnand the International Preliminary

Examining Authority shall so declarel'he protest fee shall be refunded to the applicant

where thehreememberboardof appeal or other review bogspeciatinstancer-higher

autherityreferred to in paragrap(t) finds that the protest was entirely justified.

[COMMENT: The amendments proposed to paragr@lcorrespond to those proposed to
Rule 40.2(e).]

68.4 and 68.5[No change]

[Annex Il follows]
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Rule 47

Communication to Designated Offices

47.1 and 47.1[No change]

47.3 Languages Translations

(&) The international application communicated under Article 20 shall be in the

language in which it is published.

(b) Where the language in which the international application is publishdiffesent
from the language in which it was filed, the International Bureau shall furnish to any
designated Office, upon the request of that Office, a copy of that application in the language

in which it was filedor of any translation furnished under R4l8.3(d)(ii).

47.4 [No change]
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Rule 48

International Publication

48.1and 48.2 [No change]

48.3 Languages of Publication

(&) [No change]lf the international application is filed in Chinese, English, French,
German, Japanese, Russian or Spafflanguages of publication”), that application shall be

published in the language in which it was filed.

(b) [No change]lIf the international application is not filed in a language of publication
and a translation into a language of publication haslfemished under Rule 12.3 or 12.4,

that application shall be published in the language of that translation.

(c) If the international application is publisheeder paragraph (a) or (i) a language

other than English, the international search report b the extent that it is published under
Rule48.2(a)(v), or the declaration referred to in Article 17(2)(a), the title of the invention, the
abstract and any text matter pertaining to the figure or figures accompanying the abstract shall
be published botin that language and in English. The translations shall be prepared under

the responsibility of the International Bureau.
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[Rule 48.3, continued]

(d) Upon request by the applicant received by the International Bureau prior to the

expiration of 16 monthfrom the priority date, and subject to the payment of a special fee

whose amount shall be fixed in the Administrative Instructions, the International Bureau shall

publish, together with the international application as published under paragraph (a) or (b):

(i) in the case referred to in paragraph (b), the international application in the

language in which it was filed;

(ii) any translation of the international application furnished by the applicant

within the time limit under paragraph (e).

[COMMENT: Theproposed publication of the international application in the language in
which it was filed (if filed in a norpublication language) and of any translation of the
international application furnished by the applicant would take place in addition to, luldwo

not form part of, the international publication of the international application under Agicle
Publication and communication to designated Offices of the international application in a
language different from the language in which internationalipation takes place would be
beneficial for the protection of rights of the applicant under the national law of certain
designated States, for example, designated States which make provisional protection after the
international publication of an internanal application conditional on the furnishing of a
translation, or States where the prior art effect of an international application is, in accordance
with Article 64(4), dependent on the publication of a translation into a language accepted by
the Office of the designated State concerned.]

48.4t0 48.6 [No change]

[Annex IV follows]
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Rule 49

Copy, Translation and Fe2 Under Article 22

49.1t049.3 [No change]

49.4 Use of Nationabr InternationalForm

(a) No applicant shall be required to useaienalform when performing the acts

referred to in Article 22.

(b) The designated Office shall accept the useHsydpplicant, when performing the

acts referred to in Article 22, of the form prescribed by the Administrative Instructions for the

purposes of this paragraph, provided that the Office may require that the form shall be filed in

a language of publicationwch it accepts for the purposes of this paragraph.

[COMMENT: The provision and use of any form for national phase entry (be it a national

form made available by the designated Office concerned or the new international form) would
remain optional, as atrpsent. In addition, it is proposed to require any designated Office to
accept the prescribed international form where the applicant chooses to use that form. By
virtue of Rule76.5, the same would apply to any elected Office. As is the case for all forms
under the PCT which are to be used by the applicant, the form would be made available by the
International Bureau in all seven languages of publication. As regards the draft of a
standardized international form for entry into the national phase, teeniastional Bureau is
studying the possible content of such form, taking into account the various national
requirements of designated and elected Offices allowed underaRhblsg]

49.5t049.6 [No change]

[Annex V follows]
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Rule 4

The Request (Contents)

4.1t0 4.10 [No change]

4.11 Reference to Earlier Search, Continuation or ContinuaiioPart, or Parent

Applicationor Grant

(a) If:

(i) to (i) [No change]

(iv) the applicant intends to make an indication under Rula49(d) {¢) of the
wish that the international application be treated, in any designated State, as an

application for a continuation or a contirtian-in-part of an earlier application;

the request shall so indicate and shall, as the case may be, identify the application in respect of
which the earlier search was made or otherwise identify the search, or indicate the relevant

parent application orgrent patent or other parent grant.

[COMMENT: With regard to Rulel.11 as adopted by the Assembly on Octabegt002,
with effect from January 1, 2004 (see document PCT/A/31/10), it is proposed to further
amend Rule 4.11(a)(iv) so as to replace the emmoseeference to Ruk9bis1(c) with a
reference to Ruld%is.1(d).]

(b) [No change]

4.12to 4.14 [Remain deleted]

4.14bisto 4.18 [No change]
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Rule 17

The Priority Document

17.1 [No change]

17.2 Availability of Copies

(a) Where the applicarhas complied with Rule 17.1(a)¢ (b) or (b-bis), the
International Bureau shall, at the specific request of the designated Gifiisgct to

paragrapl{a-bis), promptly but not prior to the international publication of the international

application, tirnish a copy of the priority document to that Office. No such Office shall ask
the applicant himself to furnish it with a copy. The applicant shall not be required to furnish a
translation to the designated Office before the expiration of the applitaidimit under

Article 22. Where the applicant makes an express request to the designated Office under
Article 23(2) prior to the international publication of the international application, the
International Bureau shall, at the specific request otirgignated Office, furnish a copy of

the priority document to that Office promptly after receiving it.

(a-bis) No designated Office shall request a copy of the priority document from the

International Bureau under paragraph (a) if the priority docuriseim accordance with the

Administrative Instructions, available to it from a digital library.

[COMMENT: Itis proposed to amend Rule 17.2 so as to take into account the fact that, in
the future, priority documents may be available to designated Offiioesdigital libraries; in

the future, no designated Office shall request the International Bureau to furnish a copy of the
priority document if the priority document is, in accordance with the Administrative
Instructions, available to it from a digitabrary. See Rule 17.1 as amended by the Assembly
on October 1, 2002, with effect from January 1, 2004 (see document PCT/A/31/10).]

(b) and (c) [No change]
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Rule 43vis

Written Opinion of the International Searching Authority

43bis1 Written Opinion

(a) [No change]

(b) For the purposes of establishing the written opinion, Articles 33(2) to (6), 35(2)
and35(3) and Rules 43.4, 64, 65, 66.1(@%:2(a)(b)and-{e§h6.7, 67, 70.2(b) and (d), 70.3,

70.4(ii), 70.5(a), 70.6 to 70.10, 70.12, 70.14 afdlB(a) shall applynutatis mutandis

[COMMENT: With regard to Rule 48is as adopted by the Assembly on Octolhg2002,

with effect from January 1, 2004 (see document PCT/A/31/10), it is proposed to further
amend Rule 48is.1(b) so as to delete the reésgice to Rule 66.2(a), (b) and (e). Rule 66.2(a)
and (b) concerns the content of the written opinion of the International Preliminary Examining
Authority (IPEA) and should not be referred to as applymmgtatis mutandiso the written
opinion by the Interational Searching Authority (ISA). The references in Rulbid3(b) to

the various paragraphs of Rul@ are correct and sufficient: all issues covered in
Rule66.2(a) and (b) are also covered in Rule(Rule70.12(iii) corresponds to Rule

66.2(a)(i); Rule 70.6 corresponds to Rule 66.2(a)(ii); Rule 70.12(i) corresponds to Rule
66.2(a)(iii); Rule 66.2(iv) is not applicable to the written opinion by the ISA; Rule 70.12(ii)
corresponds to Rule 66.2(a)(v); Rule 70.2(d) corresponds to Rule 66.2(a&pg;70.12(iv)
corresponds to Rule 66.2(a)(vii); ArticBb(2) and Rule§0.6(a), 70.8 and 70.12 correspond
to Rule 66.2(b); Rulé&6.2(e) is not applicable to the written opinion by the ISA) (see also the
Comment on proposed new Rul8bis.1 in documenPCT/R/2/7).]

(c) [No change]
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Rule 94

Access to Files

94.1 [No change]

94.2 Access to the File Held by the International Preliminary Examining Authority

At the request of the applicant or any person authorized by the applicasftaor

elected Offce once the international preliminary examination report has leegsblished

communicated to that Office in accordance with RIBe2(a) or (b)(i) efany-elected-Office,
the International Preliminary Examining Authority shall furnish, subject to reisdment of

the cost of the service, copies of any document contained in its file.

[COMMENT: The proposed amendment of R@&.2 is consequential on the amendment of
Rule73.2 as adopted by the Assembly on October 1, 2002 with effect from January 1, 2004
(see document PCT/A/31/10), so as to ensure that copies of any document contained in the
file of the International Preliminary Examining Authority are not furnished to any elected
Office before the international preliminary examination report has been coroated to that
Office, that is, usually, not before the expiration of 30 months from the priority date (see
Rule73.2 as in force from January 1, 2004).]

94.3 [No change]]

[End of Annex V and of document]
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WORLD INTELLECTUAL PROPERTY ORGANIZATION
GENEVA

INTERNATIONAL PATENT COOPERATION UNION
(PCT UNION)

WORKING GROUP ON REFORM OF THE PATENT
COOPERATION TREATY (PCT)

Fourth Session
Geneva, May 19 to 23, 2003

SIMPLIFIED PROTEST PROCEDURE IN CASE OF NON-UNITY OF INVENTION:

REPLIES RECEIVED IN RESPONSE TO QUESTIONNAIRE

Document prepared by the International Bureau

BACKGROUND

1. Atitsthird session, held in Geneva from November 18 to 22, 2002, the Working Group
considered proposals for amendment of the Regulations under the PCT relating to changes
necessary or desirable to simplify the procedures before the International Searching
Authorities and International Preliminary Examining Authorities in cases where thereis a
finding of lack of unity of invention. The Working Group’s discussions are outlined in the
summary of the session by the Chair, document PCT/R/WG/3/5, paragraphs 95 to 97:

“Unity of Invention

“95. Discussions were based on document PCT/R/WG/3/1, Annex |, items 4 (smplify
the non-unity procedure before the ISA) and 10 (simplify the non-unity procedure
before the IPEA), and Annex 11, items 10 and 18 (eliminate unity of invention
procedure).

“96. Certain delegations proposed the abolition of the protest system before
International Searching Authorities under Rule 40 and International Preliminary
Examining Authorities under Rule 68, with a view to reducing the workload of the

E
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Authorities. The mgority of delegations and representatives of users, while recognizing
that the procedures under Rules40 and 68 were cumbersome, opposed the proposal to
eliminate the protest procedure altogether on the grounds that it would remove the
applicant’s right to challenge a finding of non-unity of invention by an Authority, thus
increasing the burden on applicants and designated Offices in the national phase and
resulting in incompl ete searches and examinations of a greater number of international
applications. It was suggested that the problem of nonunity in excessively complex or
“mega-" applications would be better dealt with by other measures such as by
introducing an additional fee based on the number of claims present in the application.

“97. The Working Group agreed that the International Bureau should prepare a
proposal for simplifying the protest procedure under Rules 40 and 68. It was also
agreed that, in order to discover more information about the experience of Authorities
regarding this issue, the International Bureau should send out a questionnaire asking
them to indicate how many invitations they issued per year under Rules 40 and 68, how
many additional fees were paid under protest, and how many of the invitations were in
respect of applications containing claims to more than, say, 10 inventions.”

Proposals for amendment of the Regulations relating the protest procedure in case of

lack of unity of invention are contained in document PCT/R/WG/4/4, Annex 1.

3.

By way of Circular C. PCT 896, dated December 19, 2002, the International Bureau

sent a questionnaire concerning the protest procedure in cases of lack of unity of invention to
al International Searching and Preliminary Examining Authorities. The Annex to this
document contains the responses received by the date of this document.

4.  TheWorking Group isinvited to take
note of the content of the Annex.

[Annex follows]
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SIMPLIFIED PROTEST PROCEDURE IN CASE OF NON-UNITY OF INVENTION:

REPLIES RECEIVED IN RESPONSE TO QUESTIONNAIRE

LACK OF UNITY OF INVENTION BEFORE THE INTERNATIONAL SEARCHING
AUTHORITY (ISA)

Question 1. How many invitations to pay additional fees provided for in Article 17(3)(a)
did your Office issue in its capacity as an ISA in each of the years 2000
and 2001? Please also indicate the number of international searches carried
out by your Office in its capacity as an | SA in each of the years 2000
and 2001.

Response by Australia: “2000: 1779 searches conducted (total) with 152 invitations issued
(for 267 searches). 2001: 1996 searches conducted (total) with 178 invitations issued (for
244 searches).”

Response by Austria: “In the year 2000, the Austrian Patent Office as | SA issued

4 invitations and in the year 2001, the Office issued 1 invitation to pay additional fees. In the
year 2000, 706 international searches and in the year 2001, 352 international searches were
carried out.”

Response by Canada: “As CIPO was only recently approved by the PCT Assembly to
assume the responsibilities of an ISA and IPEA, and will not actually commence operation
until July 2004, CIPO is not in a position at this time to respond to the questions asked in the
guestionnaire.”

Response by China: “Our office in the capacity as an ISA had received 746 International
Applicationsin 2000 and issued 8 invitations to pay additional fees for them. Our Officein
the capacity as an ISA had received 1656 International Applicationsin 2001 and issued 5
invitations to pay additional fees for them.”

Response by the European Patent Office: “2000: 51465 international searches,
2722 invitations; 2001: 53353 international searches, 3134 invitations.”

Response by Japan: “2000: 8468 international searches, 247 invitations,
2001: 10716 international searches, 495 invitations, 2002: 12646 international searches,
762 invitations.”

Response by Spain: “2000: 557 international searches, 4 non-unity cases, 1 invitation;
2001: 611 international searches, 6 non-unity cases, 1 invitation.”

Response by Swveden: “2000: 114; 2001: 97"
Question 2: How many of the invitations referred to in question 1 were issued in respect
of international applications found to contain 10 or more inventions?

Response by Australia: “2000: 2; 2001: 4”
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Response by Austria: “None”

Response by China: “1”

Response by the European Patent Office: “No records’

Response by Japan: “Not available”

Response by Spain: “2000: none; 2001: none”

Response by Swveden: “Not recorded”

Question 3: In response to invitations referred to in question 1: (i) how many additional
fees were paid to your Office on average per international application in
respect of which such invitation was issued; and (ii) how many additional
fees were so paid on average per international application containing 10 or

more inventions (see question 2)?

Response by Australia: “(i) 2000: 36%; 2001: 38%. (ii) 2000: 50% (1/2); 2001: 50%
(2/4) (although one of these only paid partial fees).”

Response by Austria: “(i) 4; (ii) none”
Response by China: “(i) 3x800 = 2400 (CNY)”

Response by the European Patent Office: “(i) No precise records, but anecdotal evidence
suggests additional fees are usualy not paid; (ii) No records’

Response by Japan: “(i) Not available; (ii) Not available”

Response by Spain: (i) 2000: 1 invitation; O additional fees paid; 2001: 1 invitation;

0 additional fees paid; (ii) 2000: O containing 10 or more inventions, O additional fees paid;

2001: 0 containing 10 or more inventions, O additional fees paid”

Response by Sweden: “(i) 2000: 63.2 %; 2001: 56.7%; (ii) 2000: 0%; 2001:0 %"

Question 4: In response to invitations referred to in question 1, in how many cases did the
applicant pay additional feesto your Office under protest?

Response by Australia: “2000: 4; 2001: 6”

Response by Austria: “None”

Response by China: “1”

Response by the European Patent Office: “2000: 144; 2001: 167~

Response by Japan: “Not available”
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Response by Spain: “2000: 1 invitation to pay additional fees, O paid under protest.
2001: 1 invitation to pay additional fees, O paid under protest

Response by Sveden: “(i) 2000: 18; (ii) 2001: 14"

Question 5: In how many of the cases referred to in question 4 did your Office order the
(i) total reimbursement or (ii) partial reimbursement to the applicant of the
additional fees because it was found that the protest was justified (see
Rule 40.2(c))?

Response by Australia: “(i) 2000: 0/4; 2001: 3/6; (ii) 2000: /4, 2001: 0/6”

Response by Austria: “None”

Response by China: “None”

Response by the European Patent Office: “(i) 2000: 31; 2001: 47; (ii) 2000: 17,
2001: 16”

Response by Japan: “(i) Not available; (ii) Not available”

Response by Spain: “There are no cases’

Question 6: (to be answered only by 1SAs which require the applicant to pay a fee for the
examination of the protest (“ protest fee” ); see Rule 40.2(e)): In how many
of the cases referred to in question 4 did your Office refund the protest fee

because it was found that the protest was entirely justified (see Rule 40.2(e))?

Response by Australia: “Not applicable; the Australian Patent Office does not require a
protest fee.”

Response by Austria: “None”
Response by China: “None”

Response by the European Patent Office: “2000 (after prior review of the justification of the
invitation to pay additional fees (Rule 40.2 (€)) - not the protest itself): 6

Response by Japan: “Not available”
Response by Spain: “No protest fee”

Response by Swveden: “Not applicable”
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LACK OF UNITY OF INVENTION BEFORE THE INTERNATIONAL PRELIMINARY
EXAMINING AUTHORITY (IPEA)

Question 7: How many invitations to restrict the claims or to pay additional fees provided
for in Article 34(3)(a) did your Office issue in its capacity as an |PEA in each
of the years 2000 and 2001? Please also indicate the number of international
preliminary examinations carried out by your Office in its capacity as an
IPEA in each of the years 2000 and 2001.

Response by Australia: “2000: 1393 IPEs conducted (total) with 2 invitations issued.
2001: 1853 IPEs conducted (total) with 6 invitations issued.”

Response by Austria: “In the years 2000 and 2001 the Austrian Patent Office as IPEA issued
2 invitations 1 for each year. In the year 2000, 199 internationa preliminary examinations
were carried out.”

Response by the European Patent Office: “2000: 1591 invitationsto restrict claims; 33609
international preliminary examinations carried out. 2001: 1447 invitations to restrict claims;
39388 international preliminary examinations carried out.”

Response by Japan: “2000: 106 invitations to pay additional fees, 4162 IPERs.

2001: 236 invitations to pay additional fees, 5163 IPERs. 2002: 292 invitations to pay
additional fees;, 6577 IPERSs.

Response by Spain: “OEPM was not |PEA at that time”

Response by Swveden: “Not recorded”

Question 8: In how many cases, if any, in each of the years 2000 and 2001 did your
Office find that the requirement of unity of invention was not complied with
but choose not to invite the applicant to restrict the claims or to pay additional
fees provided for in Article 34(3)(a)?

Response by Australia: “Data unavailable, but is believed to be significant”

Response by Austria: “Three (3)”

Response by the European Patent Office: “In 2000: approx. 2 100 (estimated). In 2001:
approx. 2 900 (estimated).”

Response by Japan: “Not available’
Response by Spain: “OEPM was not IPEA at that time”

Response by Sweden: “Not recorded”
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Question 9: How many of the invitations referred to in question 7 were issued in respect
of international applications found to contain 10 or more inventions?

Response by Australia: “None (for both years)”
Response by Austria: “None”

Response by the European Patent Office: “No records; likely to be small given EPO’'s
attitude towards Article 17(2) (a)(ii) and Rule 66.1 (e) PCT”

Response by Japan: “Not available”

Response by Spain: “OEPM was not IPEA at that time”

Response by Swveden: “Not recorded”

Question 10:  In response to invitations referred to in question 7, in how many cases did the
applicant choose to restrict the claims rather than to pay additional fees?

Response by Australia: “2000: 0; 2001: 1”

Response by Austria: “None”

Response by the European Patent Office: “No records’

Response by Japan: “Not available”

Response by Spain: “OEPM was not IPEA at that time”

Response by Swveden: “Not recorded”

Question 11:  Inresponse to invitations referred to in question 7: (i) how many additional
fees were paid to your Office on average per international application in
respect of which such invitation was issued; and (ii) how many additional
fees were so paid on average per international application found to contain 10

or more inventions (see question 9)?

Response by Australia: (i) 2000: 100% (2/2); 2001: 83% (5/6); (ii) none (no invitations
issued on such applications in either year)”

Response by the Austria: “(i) 4”
Response by the European Patent Office: “(i) no records; (ii) no records’
Response by Japan: “(i) Not available; (ii) Not available’

Response by Spain: “OEPM was not IPEA at that time”
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Response by Sweden: “(i) zero; (ii) not recorded ( see question 9)”

Question 12:  In response to invitations referred to in question 7, in how many cases did the
applicant pay additional fees to your Office under protest?

Response by Australia: “None in either year”

Response by Austria: “None”

Response by the European Patent Office: “Approximately 10 per cent (estimated)”

Response by Japan: “Not available”

Response by Spain: “OEPM was not IPEA at that time”

Response by Sweden: “2000: 0; 2001: 0”

Question 13:  In how many cases referred to in question 12 did your Office order the (i)
total reimbursement or (ii) partial reimbursement to the applicant of the
additional fees because it was found that the protest was justified (see
Rule 68.3(c))?

Response by Australia: “(i) None (no protests filed); (ii) None (no protests filed)”

Response by Austria: “None”

Response by the European Patent Office: “(i) and (ii): no recordsfor either, but only a

relatively small percentage of cases where additional fees were paid under protest would

result in total or partial reimbursement”

Response by Japan: “(i) Not available; (ii) Not available’

Response by Spain: “OEPM was not IPEA at that time”

Response by Swveden: “(i) 2000: 0; 2001: O; (ii) 2000: 0; 2001: 0"

Quedtion 14:  (to be answered only by IPEAs which require the applicant to pay a fee for
the examination of the protest (“ protest fee” ); see Rule 68.3(€)): In how
many cases referred to in question 12 did your Office refund the protest fee
because it was found that the protest was entirely justified (see Rule 48.3(€))?

Response by Australia: “Not applicable - the Australian Patent Office does not require a

protest fee” (Please note: The Australian Patent Office notes that there are few protests

compared with the number of invitations issued (despite there being no protest fee) and our
experience suggests that the vast majority of protests we currently receive have some red

basis. We therefore strongly support the opportunity to protest. We have however made a

number of changes in internal procedures to streamline the invitation and protest process,
including: 1. Where alarge number of inventions have been identified, the applicant is
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contacted by phone to ensure that the primary invention is identified before any search is
conducted or any invitation issued. Reasons are provided in the invitation where the client
has been previously contacted but these are not lengthy and detailed; 2. Protests are referred
to asingle reviewer who seeks independent technical advice from a high level examiner. The
reviewer will make their decision based on that advice and the time taken to complete the
second search but will only provide detailed reasons for the decision to the applicant if their
protest is dismissed; and 3. Regardless of outcome of the protest, internal feedback about the
review is provided to the examiner who issued the origina invitation for quality and training
purposes.)”

Response by Austria: “None”

Response by the European Patent Office: “Approximately 2 or 3 per year”
Response by Japan: “Not available’

Response by Spain: “OEPM was not IPEA at that time’

Response by Swveden: “Not applicable”

[End of Annex and of document]
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WORLD INTELLECTUAL PROPERTY ORGANIZATION
GENEVA

INTERNATIONAL PATENT COOPERATION UNION
(PCT UNION)

WORKING GROUP ON REFORM OF THE PATENT
COOPERATION TREATY (PCT)

Fourth Session
Geneva, May 19 to 23, 2003

FURTHER STREAMLINING AND SIMPLIFICATION OF PCT PROCEDURES:

RECTIFICATION OF CLEAR MISTAKES (OBVIOUS ERRORS)

Document prepared by the International Bureau

BACKGROUND

1. Atitsfirst session, held on November 12 to 16, 2001, the Working Group discussed a
proposal by the United States of America that Rule 91' be amended to limit the rectification
of obvious errors to errors occurring in the request and to eliminate the rectification of
obvious errors in the description, claims, drawings, and abstract of international applications
(see document PCT/R/WG/1/4, paragraphs 8 to 12). Those discussions are summarized in
document PCT/R/WG/1/9, as follows:

! References in this document to “Articles’ and “Rules’ are to those of the Patent Cooperation
Treaty (PCT) and the Regulations under the PCT (*the Regulations’), or to such provisions as

proposed to be amended or added, as the case may be (the current texts are available on WIPO's

Web site at http://www.wipo.int/pct/en/access/legal_text.htm). Referencesto “nationa laws,”
“national applications,” “the national phase,” etc., include reference to regional laws, regional
applications, the regional phase, etc. Referencesto “PLT Articles’ and “PLT Rules’ areto
those of the Patent Law Treaty (PLT) and the Regulations under the PLT (see document
PT/DC/47 on WIPO's Web site at http://www.wipo.int/eng/document/pt_dc/index.htm).

E
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“Proposal to amend Rule 91 (see document PCT/R/WG/1/4)

“34. The comments and concerns expressed by various delegations included the
following:

() while some delegations expressed support for the approach taken in the
proposal, others felt that the correction of obvious errors should not be limited to errors
occurring in the request but should continue to be possible also with regard to such
errors in the description, claims and drawings; any such requests for correction should
be dealt with as early as possible during the international phase rather than by individual
[designated Offices] in the national phase;

(i)  noting the workload of Officesin dealing with requests under present
Rule 91, it was recognized that a balanced solution would have to be found which
would continue to give applicants the flexibility needed to correct obvious errors
without putting too heavy a burden on Offices dealing with requests for rectifications;

(i)  noting ongoing discussions in the context of the draft [ Substantive Patent
Law Treaty], some delegations expressed their desire for areview of the present
definition of “obvious error” under Rule 91.1(b).

“35. It was agreed that the proposa to amend Rule 91 should not be included in
revised drafts to be prepared by the International Bureau, although delegations may
wish to further consider the matter in the light of the discussion.”

For the second session of the Worklng Group, the International Bureau prepared a paper

(document PCT/WG/2/6) outlining possible further PLT-related changes to the PCT. In
relation to the correction of mistakes under PLT Rule 18, paragraph 14 of that document
explained:

3.

“Correction of mistakes

“14. ThePLT sets out the requirements that a Contracting Party is permitted to apply
as regards requests for correction by the Office of mistakes in respect of an application
(see PLT Rule 18). In particular, it sets out the contents of the request that an Office
may require; it also obliges the Office to notify the applicant of any non-compliance
with one or more applicable requirements and to provide the applicant with an
opportunity to subsequently comply with those requirements. However, it does not
regulate what mistakes may be corrected. PCT Rule 91.1 provides for rectification of
obvious errors in the international application or other papers. However, it does not set
out any requirements as to the contents of the request for rectification. It also does not
require the receiving Office, International Searching Authority or International
Preliminary Examining Authority or International Bureau, as the case may be, to notify
the applicant of any non-compliance with one or more applicable requirements and to
provide the applicant with an opportunity to subsequently comply with those
requirements.”

However, it was suggested “that any proposals to align the PCT with PLT Rule 18 in

the above respects not be presented to the Working Group until a future session, as this does
not appear to be a matter of high priority” (see document PCT/WG/2/6, paragraph 15; the
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Working Group at its second session was unable in the time available to consider
document PCT/WG/2/6 (see document PCT/WG/2/12, paragraph59)).

4.  During its third session, the Working Group reviewed a proposal by the Representative
of the European Patent Office (EPO) that Rule 91.1(b) be amended so as to refer to a “person
skilled in the art” rather than “anyone” when determining whether a rectification offered by
the applicant was “obvious’ under Rule 91.1(b). Several delegations supported the proposal
and also expressed the view that, in general, Rule 91 was unnecessarily strict. It was agreed
that the EPO and the International Bureau should work together to review Rule 91 and to
submit a written proposal for consideration by the Working Group (see the summary of the
Chair of the third session of the Working Group, document PCT/R/WG/3/5, paragraph 64).

5.  The Annex to this document contains proposals to amend Rule 91 accordingly, and
proposals for consequential amendments of Rules 12, 48, 66 and 70. For information and
clarity, the proposals for amendment of Rule 91 are presented both in the form of a*clean”
text of the Rule 91 as it would stand after amendment and in the form of a marked-up text of
Rule 91 as proposed to be amended.

6. TheWorking Group isinvited to
consider the proposals contained in the Annex.

[Annex follows]
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Rule 12

L anguage of the International Application and Tranglation

for the Purposes of International Search and International Publication

12.1 [No change]

12.2 Language of Changesin the International Application

(@ [No change]

(b) Any rectification under Rule 91 911 of a mistake anr-ebwvious-errer in the
international application shall be in the language in which the application is filed, provided

that:

[COMMENT: Consequentia on the proposed amendment of Rule 91 (see below).]

() and (ii) [No change]

(¢) [No change]

12.3and 12.4 [No change]
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Rule 48

I nter national Publication

48.1 [No change]

48.2 Contents

(@ The pamphlet shall contain:

(i) to(vi) [No change]

(vit) any request for rectification of a mistake, any reasons and any comments

referred to in Rule 91.3(d) where the request for publication under Rule 91.3(d) was received

by the International Bureau before the completion of the technical preparations for

international publication referred-to-Hrthethird-sentence-of Rule 91 1(f),

(viii) to(x) [No change]

(b) to (h) [No change]

(h-bis) If the authorization for rectification of a mistake in the international application

referred to in Rule 91.1(b)(i) and (ii) is received by the International Bureau after compl etion

of the technical preparations for international publication, either the pamphlet (containing the

international application as rectified) will be republished or a statement reflecting all the

rectifications will be published. In the latter case, at |east the front page shall be republished
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and the sheets containing the rectifications, or the replacement pages and the letter furnished

under Rule 91.2(c), as the case may be, shall be published.

() The Administrative Instructions shall determine the cases in which the various
alternatives referred to in paragraphs (g), and (h) and (h-bis) shall apply. Such determination

shall depend on the volume and complexity of the amendments or rectifications and/or the

volume of the international application and the cost factors.

(1) If the request for publication under Rule 91.3(d) was received by the I nternational

Bureau after the completion of the technical preparations for international publication, the

request for rectification, any reasons and any comments referred to in Rule 91.3(d) shall be

promptly published after the receipt of the request for publication, and the front page shall be

republished.

[COMMENT: The proposed amendments of Rule 48.2 are consequential on the proposed
change of approach with regard to the time limit within which a request for rectification of a
mistake may be made; see proposed new Rule 91.2(a), below.]

48.31049.6 [No change]
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Rule 66

Procedur e Before the International Preliminary Examining Authority

66.11t066.5 [No change]

66.5 Amendment

Any change, other than the rectification of a mistake ebvieuserrers in the claims, the

description, or the drawings, including cancellation of claims, omission of passagesin the

description, or omission of certain drawings, shall be considered an amendment.

[COMMENT: Consequentia on the proposed amendment of Rule 91 (see below).]

66.6 10 66.9 [No change]
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Rule 70
International Preliminary Report on Patentability by
the International Preliminary Examining Authority

(International Preliminary Examination Report)

70.1t0 70.15 [No change]

70.16 Annexesto the Report

Each replacement sheet under Rule 66.8(a) or (b), each replacement sheet containing
amendments under Article 19 and each replacement sheet containing rectifications of a
mistake ebvieus-errors authorized under Rule 91.1(b)(iii) 93-{e}+ shall, unless superseded
by later replacement sheets or amendments resulting in the cancellation of entire sheets under
Rule 66.8(b), be annexed to the report. Amendments under Article 19 which have been
considered as reversed by an amendment under Article 34 and letters under Rule 66.8 shall

not be annexed.

70.17 [No change]
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Rule 91 [“clean” copy]?
Rectification of Mistakesin

the International Application and Other Documents

91.1 Rectification of Mistakes

(& A mistake in the international application or other document submitted by the
applicant may, subject to paragraphs (b) to (e) and Rules 91.2 and 91.3, be rectified on the

request of the applicant.

(b) A rectification shall be made only if it is authorized by “the relevant authority,” that

isto say:

(1) by thereceiving Officeif the mistake isin the request;

(i1) by the International Searching Authority if the mistake isin any part of the
international application other than the request, or in any amendment or correction of that

application, or in any document submitted to that Authority;

(i) by the International Preliminary Examining Authority if the mistake isin any
part of the international application other than the request, or in any amendment or correction

of that application, or in any document submitted to that Authority;

Comments on particular provisions appear only in the “marked-up” copy following.
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[Rule 91.1(b), continued]

(iv) by the International Bureau if the mistake isin any document, other than the
international application or amendments or corrections to that application, submitted to the

International Bureau.

(¢) Therelevant authority shall authorize a rectification if it finds that, as at the
applicable date under paragraph (d), the alleged mistake was clearly a mistake and that the
meaning which would result from the proposed rectification was clearly the same as the
meaning intended in the international application or other document; otherwise, the relevant
authority shall refuse to authorize the rectification. In the case of a mistake in the description,
the claims or the drawings, or in an amendment thereof or a correction thereof under Rule 26,
that finding shall be made on the basis of what a person skilled in the art would have
understood, as at the applicable date under paragraph (d), from reading the international

application or the amendment or correction.

(d) For the purposes of paragraph (c), the applicable date shall be:

(i) inthe case of a mistake in the international application, the internationa filing

date;

(i) inthe case of a mistake in any other document, including an amendment or a

correction of the international application, the date on which that document was submitted.
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[Rule 91.1, continued]

() The omission of an entire element or sheet of the international application shall not
be rectifiable under this Rule[, but nothing in this Rule shall prevent the inclusion under

Rule 20.5 of amissing part containing an entire element or sheet].

(f) Where the receiving Office, the International Bureau, the International Searching
Authority or the International Preliminary Examining Authority discovers what appears to be
arectifiable mistake in the international application or other document, it may invite the

applicant to request rectification in accordance with this Rule.

91.2 Requestsfor Rectification

(& Therequest for rectification shall be submitted to the relevant authority within the

following time limit, as applicable:

(i) where the relevant authority is the receiving Office, the International Bureau or

the International Searching Authority, [26] [27] [28] months from the priority date;

(i) where the relevant authority is the International Preliminary Examining
Authority, the time when that Authority begins to draw up the international preliminary

examination report.
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[Rule 91.2, continued]

(b) The request for rectification shall contain the following indications:

() anindication to the effect that rectification of a mistake is requested;

(i) the mistake to be rectified; and

(iii) the proposed rectification;

and may, at the option of the applicant, contain:

(iv) abrief explanation of the mistake and the proposed rectification.

(¢) Rule 26.4 shal apply mutatis mutandis as to the manner in which arectification

shall be requested.

91.3 Authorization of Rectifications

(@ The relevant authority shall promptly decide whether, in accordance with
Rule 91.1(c), to authorize or refuse to authorize the rectification and shall promptly notify the
applicant and the International Bureau of the authorization or refusal and, in the case of

refusal, of the reasons therefor.
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[Rule 91.3, continued]

(b) Where the rectification is authorized by the relevant authority, it shall be madein
the international application or other document concerned as provided in the Administrative

Instructions.

() Where arectification is authorized by the relevant authority, it shall be effective:

(i) inthe case of a mistake in the international application, from the international

filing date;

(i) inthe case of a mistake in another document, including an amendment or a
correction of the international application, from the date on which that document was

submitted.

(d) Where authorization of the rectification is refused, the International Bureau shall,
upon request submitted to it by the applicant within [one month] [two months] from the date
of the decision by the relevant authority, and subject to the payment of a special fee whose
amount shall be fixed in the Administrative Instructions, publish the request for rectification,
the reasons for refusal by the relevant authority and any further brief comments that may be
submitted by the applicant, if possible together with the international application. A copy of
that request, of those reasons and of those comments (if any) shall if possible be included in
the communication under Article 20 where a copy of the pamphlet is not used for that
communication or where the international application is not published by virtue of

Article 64(3).
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Rule 91 [“marked-up” copy]

Rectification of Mistakes in the I nternational Application

and Other ObvieusErrorsin Documents

91.1 Rectification of Mistakes

(@ A mistake Subj

international application or other document papers submitted by the applicant may, subject to

paragraphs (b) to (e) and Rules 91.2 and 91.3, be rectified on the reguest of the applicant.

[COMMENT: Although the draft SPLT uses the term “correction” instead of “rectification”
(seedraft SPLT Article 7(3) and draft SPLT Rule 7(2)), it is proposed, in the context of PCT
Rule 91, to continue to use the term “rectification” so as to maintain the distinction between
“amendments’ of the description, claims or drawings (under Articles 19 and 34) and
“corrections’ of formal defects (under Article 14 and Rule 26).]
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[Rule 91.1, continued]

(b) (&) A Ne rectification shall be made only if it is authorized by “the relevant

authority,” that is to say except-with-the-express-adthorization:

(i) by of the receiving Office if the mistake errer is in the request; ;

(i) by ef the International Searching Authority if the mistake error isin any part of

the international application other than the request, or in any amendment or correction of that

application, or in any document paper submitted to that Authority; ;

(i) by of the International Preliminary Examining Authority if the mistake errer is

in any part of the international application other than the request, or in any amendment or

correction of that application, or in any document paper submitted to that Authority; ;

(iv) by ef-the International Bureau if the mistake exrer isin any document paper,
other than the international application or amendments or corrections to that application,

submitted to the International Bureau.

[COMMENT: The purpose of the proposed amendment is to clarify that “the relevant
authority” referred to in paragraphs (c), (f) and (g) of Rule 91.1 and paragraphs (b), (c), (d)
and (e) of Rule 91.2 is the receiving Office, the International Searching Authority, the
International Preliminary Examining Authority or the International Bureau, as the case may
be]
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[Rule 91.1, continued]

rectification- The relevant authority shall authorize arectification if it finds that, as at the

applicable date under paragraph (d), the alleged mistake was clearly a mistake and that the

meaning which would result from the proposed rectification was clearly the same as the

meaning intended in the international application or other document; otherwise, the relevant

authority shall refuse to authorize the rectification. In the case of a mistake in the description,

the claims or the drawings, or in an amendment thereof or a correction thereof under Rule 26,

that finding shall be made on the basis of what a person skilled in the art would have

understood, as at the applicable date under paragraph (d), from reading the international

application or the amendment or correction.

[COMMENT: Noting the discussion by the Working Group at its third session, it is proposed
to make the requirements under this paragraph more realistic and, in the case of a mistake in
the description, claims or drawings, to refer to a“person skilled in the art” rather than
“anyone” when determining whether such a mistake is rectifiable.]
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[Rule 91.1, continued]

(d) For the purposes of paragraph (c), the applicable date shall be:

() in the case of a mistake in the international application, the international filing

(ii) in the case of a mistake in any other document, including an amendment or a

correction of the international application, the date on which that document was submitted.

[COMMENT: A finding under paragraph (c) would thus be made: (i) where the mistake was
in the description, claims or drawings. on the basis of what a person skilled in the art would
have understood, as at the international filing date, from reading the international application;
(i) where the mistake was in the request: on the basis of what the person in the receiving
Office in charge of authorizing the request for rectification would have understood, as at the
international filing date, from reading the internationa application; (iii) where the mistake is
in an amendment or a correction of the international application, on the basis of what a person
skilled in the art would have understood, at the time on which the amendment or correction in
guestion was submitted, from reading the amendment or correction; (iv) where the mistake is
in any other document: on the basis of what the person in the relevant authority in charge of
authorizing the request for rectification would have understood, at the time on which the
document in gquestion was submitted, from reading that document.]
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[Rule 91.1, continued]

(e) &) The omissionOmissions of an entire elements or sheets of the international

applicatio
assembling-sheets; shall not be rectifiable under this Rule[, but nothing in this Rule shall

prevent the inclusion under Rule 20.5 of amissing part containing an entire element or sheset].

[COMMENT: The words in square brackets would be included only if the proposed
amendments of Rule 20 in document PCT/R/WG/4/2 relating to inclusion of “missing parts”
proceed at the same time as the present amendments; otherwise, those words would need to
be added at a later date when Rule 20 is amended.]

() &) Where the receiving Office, the International Bureau, the International

Searching Authority or the International Preliminary Examining Authority discovers

what appears to be a rectifiable mistake in the international application or other document, it

an-ebvieus-error may invite the applicant to present-a request for rectification as-previded-a
paragraphs{e}-to-{g-guater) in accordance with this Rule. Rule-26-4-shall-apply-utatis

[COMMENT: Clarification only. It is proposed to move the last sentence of present
paragraph (d) to proposed new Rule 91.2(b) (see below).]
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91.2 Requests for Rectification

(a) Thereguest for rectification shall be submitted to the relevant authority within the

following time limit, as applicable

[COMMENT: It is proposed to fix aclear time limit for the submission of the request for
rectification by the applicant rather than, as under present Rule 91.1(g), making the
effectiveness of the authorization for rectification dependent on the timely receipt by the
International Bureau of the authorization (and hence of the timely processing by the relevant
authority of the request for rectification).]

(i) where the relevant authority is H-is-gihven-by the receiving Office, the

International Bureauor by the International Searching Authority, [26] [27] [28] months H-its

menths from the priority date;

[COMMENT: Existing items (i) and (iii) were designed to ensure that a rectification
authorized during the Chapter | procedure (if the applicant did not request international
preliminary examination under Chapter I1) would be included in the international application
as published 18 months from the priority date, noting also that the application had to enter the
national phase of processing 20 months from the priority date. Where the applicant requested
international preliminary examination under Chapter 11, present item (ii) provided for
rectifications to be made after the publication of the application but before the applicant
entered the national phase 30 months from the priority date. However, the time limit for
entering the national phase under Chapters | and Il is now the same, namely, 30 months from
the priority date, so it does not seem necessary to maintain the present distinction between
Chapters | and 11 in this respect. It is therefore proposed to link the time limit for rectification
to the time for national phase entry in al cases. Under Chapter 1, atime limit towards the end
of the 30 month period seems appropriate.]
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[Rule 91.2(a), continued]

(i) where the relevant authority is H-+s-given-by the International Preliminary

Examining Authority, the time when that Authority begins to draw up H-tis-given-beforethe

establishment-of the international preliminary examination report;

[COMMENT: Seethe Comment concerning item (i). Where the applicant requests
international preliminary examination under Chapter 11, dightly different considerations apply
since the International Preliminary Examining Authority will be actively processing the
application. Each replacement sheet containing a rectification of a mistake authorized by the
International Preliminary Examining Authority is annexed to the international preliminary
examination report (see Rule 70.16 as proposed to be amended, above). The appropriate time
limit therefore would be the time when the Authority begins to draw up the international
preliminary examination report.]

[COMMENT: Rectification by the International Bureau is dealt with in proposed amended
item (i).]
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[Rule 91.2, continued]

(b) The request for rectification shall contain the following indications;

() anindication to the effect that rectification of a mistake is requested;

(ii) the mistake to be rectified; and

(iii) the proposed rectification;

[COMMENT: SeePLT Rule 18(1)(a)(i), (iii) and (iv). Theindication under PLT

Rule 18.1(a)(ii) (the number of the application or patent concerned) is not included here since
the request for rectification must be in the form of, or accompanied by, a letter identifying the
international application to which it relates (see PCT Rule 92.1(a)). Theindication under PLT
Rule 18.1(a)(v) (the name and address of the requesting party) is not included since
rectification may be made only on the request of the applicant (see paragraph(d), above).]

and may, at the option of the applicant, contain:

(iv) abrief explanation of the mistake and the proposed rectification.

[COMMENT: Such an explanation would assist the relevant authority in deciding whether a
rectification should be authorized. Note that Article 19(1) provides for a statement explaining
amendments of the claims under that Article]

(c) Rule 26.4 shall apply mutatis mutandis as to the manner in which a rectification

shall be requested.
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91.3 Authorization of Rectifications

(a) [91LAHH The relevant authority shall promptly decide whether, in accordance with

Rule 91.1(c), to authorize or refuse to authorize the rectification and Any-adtherity-which

adthorizes-orrefuses-any-rectification shall promptly notify the applicant and the International

Bureau of the authorization or refusal and, in the case of refusal, of the reasons therefor. Fhe

[COMMENT: The proposed amendments would align the wording with that used elsewhere
in the amended Rule.]

(b) Where the rectification is authorized by the relevant authority, it shall be madein

the international application or other document concerned as provided in the Administrative

Instructions.

[COMMENT: Sections 325, 413, 511 and 607 of the Administrative Instructions would have
to be modified.]
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[Rule 91.3, continued]

(c) Where arectification is authorized by the relevant authority, it shall be effective;

() in the case of a mistake in the international application, from the international

filing date;

(ii) in the case of a mistake in another document, including an amendment or a

correction of the international application, from the date on which that document was

submitted.

[COMMENT: Proposed new paragraph (c) would clearly spell out the effective date of a
rectification once authorized.]
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[Rule 91.3, continued]

(d) Fe1AHH Where the authorization of the rectification iswas refused, the
International Bureau shall, upon request submitted to it made by the applicant within [one

month] [two months] from the date of the decision by the relevant authority, prierto-thetime

and subject to the payment of a special

fee whose amount shall be fixed in the Administrative Instructions, publish the request for

rectification, the reasons for refusal by the relevant authority and any further brief comments

that may be submitted by the applicant, if possible together with the international application.

A copy of that the request, of those reasons and of those comments (if any) ferrectification

shal if possible be included in the communication under Article 20 where a copy of the
pamphlet is not used for that communication or where the international application is not

published by virtue of Article 64(3).

[COMMENT: Under paragraph (d) as proposed to be amended, upon request of the
applicant, the International Bureau would also publish information with regard to a request for
rectification which was refused by the International Preliminary Examining Authority, even if
the request for publication is received after international publication. Thiswould fill a gap
which exists under the present Regulations. under present Rule 91.1(f), any request for
publication of information with regard to a refused request for rectification has to be received
by the International Bureau prior to completion of technical preparations for international
publication. In practice, this means that information concerning a request for rectification
which has been refused by the International Preliminary Examining Authority after
international publication is neither published nor mentioned in the internationa preliminary
examination report: only authorized rectifications are annexed to that report (see present
Rule 70.16; see also Rule 70.16 as proposed to be amended, above).]
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[Rule 91.3, continued)]

[End of Annex and of document]
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BACKGROUND

1. Atits third session, the Working Group reviewed proposals for reform of the PCT
which had already been submitted te tiommittee on Reform of the PCT or the Working

Group but not yet considered in detail and agreed on the priority of those proposals, with a

view to their inclusion in the work program of the Working Group. Among the proposals
reviewed by the Working Grquwas a proposal to reduce or eliminate formalities review
procedures at both the receiving Offices and the International Bureau.

2. The Working Group’s discussions on this proposal are summarized in the summary of

the session byhe Chair, docume®CT/R/WG/3/5, paragraphHl to 43, as follows:

“Formalities Review

“41. Discussions were based on document PCT/R/WG/3/1, Annex |, item 1 (reduce or

eliminate formalities review).

“42. Several delegations expressed the view that pnaesdrelating to the checking of
formalities by both the receiving Offices and the International Bureau should be
reviewed so as to avoid unnecessary duplication of work and further streamline
procedures. This would require consideration of many curnedgsses, but would be
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particularly relevant to procedures relating to international applications filed and
processed, in the future, in electronic form.

“43. It was agreed that the International Bureau should work with interested
delegations and repredatives of users, using the PCT reform electronic forum, to
identify:

(i) formalities checking processes that were carried out by both receiving
Offices and the International Bureau, with a view to proposing changes to the
Administrative Instructions anthe PCT Receiving Office Guidelines to do away with
any unnecessary duplication;

(i)  simplifications in the formalities review that could be progressively
implemented together with the planned implementation of electronic filing and
processing of interational applications under the PCT.”

3.  This document outlines the roles which the Treaty and the Regulations have assigned to
receiving Offices and the International Bureau with regard to the checking of formalities,

gives sometstistical information on formal defects in international applications, and
elaborates on the likely impact recent developments (the latest Rule changes adopted by the
Assembly in October 2002, the ongoing reorganization of the International Bureau’s Offfic

the PCT and the planned implementation of electronic filing) may have on the formalities
checking of international applications.

THE ROLES OF RECEIVING OFFICES AND THE INTERNATIONAL BUREAU WITH
REGARD TO FORMALITES CHECKING

4. Before taking a closer look at how and by whom formalities checking of international
applications is carried out under the present system, it is worthwhile to recall the history of
the PCT so as to better understand the roles of receiving Offices ahaté¢hneational Bureau
with regard to formalities checking.

Early Drafts of the PCT

5. The 1967 draft of the PCprovided that the International Bureau should be responsible
for carrying out the examination of all internationalpdipations “as to form,” including
compliance with what today would be referred to as filing date requirements under Anicle
Draft Article 7(1) of the 1967 draft PCT (“Examination of International Application as to
Form”) provided (see document PCW/]page 23):

“(1) The International Bureau shall examine the international application in order to
discover whether it complies with the requirements prescribed in Aficleowever, as
far as the description, claims, drawings, and the abstract, aceowed, the examination
shall be limited to discovering whether they contain obvious formal defects.”

References in this document to “Articles” and “Rules” are to those of the Patent Cooperation
Treaty (PCT) and the Regulations under BT (“the Regulations”), or to such provisions as
proposed to be amended or added, as the case may be.
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6. This proposal for draft Article 7(1), however, was not supported by a majority of
delegations attending the first meetingtioé “Committee of Experts on a Patent Cooperation
Treaty (PCT).” The report of that meeting summarizes the discussion on draft Article 7 as
follows (see document PCT/I/11, page 7):

“24. The majority of the Committee was of the opinion that the exananaif the
international application as to form should not be done by the International Bureau
except when other authorities were not available, for example, when the international
application is filed direct with the International Bureau. Opinions dééeon who

should, as a rule, do such examination. Some proposed that it be done by the searching
Authorities, others that it be done by any national Office which is ready to receive and
transmit international applications even if such an Office is n@aaching Authority.

In any case, the International Bureau should set up a machinery to harmonize the
practices of all authorities controlling the conformity of applications with the formal
requirements or the PCT.”

7. Consequentlylater drafts and the final text of the Treaty and the Regulations as signed
at the Washington Diplomatic Conference in JA9&0 no longer provided for the

International Bureau to be responsible for the examination of the international application “as
to form.” Rather, the receiving Offices were made responsible for the checking and
processing of international applications (see Article 10), including checking for compliance
with the filing date requirements under Article 11 and checking for formal defeuder

Article 14.

8. However, the International Bureau and, to a lesser extent, the International Searching
Authorities, were given the responsibility of supporting the receiving Offices in carrying out
their tasks. Proceduresane put in place to ensure that certain defects noted by the
International Bureau (and, in certain cases, by the International Searching Authority) were
brought to the attention of the receiving Office (see present Rules 28.1 and 29.3; see also
Rule 60.1¢€) with regard to defects in the demand).

9. Moreover, certain other responsibilities with regard to the checking of formalities were
directly assigned to the International Bureau, requiring the International Bureau to invite the
applicant to correct a defect rather then calling the defect to the attention of the receiving
Office. For example, where the receiving Office fails to notice that a priority claim does not
comply with the requirements of Rue10, it is the Internationdureau’s responsibility to

invite the applicant to correct such defective priority claim by furnishing the required
correction directly to the International Bureau (see present Raldés2; a similar provision

was already contained in Rule 4.10 in theal text of the Regulations as adopted at the
Washington Diplomatic Conference in 1970). Similar responsibilities have been assigned to
the International Bureau later by way of amendment of the Regulations, for example, in the
context of the processing declarations referred to in Rule 4.17 (both the receiving Office
and the International Bureau may invite the applicant to correct a defective declaration (see
Rule26ter.2)).

10. While the records of the Washington Diplomatic Cergnce on the PCT and other
available documents do not expressly elaborate on the reasoning behind this division of labor
between receiving Offices and the International Bureau, the “founders” of the PCT clearly
were concerned about issues such as howtbestsure uniform processing of all
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international applications by all receiving Offiéeand “reasonably uniform international
publication.” Moreover, it must have seemed logical in view of the division of labor between
different Offices and Authoritieand the International Bureau, to require the International
Bureau to call a defect to the attention of the receiving Office where such defect had
apparently been overlooked by that Office but had been noted by the International Bureau in
the course of therocessing of the international application, or to let the International Bureau
deal directly with the applicant where the correction of a defect was required urgently in view
of pending international publication.

Present System

11. Therole of the International Bureau under the present system in respect of formalities
checking may thus best be described as:

(i) supporting receiving Offices and International Preliminary Examining Authorities
in carrying out their tasks with regaéto the formalities checking of the international
application and of the demand, respectively, in the interest, in particular, of uniform
processing of all international applications and demands by all receiving Offices and
International Preliminary Examing Authorities, respectively, and “reasonably uniform
international publication”; and

(i) carrying out certain formalities checks directly assigned to it, in particular with
regard to defects the correction of which is required in view of the pendieghational
publication.

12. Accordingly, the International Bureau performs a formalities check of every record
copy received and:

() where it considers that any of the filing date requirements listed in Article 11(1)(i)
to (iii) was not complied with on the date which was accorded as the international filing date
and the receiving Office had not invited the applicant to correct such defect, brings such
defects to the attention of the receiving Office (see Articl¢4) and Rud 29(3));

(i)  where, in its opinion, the international application contains any of the defects
referred to in Article 14(1)(a)(i) (“it is not signed as provided in the Regulations”),
Article 14(1)(a)(ii) (“it does not contain the prescribed indicaticoscerning the applicant”)
and Article 14(1)(a)(v) (“it does not comply to the extent provided in the Regulations with the
prescribed physical requirements”)) and the receiving Office had not invited the applicant to

See the report of the first meeting of the Committee of Experts, document PCT/I/11, page 7,
paragraph 24, at the end (cited in paragr@paibove): “In any case, the International Bureau
should set up a machinery to harmonize the practices of all authorities controlling the

conformity of applications with the formal requirements or the PCT.”

3 The 1968 draft of Rule 26.1(&)vhich later was renumbered and became present Rila))
provided: “If, in the opinion of the International Bureau or of the Searching Authority, the
international application contains certain defects, particularly that it does not comply with the
prescribed physical requirements necessary for reasonable uniform publication, the International
Bureau or the Searching Authority, respectively, shall bring such defects to the attention of the
Receiving Office.”



PCT/RIWG/4/5
page5

correct such defect, brings such degeict the attention of the receiving Office (see
Rule28.1);

(i)  where it finds that any priority claim does not comply with the requirements of
Rule4.10 and the receiving Office has failed to do so, invites the applicant to correct the
priority claim (see Rule€6bis.2);

(iv) where it finds that any declaration referred to in Rule 4.17 does not comply with
the requirements of that Rule, invites the applicant to correct the declaration (see
Rule26ter.2);

(v) under Chapter Il, where a defect in thendand is noticed by the International
Bureau, brings such defect to the attention of the International Preliminary Examining
Authority (see Rulé0.1(e)).

13. Since record copies are usually received by the International Bureah¢ogath

copies of the invitations to correct formal defects sent by the receiving Office to the applicant,
the International Bureau is in a position to see which defects, if any, the receiving Office had
noticed and invited the applicant to correctislthus ensured, in accordance with the
Regulations, that the International Bureau brings only those formal defects to the attention of
the receiving Office which had been overlooked by that Office, or that the International
Bureau invites the applicant tmrrect a defect only where the receiving Office had failed to

do so.

Occurrence in Practice of Defects Found by the International Bureau

14. The following figures regarding defects noticed by the International Bureau and, in
accadance with Rule8.1, called to the attention of the receiving Office concerned illustrate
the role of the International Bureau in the formalities checking of international applications.

15. In 2002, the International Bureau recedsa total number of 84,102 record copies of
international applications filed with the five biggest receiving Offices acting under the PCT,
that is, the United States Patent and Trademark Office, the European Patent Office, the Japan
Patent Office, the Umed Kingdom Patent Office and the German Patent Office. In respect of
those 84,102 record copies, the International Bureau noted a total of 59,900 defects, which
apparently had been overlooked by the receiving Office concerned, and brought those defects
to the attention of that Office or, where the International Bureau has the authority to do so,
directly invited the applicant to correct the defect.

16. Most of the defects noted by the International Bureau and brought to the attenthe
receiving Office concerned fell in one of the following three categories:

(i) theinternational application was not signed as provided in the Regulations (see
Article 14(1)(a)(i)) (32,540 defects related to missing or defective powers of aeitpr, 142
defects related to missing or defective signatures);

(i)  the international application did not comply to the extent provided in the
Regulations with the prescribed physical requirements (Article 14(1)(a)(v)) (10,774 defects
related to drawing, 1,606 defects related to description, claims or abstract; 2,214 defects
related to the title of the invention (in particular, discrepancy between request and
description); 114 defects related to the request; 237 missing abstracts);
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(i)  the interrational application did not contain the prescribed indications concerning
the applicant (see Articlgé4(1)(a)(ii)) (3,329 defects related to addresses and indications
concerning nationality and residence of the applicant).

17. In addition, the International Bureau noted a total of 4,944 “other” defects (in particular,
defects related to priority claims and declarations referred to in Rdlé) in respect of most

of which the International Bureau invited the applicant to correctigfect rather than

bringing the defect to the attention of the receiving Office.

18. Overall, more than 60% of all defects noted by the International Bureau related to
signature requirements (in particular, missing powers of atyradout 25% related to

physical requirements of the international application (in particular, drawings), more than 5%
related to defects relating to indications concerning the applicant, and more than 8% related to
“other” defects.

IMPACT OF RECENT DEVEOPMENTS ON FORMALITIES CHECKING

19. A number of recent developments will likely have a substantial impact on the
formalities checking of international applications by receiving Offices and the International
Bureau, as outlined irhe following paragraphs.

Rule Changes Adopted by the PCT Assembly in October 2002

20. In October 2002, in the context of the overhaul of the designation system, the PCT
Assembly adopted amendments to the PCT Regulations whicly ik#lhave an immediate

and considerable impact on formalities checking of international applications, in particular
with regard to defects related to signature requirements (see pardgi@plabove) and
furnishing of indicéions concerning the applicant (see paragraffiii), above), which in

2002 made up more than 65% of all defects noted by the International Bureau and called to
the attention of the receiving Office concerned.

21. In order to avoid the international application being considered withdrawn under
Article 14(1) for failure to provide signatures and indications in respect of all applicants
(where there are two or more), under the amended Regulations aserfriont

Januaryl, 2004, it will be sufficient that the request be signed by at least one applicant and
that indications be provided in respect of at least one applicant who is entitled under

Rule 19to file the international application with the receivi@ifice concerned. Moreover,

as of January, 2004, where a sole applicant is represented by an agent, or where all
co-applicants are represented by a common agent or a common representative, the receiving
Office, the International Searching Authority, t@ernational Preliminary Examining
Authority and the International Bureau will be entitled to waive the requirement that a
separate power of attorney be submitted.

22. Consequently, as of January 1, 2004:

() where there are twor more applicants, the receiving Office will no longer be
required to invite the furnishing of missing signatures if the request is signed by at least one
applicant (see Rul26.2bisas in force from January, 2004); this should dramatically reduce
thenumber of defects related to signature requirements, the number of invitations to be issued
by the receiving Office and, consequently, the number of cases in which the International
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Bureau has to bring such defect to the attention of the receiving (ifeseparagraph6(i),
above);

(i)  where there are two or more applicants, the receiving Office will no longer be
required to invite the furnishing of missing indications with regard to address and nationality
and residence,rdhe correction of defective indications, if such indications are furnished in
respect of at least one applicant who is entitled to file the international application with the
receiving Office concerned; this should dramatically reduce the number aftdeédated to
indications concerning the applicant, the number of invitations to be issued by the receiving
Office and, consequently, the number of cases in which the International Bureau has to bring
such defect to the attention of the receiving Offised paragraph€(iii), above);

(i)  the receiving Office may waive the requirement that a separate power of attorney
be submitted, in which case a missing power of attorney would no longer be considered a
defect and thus nawitation would have to be issued by the receiving Office.

Reorganization of the Office of the PCT

23. Inthe context of the ongoing project to automate PCT operations at the International
Bureau (the IMPACT project), a new orgaatmonal structure and new and more efficient
business processes have been introduced within the Office of the PCT. The Office of the PCT
has moved away from the previously rigid and taglecific hierarchical organizational

structure and adopted a teaimented approach, resulting in a more flexible organizational
structure that will allow for innovative new functions and services to be introduced over time,
with a view, in particular, to improving the dep-day operational cooperation between the
Internaional Bureau and receiving Offices, International Authorities and designated/elected
Offices.

24. Under the new organizational structure, small processing teams have been put in place,
each being responsible for the processingeabrd copies received from a limited number of
particular receiving Offices. In each processing team, experienced senior staff will act as
points of contact for questions by applicants, receiving Offices, International Authorities and
designated/electedffires relating to international applications processed by that team, with
the aim of providing a superior level of custorrmiented service. So as to improve the
day-to-day cooperation between each processing team and “its” receiving Office, particular
emphasis will be put on training, advice and support, and personal contacts between staff in
receiving Offices and the processing teams. It is hoped and expected that these measures will
lead to a more uniform and efficient processing of internationaliegtons by all receiving
Offices and the International Bureau, including uniform international publication.

25. Inthis context, it is to be noted that one of the processing teams, namely, the processing
team which processes redaropies received from the International Bureau as receiving

Office, has started a pilot study, together with the staff from the International Bureau as
receiving Office, to identify inefficiencies and unnecessary duplication of work in the
formalities cheking processes that are carried out by both the International Bureau as
receiving Office and the International Bureau (proper), with a view to introducing simplified
and more efficient business processes in thetdajay cooperation between all receiving

Offices and the International Bureau. It may be worthwhile to consider whether a similar
study should also be carried out with regard to further simplifications in the formalities review
of international applications filed in electronic form.
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Filing and Processing of International Applications in Electronic Form

26. Filing and processing of international applications and related documents in electronic
form has become possible and will inevitably change the way in which Officathofities

and the International Bureau process international applications. Modifications of the
Administrative Instructions under the PCT designed to enable the implementation of
electronic filing and processing of international applications and retidedments entered

into force on January 7, 2002. The modifications (Part 7 and Afnefthe Administrative
Instructions) contained, respectively, the necessary legal framework and technical standard.
In November 2002, the European Patent Office asivetg Office received the first
international application filed in electronic form. PEIAFE, the electronic filing software
being developed by the International Bureau as an extension of theEASY software, will

be made available to applicants andei@ing Offices later this year. In the context of the
checking of formalities, it is of particular interest to note that:

(i) the PCTFSAFE electronic filing software will contain approximately 200
validations; the validation function is used to checkl@onfirm that data entered by the
applicant are consistent and meet the PCT requirements for according an international filing
date as well as formality requirements, avoiding mistakes made by the apblefantthe
international application is filed,;

(i) compliance of the body of the international application (description, claims,
abstract) with certain physical requirements (such as margins, writing of text matter,
numbering of sheets, etc.) in the interest of “reasonable uniform internationatgtdo”
will be of less importance, given that the body of the international application will be in fully
electronic form and thus can be brought into any required format or shape for the purposes of
international publication;

(i) receiving Offices, len performing the formalities check, will benefit from the
automated validation functions of the software, automatically detecting defects still contained
in the international application.

REVIEW OF FORMALITIES CHECKING PROCESSES CARRIED OUT BY BOTH
RECHVING OFFICES AND THE INTERNATIONAL BUREAU

27. Inlight of what has been outlined above, the Working Group, when reviewing the
formalities checking processes that are carried out by both receiving Offices and the
International Burea, may wish to consider the following questions:

() Inthe context of formalities checking, is the “division of labor” between the
receiving Offices and the International Bureau as envisaged by the “founding fathers” of the
PCT and provided for in the&ulations still appropriate?

(i)  Are the issues of “uniform international processing of all international
applications by all receiving Offices” and “uniform international publication” still of concern?

(i) Do the formalities checking processestthee carried out by both receiving
Offices and the International Bureau add any value to the system, in particular, from the
applicant’s point of view, or do they constitute an unnecessary duplication of work which
should be avoided and done away with?
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(iv) Inview of the likely impact of the Rule changes adopted in October 2002 and the
ongoing “pilot study” by the International Bureau on formalities checking processes
(seeparagrapt25, above), should proposals for changethtoRegulations, the
Administrative Instructions or the Receiving Office Guidelines be included in the work

program of the Working Group now, or should such proposals await the likely impact of these
Rule changes and the results of the pilot study?

28. The Working Group is invited to
consider the issues raised in this document.

[End of document]
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BACKGROUND

1. Atits third session, the Working Group reviewed proposals for reform which had
already been submitted to the Committee on Reform of the PCT (“the Committee”) or to the
Working Group but not yet considered in detail, and agreed on the priority of those proposals,
with a view to their inclusion in the work program of the Working Groldmong the

proposals reviewed by the Working Group were proposals related to international search and
preliminary examination (see the Summary by the Chair, document PCT/WG/3/5,
paragraph87 to 94). The Working Group agreed that the International Bureau should
prepare, for discussion at its next session, an options paper on possible future development of
the international search and examination system, including options whereby designated
Offices, particularly smaller designated Offices, could derive grdagnefit from the results

of the international phase.

2.  This document outlines possible options for the future development of international
search and examination. The Working Group is invited to discuss the options with #&oview
identifying possible features of the future PCT search and examination system as starting
points for further consideration by the Working Group.
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REFORM OF INTERNATIONAL SEARCH AND EXAMINATION SO FAR

3. So far, discussions itne Committee and the Working Group, including discussions on

a possible future PCT search and examination system, have focused on changes which could
be made through amendments to the Regulations rather than a revision of the Treaty itself.
The result washe enhanced international search and preliminary examination system that
was adopted by the PCT Assembly at its 31st (18th extraordinary) session, held from
September 23 to October 1, 2002 (see document PCT/A/31/10, parag&afid8 and

Annex V), whid will be implemented from January 1, 2004.

4.  Certain features of the recently adopted changes reflect the existing provisions of the
Treaty concerning international search and examination. Different approaches would be
availableif an entirely new system were to be created without constraint by those present
limitations, for examplé:

(i) the Treaty is based on a distinct separation between the compulsory international
search procedure (under Chapter tleg Treaty) and the optional (both for applicants and for
Contracting States) international preliminary examination procedure (under Chapter Il);
however, the recently adopted enhanced international search and preliminary examination
system provides (wht effect from January 1, 2004) for the compulsory establishment of a
written opinion by the International Searching Authority which is equivalent, in effect, to the
first written opinion of the International Preliminary Examining Authority;

(i) the Treaty limits the scope of the international preliminary examination report
(see Article 35(2)) in a way which, while not entirely precluding comments on certain matters
that may by applicable in some States but not others, reducesshibitity of establishing a
report which caters for different needs; it also does not envisage procedures which might be
used by an Authority which wished to perform national examination on the application
simultaneously with international preliminary eranation.

5. Inview of these and other limitations presently imposed by the Treaty, the enhanced
international search and preliminary examination system as adopted by the Assembly
represents a good balance of different intereststfe present, without amending the Treaty
itself. Of particular note is that it provides a reasoned opinion on novelty, inventive step and
other matters for almost all international applications, which is useful for designated Offices,
particularly smder Offices and Offices with no capacity for search and examination,
especially in developing countries. However, while some significant further changes might
be achieved through amendment of the Regulations only, it seems likely that any further
fundamemal changes could be achieved only through a revision of the Treaty itself.

References in this document to “Articles” and “Rules” are to éhokthe Patent Cooperation

Treaty (PCT) and the Regulations under the PCT (“the Regulations”), or to such provisions as
proposed to be amended or added, as the case may be. References to “Chapter I’ and
“Chapterll” are to those of the PCT. References‘hational laws,” “national applications,”

“the national phase,” etc., include reference to regional laws, regional applications, the regional
phase, etc. References to “PLT Articles” and “PLT Rules” are to those of the Patent Law
Treaty (PLT) and the Rpulations under the PLT.
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POSSIBLE FEATURES OF A FUTURE INTERNATIONAL SEARCH AND
EXAMINATION SYSTEM

6.  While this document looks at possible features of a future system for iti@nag

search and examination under the PCT, it must be remembered that the PCT operates in the
more general context of the international patent system as a whole, and that there are
inevitably more general implications in that broader context when fundhehanges to the

PCT system are being considered. For example, some of the objectives of reform of the PCT
formulated by the Committee were:

(i) “reduction of costs for applicants, bearing in mind the differing needs of
applicants in industrialized and developing countries, including individual inventors and small
and mediurrsized enterprises as well as larger corporate applicants;”

(i)  “avoiding unnecessary duplication in the work carried out by PCThAdties and
by national and regional industrial property Offices;” and

(i)  “ensuring that the system works to the advantage of all Offices, irrespective of
their size”

(see document PCT/R/1/26, paragraphs 66(ii), (iv) and @peetively). The desire by some
Offices to bring together, so far as possible, the international and national processing of an
application provides another example. It is particularly important to consider how the
international system will work in harm@grwith, and to the benefit of, the systems in

developing countries and States with rexamining Offices. For these States, the
international system should be able to produce search and examination reports which are of
maximum benefit at a national leve€ducing the likelihood of invalid patents being granted,
including in the case of registration systems.

7.  Many of the possible options for change to the international search and examination
system would appear to require revisiof the Treaty or the addition of optional protocols to

it (see document PCT/R/WG/3/3 which outlines options for a possible revision of the Treaty
itself). Amendments or protocols to the Treaty which add features which are optional and
purely complementg to the existing system could be implemented relatively quickly since
they would not need to be ratified by all States before they came into force, but only by those
States which wished to be bound by them. However, it is unlikely that changes obthis s
could be used to change the way international search and examination itself is conducted,
since this would almost inevitably result in a need for Authorities to draw up reports or
opinions according to different standards for use in the various CaimigeStates, depending

on whether or not they had ratified a particular protocol, and might require the applicant to
formulate alternative versions of the international application, neither of which would be
practical.

INTERESTS TO BE CONB®ERED

8. Inorder to be effective, the system must meet the needs of a number of different
stakeholders. Though these have different interests, this does not always mean that their
wishes for aspects of the system conflict; while some of ther@sts have to be balanced
against one another, others are complementary:



PCT/RIWG/4/7
paged

() inventors and applicantswant the PCT system to be cheap and flexible enough
to meet different wishes regarding timing and quality; some wish taheseternational
system primarily to delay the cost of entry into the national phase; others wish to take the
maximum possible advantage of search (in particular) and examination, ensuring that the
application has a high presumption of validity in thenfoin which it enters the national
phase;

(i) national Offices (in their role as designated or elected Offices) and
administrations: generally want the PCT system to deliver timely reports of high quality and
relevance to their rieonal phase, particularly in the case of smaller Offices and Offices with
no capacity for search and examination, especially in developing countries;

(i) third parties, including consumers and competitovgant the PCT system toe
fast; reliable, with the end results having the maximum possible legal certainty in all
Contracting States; and transparent, giving as much information as possible about the
processing, such as through publication of the international applicatiotharavailability of
the reports of the Authorities;

(iv) administrators of the international system (particularly receiving Offices,
International Authorities and the International Bureaujant a PCT system where it is
realistic or them to provide the defined service in all respects of function, quality and timing
within their financial and manpower limits.

9. When amendment of the Treaty itself is considered, the new system, as a whole, needs
to provide sifficient benefits for all stakeholders to justify the considerable upheaval

involved. Search and examination lie at the very heart of the international patent system, both
during the international phase of the PCT and during the national phase graedyrec

While it is likely that many aspects of the current system would be retained, it is appropriate
to consider objectively which parts of the current system are essential, what might be done
more efficiently, and what could be omitted altogether Byatem being designed from a new
and broader international perspective. The system should also allow flexibility in processing,
leaving as much detail as possible to the Regulations, Administrative Instructions or to
guidelines, recognizing that the neaxfghe system in another 25 years’ time may not be the
same as those today.

THE ESSENTIALS OF, AID OPTIONS FOR, INTRNATIONAL SEARCH AND
EXAMINATION

10. The fundamental nature of patent search and examination, including inteadagéarch

and examination under the PCT, is we#itablished and widely accepted, and is unlikely to
change: an examiner attempts by a search to discover the prior art which is most relevant to a
claimed invention and, using the results of the searcterdenes whether the application

meets defined standards in respect of novelty, inventive step and other matters. However,
within this broad scope, there is room for consideration of most of the details concerning
when, whether, where, how, and accordiogvhat criteria, search and examination should be
carried out on an international application. In addition, the effect of any search and
examination should be considered with respect to the future life of the patent application, both
internationally andinder the different national systems in which it may have effect, including
those in developing countries and States without examining Offices. Some of these aspects
are further explored in the following paragraphs.
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THE RESULT OF SEARCHAND EXAMINATION

11. The present system provides for the establishment of a mandatory international search
report, typically around 16 months from the priority date, and an optional international
preliminary examination report, typically around 28 rnttmfrom the priority date.

12. The objective of the international search is to discover relevant prior art. As a principle,

the only question which need be asked for this is whether the definition of “relevant prior art”

is apprgriate to the needs of any international examination and, in turn, of the national and
regional systems under which patents may eventually be granted. Of course, in attempting to
achieve the objective, practical matters such as timing of the searchg¢bendntation

considered and the methodology of the search need to be considered; some of these issues are
raised below.

13. The international preliminary examination report always contains an opinion on

novelty, inventive step anididustrial applicability, as defined in the Treaty, and, depending

on the practice of the Authority concerned, may contain an opinion on a range of other
matters including defects in form or contents, whether amendments go beyond the disclosure
in the appication as filed, clarity of the description, claims and drawings, and whether the
claims are fully supported by the description.

14. The objective of the international preliminary examination is expressly to formulate a
“preliminary and nonbinding” opinion on the criteria of novelty, inventive step and industrial
applicability. The Treaty also makes it expressly clear that Contracting States have freedom
to apply additional or different criteria when deciding whether an invensigratentable or

not (Article 33(5)), that the international preliminary examination report is not to contain any
statement on the question whether the invention is or seems to be patentable or unpatentable
under any national law (Article 35(2), and, maenerally, that nothing in the Treaty is

intended to limit the freedom of Contracting States to prescribe their own criteria in respect of
substantive conditions of patentability (Article 27(5)).

15. That being said, the PCT criterin fact differ little from the criteria for patentability
applicable to patent applications and patents under national and regional patent laws, and
according to which examination reports are prepared by those Offices which conduct
substantive examinatioon applications. It needs to be recognized, of course, that there are
differences among substantive patent laws as to the meaning and application of those criteria,
but it must equally be acknowledged that there is also a great degree of commonaility (ev
without any further harmonization that may come as a result of the ongoing discussion of a
draft Substantive Patent Law Treaty by WIPO’s Standing Committee on the Law of Patents).

16. The terms “preliminary” and “no#inding” usel in the PCT to describe the

international preliminary examination procedure are closely related but nevertheless distinct
from one another. “Noiinding” means that States are free to accept or reject the results of
the examination. The term “prelimingt on the other hand, suggests that there may be

further work left to do before a complete view on patentability can be taken. It is possible that
the nonbinding nature of the procedure could be maintained while at the same time
enhancing the possibilites for an applicant to obtain an opinion which is “more final” (or at
least “less preliminary”) in the sense that there could be greater opportunities for obtaining a
fully positive report before entering the national phase of processing.
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17. Most applicants using the international patent system would like to see a positive
international search and examination report be followed by international grant, whether as a
true international grant or as national grants following more ar s&gomatically from such a
report— that is that both the preliminary and the Aeinding natures of the international
examination would be reduced. However, there are significant political and practical
difficulties which would need to be overcome ftiig to happen, other than by the more
widespread acceptance by national Offices unilaterally that a positive international
examination report will normally mean that an application is in order for national grant.
Some of the wishes and challenges areosgin greater detail in paragraphs 187 to 199 of
document A/37/6 (“WIPO Patent Agenda: Options for Development of the International
Patent System”). For the purposes of this document, it is merely necessary to note the general
points set out in the faliwing paragraphs.

18. Substantive patent laws are not fully harmonized and it is neither practical nor desirable
for an international system to cater specifically for each individual national law.

Consequently, it might be considel that any international examination will inevitably be
“preliminary,” unless the national definition of patentability happens to coincide exactly with
the standards applied to international examination. However, in practice, as pointed out
above, the vaation in laws in most respects, including novelty and inventive step, are small.
Furthermore, it may be possible to allow international examination reports to make comments
on a strictly limited range of options within less harmonized matters whicpaeularly

likely to affect national laws which are not presently commented on (see Article 35(2) and
Rules 66.2 and 70.12, as well as paragraphbelow; for example, whether claims relate to
surgical methods, plants or animals (in the case that the Authority carries out search and
examination in relation to such mattetherwise the matter is in any case explained as the
reason for which search or examination has not been carried out). dilsmake an

international examination report more useful, particularly to States which apply these types of
exclusions. While this would, of course, make international examination slightly more
complex, it could eliminate the need for separate subsegomsideration in many States,
provided that any claims which failed to meet criteria relevant under their particular law were
abandoned before grant in the State concerned.

Granting national patents

19. Even if the examination cape improved so that it is less preliminary in nature, it is

likely to be essential for the foreseeable future that it remain, in generabinding, leaving

the decision on whether or not to grant a patent to the national Office of each State. On the
other hand, it would remain open to States to make the system more efficient by choosing to
accept the results of international examination. This could be done informally simply by
unilaterally deciding to grant patents on the basis of a positive intemetexamination

report (or one which reported only potential defects which are not in fact relevant to the law
of that State). Alternatively, an optional chapter or protocol could be added to the Treaty,
providing a formal agreement to the same effésébme of the possibilities are set out below.

20. One possibility is simply the formalization of the process, which is already common in
many States, whereby a positive international examination report would result in automatic
grantin participating States, subject to completing formalities such as payment of fees and

provision of any necessary translation. Alternatively, a system similar in some ways to that
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under the Madrid Protocbtould be used, wherein an application which i@sd to meet

the appropriate criteria would be the subject of an international grant, which had an equivalent
effect to grant in a participating national Office, subject to the right of each State to
subsequently cancel the grant within a certain peifiddvas found to fail to meet the

relevant national criteria (in addition, of course, to forms of proceedings for revocation after
grant which might apply to conventional domestic patents).

21. In either case, if the internationekamination report was enhanced to include a
statement of whether the subject matter of the application related to any of the areas where
conditions of patentability commonly differs significantly (for example surgical methods,
plants or animals), each&e could make reservations in respect of such subject matter, so
that applications where such matter had been noted in the examination report would not be
subject to the automatic or central grant procedure in respect of that State.

22. Such a system could be of particular benefit to smaller Offices, including those in
developing countries. This would allow them to implement a system where fewer patents
would be granted which failed to meet the national criteria for patentabiitly @here
appropriate, allow them to focus the resources of their national Office on the limited number
of applications where the report indicated that a condition which is relevant to the national
law may exist.

23. If aformal sysem of recognition were adopted, it might also be appropriate to consider
the introduction of an international opposition system, which again might be possible through
the use of protocols. This possibility is not discussed in detail, but some of thatagea

would be similar to those considered above in respect of international examination at a later
stage of granted patents (see paragr&th® 43, below.

ACTIONS PERFORMED AS PART OF SERCH AND EXAMINATION

24. As noted above, changes could be introduced to make the results of international search
and examination more useful. Some such options are considered below. While it appears that
thesecould, at least in part, be implemented by amendments to the Regulations under the
existing Treaty, it is, at present, not intended to introduce proposals for amendments only of
the Regulations, in particular in view of the facts that they would introdutea work for
International Authorities, which the Committee on Reform of the PCT considered

inappropriate at the present time and noting that their benefits may be achieved most
effectively only in cooperation with other enhancements, which would requniendments,

or a protocol, to the Treaty.

Multiple searches; additional examination

25. The Committee on Reform of the PCT, in its first meeting, considered the question of
allowing applicants the option of requesting searchesdweral International Authorities (see
document PCT/R/1/26, paragrapt®9 to146). While there was some support, the general
conclusion was that this was undesirable duplication of work and inappropriate, at least while
some International Searching Auwttities had difficulties with existing workloads. For the
moment, it would be better to concentrate on improving the search tools available and

Protocol Relating to the Madrid Agreement Concerning the International Registration of Marks.
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promoting consistency. It was noted that applicants were at liberty to commission further
searches outside tie PCT system if they wished.

26. However, considering the longer term, a number of States pointed out that systems
could be arranged where additional searches clearly added value. For example, it may
sometimes be desirable forasehes performed by the European Patent Office or the United
States Patent and Trademark Office to be supplemented by a “complementary search”
performed by the Japan Patent Office or Rospatent of their Japanese or Russian language
collections, respectivelylf such a system were introduced, it might also be desirable for an
Authority performing such an additional search to include an opinion on how any new
documents found, which did not have equivalents in the main search report, affected the
novelty or inventive step of the application. Such an opinion might then be annexed to the
opinion produced by the main Authority, without the difficulty of the confusion which would
be caused by a complete new opinion. lItis likely that such additional searchesitted
opinions could be provided for by means of amendments to the Regulations under the existing
Treaty.

“Top-up” searches

27. As pointed out above, international search at present typically takes place around
15months from theoriority date of the application. As long as the international application’s
priority date is valid, this is usually adequate for determining novelty and inventive step in
relation to the prior art defined by Rule 64.1, since only material publishedd#fe

“relevant date” may be considered. However, in most States, patent documents published
after that date may also be relevant to novelty and/or inventive step if they have an earlier
priority date. This can be extremely important in many-{dastvingtechnologies.

28. Rules 33, 64.3 and 70.10 make some allowance for inclusion of such documents within
the reports. However, at the time that international search is performed, these documents may
not yet have been published, oselmight otherwise not have become available to the
International Authority. A “topup” search at a later stage in the international phase may
eliminate the need for this check to be made by individual States and allow relevant
documents to be brought tbe attention of applicants at a point where appropriate
amendments can still be made and examined centrally, if so desired, making the international
preliminary report on patentability more useful for both applicants and Offices of elected
States, partidarly non-examining Offices. Performing the entire search at this stage would

of course eliminate this extra step. However, it should be noted that this would also delay the
start of examination; furthermore, many users of the system value the sgaochbeing

available before international publication for the applicant and being part of the international
publication for informing third parties (see paragré#l). The increasing use of electronic
publication means that asdating searches (whether original searches otujppearches)

with international publications which occurred earlier will, however, become easier in the
future.

29. ltis likely that topup searches could also be introduced as @iethe international
preliminary examination procedure by means of amendments to the Regulations under the
existing Treaty. This would need to be accompanied by a review of the “other observations”
which may accompany the international preliminary eksation report according to the
regulations made under Article 35(2).
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Scope of examination reports

30. The primary function of the international preliminary examination report is to provide

an opinion on novelty, inventive step aimdlustrial applicability, as defined by the Treaty.

While the tests for these requirements differ slightly around the world, in practice, it would
appear that there is very little difference in the outcomes of these tests in any particular case.
On theother hand, there are other areas where the differing tests, although relevant only to a
small minority of patent applications, have very significant differences with regard to
patentability in different States. Examples of this include patents for saalngiethods, plants

or animals and views on what constitutes technology.

31. Clearly, greater harmonization of national patent laws would make it easier for the PCT
to provide examination reports which were closely aligned with naticequirements.

However, in the meantime, without going into the individual laws of each State, it may be
desirable for international examination reports to comment on such aspects where practice
varies. At present, Rules 39 and 67 set out certainestiippatter which International

Authorities are not obliged to search or examine, which cover most, if not all, of the relevant
areas. Where the Authority chooses not to perform a search or examination, this will be
explained. However, in the case thag ttearch or examination is carried out, there may be no
indication in the international preliminary report on patentability that the application may be
considered to contain such subject matter. A readily identifiable indication that the patent
does not elate to potentially excluded matter need not be a great burden for the International
Preliminary Examining Authority and may give States greater confidence in using the results
of the international examination directly, or, where appropriate, in idengfthose cases

where greater scrutiny of the application in accordance with the relevant national law is likely
to be necessary. This would clearly be beneficial to States where such limitations exist and
which have norexamining Offices, and could alse lused to reduce the burden on examining
Offices. Such a change may be possible simply by amending the Regulations (primarily
Rules 66 and 70).

TIMING OF SEARCH AND EXAMINATION

32. The timing of search and examination is not adamental principle of patent law but is
fixed according to a balance of interests that need to be viewed in the light of the conditions
of the time. Consequently, it would be desirable for a revised Treaty to merely establish the
fundamental criteria than international patent application is expected to meet, leaving the
Regulations to determine the timing and the extent to which these conditions must be tested
during the international processing of the application.

33. The amendrants adopted by the Assembly in 2002 recognize that it is significantly

more efficient to perform the first examination of a patent application at the same time that it
is searched. It is unlikely that changes in methods of working will change that cbociun

future. However, questions of timing, with regard to both the start of the process and whether
search and examination are performed together, or whether they are essential in all cases,
need to take several further issues into account, as ouilinée following paragraphs.
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Does every patent application need to be searched and examined?

34. At present, an international search is carried out on every international application and,
under the enhanced international seanoth preliminary examination system, a first
examination report will also, in effect, be carried out on every application. However, by no
means all patent applications have significant commercial value, and for those which are
commercially unimportant to patentees and third parties, a great deal of work is therefore
performed in ensuring that patents are valid covering inventions which no competitor would
in any case wish to exploit. Some States have patent systems where unexamined rights are
registered, rguiring examination only when it is desired to enforce the rights or on request by
a third party who wants to be certain of the scope of those rights.

35. The PCT needs to offer an efficient route of access to patent system®frilad!
Contracting States, taking into account the different forms which exist. At the moment, the
requirement of full search and examination in all cases for a significant number of States
suggests that as much of this work as possible ought to beiddhe international phase to
avoid duplication. However, as part of a wider review of patent procedures in coming years,
States may wish to consider the degree to which full search and/or examination of every
patent application is essential prior to grakVithout reviewing in this paper the questions
concerning balancing efficient processing and certainty for both applicants and third parties,
which would affect the outcome of any such national review, it may be prudent to create a
framework which coulde adjusted to provide the international system which overall best
suits the national frameworks into which it feeds, whatever these may be at the time.

Importance of early search

36. Users stress that, for international applioas which are likely to be commercially
valuable, it is particularly important, both from the point of view of applicants and third
parties, to ensure that a high quality international search report is established before
international publication and thaitnely issuance of the international search report should not
be delayed by other processing requirements.

Should (full) international examination be compulsory?

37. A significant proportion of users at present do not wish to paiisternational

examination and have called for this part of the PCT procedure to remain optional, rather than
tying the examination even more closely to international search. It may be observed that the
recently adopted amendments to the system effelgtinake at least the early stages of
international examination compulsory. On the other hand, many States, particularly
developing countries and those without (national or regional) examining Offices, wish to see
full international examination of a largeroportion of, or even of all, international

applications. It would seem most appropriate to overcome this apparent conflict of interests
by seeking to strengthen the international phase, including international examination, rather
than weakening it, sth that States would be more likely to accept the results of the
international procedure without further unnecessary examination in the national phase; use of
the PCT system with a strengthened international phase would thus become the most efficient
anddesirable way for applicants to gain rights internationally.
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Overall timescale of international phase

38. The amount of time which the international application spends in the international phase
before having to be converted intational applications is, again, a balance of interests. One

of the major benefits of the system to applicants is that it provides a significantly longer
period than the Paris Convention route to consider the importance of the invention (having
regard tois novelty and inventive step, possible further developments and other matters of
commercial viability) before committing to the time and expense of preparing national
applications. It is also necessary to consider how long is required to perform egfgctivy
international search and examination. Against this is the desire of third parties to know at the
earliest opportunity what the scope of protection will be and in which States protection will
exist.

39. Given that, in many fates, further national examination must take place before any

patent is granted, this final point suggests that it would be difficult to justify any significant
further extension of the international phase in its current form. However, this might ciange
improvements to the international examination were introduced such that the time involved in
national processing could be reduced, or even perhaps in some cases eliminated, with national
patents being granted with little or no extra national examinatsns described in

paragrapt9, above If the international phase were to be extended to achieve such a

purpose, it might lead overall to earlier certainty in the scope of rights granted araind th

world following from the international application.

The possibility of international (rfexamination during the national phase

40. States may also wish to consider whether, and if so in which cases, the Treaty should
allow for international examination at a later stage, following national phase entry, for
example, following the discovery of prior art which was not found during the international
search. ltis likely that this would be an optional service, in the sense that itlwemain up

to individual States to decide whether to use the service and what recognition, if any, should
be given to the results of such a later examination.

41. International examination of granted patents, or of applicatiomsspect of which

national processing had already begun, would mean the end of the current arrangement where
the international and national phases are, at least for the vast majority of international
applications, relatively distinct. Properly implementad used, this could have significant
advantages for patentees and third parties alike, allowing reassessment of patents in the light
of previously undiscovered prior art, and the opportunity to make appropriate amendments
centrally, thereby avoiding expsive litigation.

42. Furthermore, such a system could be of particular value to developing countries and
small Offices which may not have the capacity to make such assessments and could be a
significant aid to national courts in @viding a neutral opinion as to validity when cases do go

to court. On the other hand, it would imply a significant change of approach in States where,
under the present system, significant examination is commonly undertaken during the national
phase, regiring applications to be brought into a form different from that of the international
application which has been the subject of a positive international preliminary examination
report before a patent is granted. Careful study would be required to detewhether and,

if so, how national and international systems could work effectively in parallel. Other
complicating factors would also need to be considered, such as that the patents in different
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States may have been assigned to different people, whdenaydifferent views on the need
for re-examination, or the appropriate way in which to overcome any difficulties which were
raised.

43. International examination at a later stage need not necessarily be limited to applications
which had begun as international applications. In the same way that Article 15(5) at present
allows for the possibility of an “internationdype search” the provisions might be extended

to allow internationatype examination of national patents. This waballow uniform

treatment of patents in States with rexamining Offices, irrespective of whether

applications had been made by the national or international route.

Means of effecting changes in timing and optional nature

44. At present, the Treaty makes it clear that, subject to very limited exceptions, an
international search is mandatory for all international applications and that full international
preliminary examination takes place only at the demand of the applicant. Amgetto this

would require an amendment to the Treaty. On the other hand, the timing of international
search and, where a demand is made, international preliminary examination are set out in the
Regulations and could easily be amended, within the limigsased by the requirements of

the Treaty.

45. In the case of introducing international {fexamination at a later stage, this could be

done in two ways. It could be the subject of an amendment to the Treaty. Alternatively,
since,as noted above, it would necessarily be an optional process, which need not have effect
in all Contracting States, it could be the subject of an optional protocol, to be ratified by those
States which wished to use the results. In either case, amendmela also be required to

the agreement between the International Bureau and at least one International Authority
prepared to carry out such new work.

QUALITY AND CONSISTENCY OF INTERNATIONAL SEARCH AND
EXAMINATION

46. Consideratia will also need to be given to whether any revision of the Treaty would

need to update provisions concerning the quality and consistency of international search and
examination under the PCT system, such as allowing for ensuring the application of common
standards and development or use of common tools and databases for search. However, this
paper does not address these issues in detail, pending the outcome of current related
initiatives, such as the work of the PCT quality framework “virtual” task faand the

consideration by the Meeting of International Authorities under the PCT of the minimum
documentation requirements and new draft International Search and Preliminary Examination
Guidelines.

EXAMPLES OF POSSIBLESYSTEMS

47. The Annex to this document sets out a number of simple examples of possible systems,
illustrating different ways of approaching some of the issues outlined in this document. Each
example assumes that applications will be published 18 months from theypdate which,

of course, might itself be reviewed as part of the creation of any revised system. All examples
consider a “typical” application, based on a priority applicationridghths before the filing

date and not taking into account complicationshsas divisional applications. Such other
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factors would, of course, need to be addressed in tandem with any detailed proposals for
revision of the search and examination system.

48. The Working Group is invited to
consider and discss options for the future
development of the international search and
examination system, having due regard to the
matters raised in this document.

[Annex follows]
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EXAMPLES OF POSSIBLE SYSTEMS

EXAMPLE A
SYSTEM WITH TOP-UP SEARCHES AND FURTHER EXAMINATION

IA filed

i

Search and first examination

i

Re-examination as
necessary; top-up search
after 24 months from priority
date

l

National phase entry at 36
months from priority date

1. This example showa system with an international phase extended by six months. This
time would be used to permit further search and examination actions during the international
phase, including a tepp search (see paragra@isto 29 of the main document). The
examination report might also be broadened to include specific statements of whether or not
any of the subject matter relates to matters where national laws significantly vary, for
example, whether the claideénvention is a surgical method or a plant (see paragr@phs

to 31 of the main document).
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EXAMPLE B
SYSTEM ALLOWING POST-GRANT RE- EXAMINATION

IA filed

International publication,

search and examination as
at present

National phase entry at 30
months from priority date

l

International re-examination
on request (if conditions met)

1. Inthis example, the timing and content of the international phasmitas to that at

present, but the system allows for international examinations to be requested later on
international applications for which patents may already have been granted in certain cases,
for example where new prior art has been found which nigcathe novelty or inventive

step of the invention (see paragragihof the main document). It would be necessary to

allow such requests even after the patent has lapsed where infringement proceedings are still
possible.

2.  Several possibilities could be envisaged with respect to how tegamination is
requested. This might only be permitted at the request of a Contracting State, or else it might
also be permitted at the direct request of the owri¢he patent, or even of a third party.

3. The patentee would be permitted to file amendments, following a similar process to pre
grant examination, but with additional rules ensuring that amendments were not permitted to
extendthe scope of protection, and possibly with more stringent time limits for response. As
with current international preliminary examination reports, Member States would take such a
report into account for the purposes of national invalidity or amendmengepobings, but

need not be bound by it.
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EXAMPLE C
SYSTEM WITH OPTIONAL FURTHER EXAMINATION

IA filed

Search and first examination

A 4

Re-examination as

necessary
NON-PROTOCOL STATES PROTOCOL STATES
\ 4 y
Further re-examination if
IPER established by 28 IPER not positive but
months from priority date substantive responses
provided in time
y y
Further re-examination if
Enters national phase by 30 IPER not positive but
months from priority date substantive responses
provided in time

A 4

Enters national phase by 36
months from priority date

1. Inthis example, a protocol is added to the existing Treaty, allowing for further
processing in the international phase. If the international preliminary examination is being
carried out by an Authority which so permits, the applicant can request further examination,
allowing a limited extra period within which to conduct further rounds of amendment or
argument, with a view to the application being brought into a state which wahiéwe a
positive international preliminary examination report. If this is not complete within

28 months from the priority date, an international preliminary examination report is
established automatically on the basis of the latest written opiniondéaugk of the States
which are not party to the protocol. However, the international application will not yet enter
the national phase in those States which have ratified the protocol.

2. Once the international application meets tequirements of novelty, inventive step and
industrial applicability as defined in the Regulations, a final international examination report
is issued, if necessary endorsed with comments, noting the existence of certain subject matter
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where conditions of patentability vary considerably around the world (see para@@pinsl
31 of the main document). This will normally result in a patent being granted without further
examination in any of the Statgarty to the protocol.

3. Ifthe application still does not meet the requirements of novelty, inventive step and
industrial applicability within 34 months from the priority date, a final report similar to the
international prelirmary examination report will be established and the international
application will enter the national phase as usual. In order to prevent this process from being
abused by simply buying time before entry to the national phase, the final report ancahation
phase would be triggered earlier in the event of the applicant failing to provide a substantive
response to a written opinion within the specified time.

[End of Annex and of document]
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Document prepared by the International Bureau

BACKGROUND

1.  Atitsthird session, the Working Group reviewed proposals for reform of the PCT
which had already been submitted to the Committee on Reform of the PCT or the Working
Group but not yet considered in detail and agreed on the priority of those proposals, with a
view to their inclusion in the work program of the Working Group. Among the proposals
reviewed by the Working Group were proposals related to PCT fees (see document
PCT/R/WG/3/1, Annex 1, items 15 (“Eliminate fee for each page in excess of 30 sheets’)
and 16 (“Reassess fees’)).

2. During the discussions on those proposals by the Working Group, it was recalled that,
following the amendments of the Regulations adopted by the Assembly in October 2002 and
the introduction of the “flat” international filing fee, which would come into effect on
January 1, 2004, a process to determine the amount of that fee had already started in the
course of preparing WIPO' s Draft Program and Budget 2004-2005, taking into consideration
the proposed level of budgetary resources, including reserve requirements (see

document PCT/A/31/10, paragraphs 50 and 51, and the summary of the third Working Group
session by the Chair, document PCT/R/WG/3/5, paragraphs 44 and 45). As part of that
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process, the structure of fees payable for the benefit of the International Bureau has been
reviewed, including the need for a separate handling fee under Chapter I1.

3. Itisnoted that the handling fee is paid for the benefit of the International Bureau in
cases where the applicant files a demand for international preliminary examination. The work
undertaken by the International Bureau in connection with the processing of the demand
includes publication of information about the filing of the demand and, most notably, the
trandation (where necessary), and communication to elected Offices, of the international
preliminary examination report. Much of that work will, however, with the implementation
of the enhanced international search and international preliminary examination system with
effect from January 1, 2004, be performed in respect of the international preliminary report on
patentability under Chapter | of the PCT which will be established in respect of each and
every international application, irrespective of whether a demand isfiled. There istherefore
no longer any need to maintain the handling fee as a separate fee.

4.  The International Bureau therefore now proposes that the separate handling fee be
abolished and that it be incorporated into the new “flat” international filing fee that is to enter
into force on January 1, 2004. Annex | contains proposals for amendments to the Regulations
which would be consequential on the abolition of the handling fee.

5.  Theamount of 1,530 Swiss francs shown in the proposed amended Schedule of Feesin
Annex | is utilized for the calculation of the estimated income in the context of the WIPO'’s
proposed program and budget 2004-2005 presented in document WO/PBC/6/2. The amount
isrecaled in Appendix C of that document. Annex |l of the present document also contains
an extract from document WO/PBC/6/2 concerning fees and fee income in respect of
international applications under the PCT.

6. Itisto be noted that amendments to certain Rules dealing with fees, including the
handling fee, were adopted by the Assembly at its thirty-first session and are due to enter into
force on January 1, 2004 (see document PCT/A/31/10, Annex V). Consequential on the
proposal to abolish the handling fee, some of those Rules would have to be further amended.

7.  TheWorking Group isinvited to
consider the proposals contained in Annex .

[Annex | follows]
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Rule 57+

[Deleted] FheHandlingFee

[COMMENT: Asto the reasons for the proposed deletion of this Rule, see paragraph 3 under
“Background,” above.]

! The “present” text shown isthat of Rule 57 as amended by the Assembly on October 1, 2002
(see document PCT/A/31/10) and due to enter into force on January 1, 2004.
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[Rule 57.2(c), continued]

[COMMENT: The directives given by the Assembly would have to be modified
accordingly.]
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[Rule 57.6, continued)]
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Rule 58

The Preliminary Examination Fee

58.1 Right to Ask for a Fee

(& [No change]

(b) The amount of the preliminary examination fee, if any, shall be fixed by the

International Preliminary Examining Authority. Asto-thetimemitforpayment-of-the

[COMMENT: Proposed amendment consequential on proposed deletion of Rule 57.3, above.
See also proposed new Rule 58.2, below.]

(¢) [No change]

58.2 Time Limit for Payment; Amount Payable

(a) Subject to paragraphs (b) and (c), the preliminary examination fee shall be paid

within one month from the date on which the demand was submitted or 22 months from the

priority date, whichever expires later.

[COMMENT: Modeled after Rule 57.3(a) (as amended with effect from January 1, 2004), the
deletion of which is proposed above.]
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[Rule 58.2, continued]

(b) Subject to paragraph (c), where the demand was transmitted to the International

Preliminary Examining Authority under Rule 59.3, the preliminary examination fee shall be

paid within one month from the date of receipt by that Authority or 22 months from the

priority date, whichever expires later.

[COMMENT: Modeled after Rule 57.3(b) (as amended with effect from January 1, 2004),
the deletion of which is proposed above.]

(c) Where, in accordance with Rule 69.1(b), the International Preliminary Examining

Authority wishes to start the international preliminary examination at the same time as the

international search, that Authority shall invite the applicant to pay the preliminary

examination fee within one month from the date of the invitation.

[COMMENT: Modeled after Rule 57.3(c) (as amended with effect from January 1, 2004), the
deletion of which is proposed above.]

(d) The amount of the preliminary examination fee payable shall be the amount

applicable on the date of payment.

[COMMENT: Modeled after Rule 57.3(d) (as amended with effect from January 1, 2004),
the deletion of which is proposed above.]

58.3 [No change]
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Rule 58bi&

Extension of TimeLimit Lhmits for Payment of Preliminary Examination Fee Fees

[COMMENT: The proposed amendment is consequential on the proposed deletion of
Rule 57, above.]

58bis.1 Invitation by the International Preliminary Examining Authority

(8 Where the International Preliminary Examining Authority finds:

(i) that the amount paid to it is insufficient to cover the-handing-fee-and the

preliminary examination fee; or

(i) by thetime it isthey-are due under Rule 58.2 Rules 57.3-and-58-1(b), that no

preliminary examination fees was were paid to it;

the Authority shall invite the applicant to pay to it the amount required to cover that these
fees, together with, where applicable, the late payment fee under Rule 58bis.2, within atime

limit of one month from the date of the invitation.

[COMMENT: The proposed amendments are consequential on the proposed deletion of
Rule 57, above.]

(b) [No change]

2

The “present” text shown isthat of Rule 58bis as amended by the Assembly on October 1, 2002
(see document PCT/A/31/10) and due to enter into force on January 1, 2004.
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[Rule 58his.1, continued]

(c) Any payment received by the International Preliminary Examining Authority before
that Authority sends the invitation under paragraph(a) shall be considered to have been
received before the expiration of the time limit under Rule 58.2 Rule 57.3-0r-58-1(b),-asthe
case-may-be.

[COMMENT: The proposed amendment is consequential on proposed deletion of Rule 57,
above.]

(d) [No change]

58bis.2 Late Payment Fee

(& The payment of the preliminary examination fees in response to an invitation under

Rule 58bis.1(a) may be subjected by the International Preliminary Examining Authority to the

payment to it, for its own benefit, of a late payment fee. The amount of that fee shall be:

(i) 50% of the amount of the unpaid fees which is specified in the invitation, or

(i) if the amount calculated under item (i) is less than [10%)] of the preliminary

examination the-handhng fee, an amount equal to [10%)] of the preliminary examination the

handling fee.
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[Rule 57.2, continued]

(b) The amount of the late payment fee shall not, however, exceed double the amount

of [20%] of the preliminary examination fee the-handHng-fee.

[COMMENT: The proposed amendments are consequential on the proposed deletion of
Rule 57, above.]
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Rule 69°

Start of and Time Limit for International Preliminary Examination

69.1 Sart of International Preliminary Examination

(& Subject to paragraphs (b) to (€), the International Preliminary Examining Authority

shall start the international preliminary examination when it isin possession of all of the

following:

(i) [nochange]

(i) the amount due (in full) for the-handHng-fee-and the preliminary examination

fee, including, where applicable, the late payment fee under Rule 58bis.2; and

(i) [no change]

provided that the International Preliminary Examination Authority shall not start the
international preliminary examination before the expiration of the applicable time limit under

Rule 54bis.1(a) unless the applicant expressly requests an earlier start.

[COMMENT: The proposed amendment is consequential on the proposed deletion of
Rule 57, above.]

3

The “present” text shown isthat of Rule 69 as amended by the Assembly on October 1, 2002
(see document PCT/A/31/10) and due to enter into force on January 1, 2004.
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[Rule 69.1, continued]

(b) to () [No change]

69.2 [No change]
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Rule 96

The Schedule of Fees

96.1 Schedule of Fees Annexed to Regulations

The amounts of the international filing fees referred to in Rules 15 and-57 shall be

expressed in Swiss currency. |t Fhaey shall be specified in the Schedule of Feeswhich is

annexed to these Regulations and forms an integral part thereof.

[COMMENT: The proposed amendment is consequential on the proposed deletion of
Rule 57, above.]
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SCHEDULE OF FEES*
Fees Amounts
1. International Filing Fee: 1,530 650 Swiss francs plus 15 Swiss francs
(Rule 15.2) for each sheet of the international
application in excess of 30 sheets
Rule 57.2)
Reductions

2.3: Theinternationa filing fee is reduced by 200 Swiss francs if the international
application is, in accordance with and to the extent provided for in the Administrative
Instructions, filed:

(& on paper together with a copy thereof in electronic form; or
(b) in éectronic form.

3.4. Theinternationa filing fee AH-feespayable (where applicable, as reduced under

item 2 3) is are reduced by 75% for international applications filed by any applicant who is a
natural person and who is a national of and resides in a State whose per capita national
income is below US$3,000 (according to the average per capita national income figures used
by the United Nations for determining its scale of assessments for the contributions payable
for the years 1995, 1996 and 1997); if there are several applicants, each must satisfy those
criteria.

[Annex Il follows]

4 The “present” text shown is that of the Schedule of Fees as amended by the Assembly on
October 1, 2002 (see document PCT/A/31/10) and due to enter into force on January 1, 2004.
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EXTRACT FROM DOCUMENT WO/PBC/6/2
(PROPOSED PROGRAM AND BUDGET 2004-2005)

PCT SYSTEM: INTERNATIONAL APPLICATIONS, FEES AND FEE INCOME

The estimated income from the PCT is elaborated as part of the biennial budget process
of WIPO. The Proposed Program and Budget 2004-2005 submitted in document
WO/PBC/6/2 contains detailed information and estimates for the period 1998 to 2009 on the
number of PCT international applications, average level of fee for each application and annual
PCT income. Asindicated in document WO/PBC/6/2, the proposed budget 2004-2005
amounts to Sfr655.4 million, funded by income of Sfr603.5 million and surplus resources of
SFr51.9 million. In order to illustrate the magnitude of PCT income in the context of the
WIPO operation, it is noted that PCT income accounts for approximately 80 per cent of total
WIPO income for the biennium 2004-2005. Moreover, an adjustment in the average PCT fee
by one percent is estimated to result in a change in the biennial income by Sfr4.7 million.

In the following, paragraphs 310 to 312 and Table 19 on PCT international applications,
fees and fee income for the period 1998-2009 as contained in Chapter C (Financia Indicators,
Income Estimates and Resource Plan) of document WO/PBC/6/2 are recalled for information.

“310. Income from PCT fees is anticipated to increase from Sfr123,881,000 in 1996 to
Sfr300,402,000 in 2009 as elaborated in Table 19. International applications are
anticipated to increase by 301.3 per cent, whereas average fee is being reduced by 36.9
per cent during that period.

“311. The estimated 189,800 international applications for 2009 is 66.3 per cent higher
than the actual amount for 2002 of 114,100 applications. The projected number of
international applications have been discussed with the trilateral offices (USPTO, JPO,
EPO), and take into account the effects of the recent owdown on patent filings, and the
anticipated economic recovery. The actua level of PCT applicationsin 2002 wasin
line with the initial estimates, as it is expected will be the case for 2003, which
anticipates a 7 per cent rate of growth with respect to 2002. Future years are expected
to experience growth because of, on the one hand, higher levels of national patent
filings as the economy situation is expected to improve, and on the other hand, as higher
proportions of national filings choose the PCT-route to file internationally. This effect
will be supported by a user-friendlier PCT system, by sustained reductions in PCT fees
and by improved knowledge from potential applicants of the PCT System of the
advantages it provides. It isworth noting the steady increases that the proportion of
PCT international applications represent on national patent filings worldwide; however,
the degrees of penetration are very different across regions, with the United States of
America and Europe showing wider use of the PCT among their domestic patent
applicants, while Japan and other World regions show a higher potential for growth.
Due to the combined effect of economic evolution and regional factors, PCT
international applications are projected to continue increasing, but with a decelerated
rate of growth.

“312. The average fee per application in 2002 was Sfr1,626, a decrease of 7.5 per cent
with respect to the average feein 2001. This reduction is essentialy attributable to the
decrease in the maximum number of payable designations from six to five as of January
1, 2002. However, the reduction between 2001 and 2002 of the actual fee paid per
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application was in excess of 16 per cent due to the reversal in the result of exchange rate
fluctuations: PCT fees are set in Swiss francs and subsequently fixed in other
currencies through an adjustment mechanism which takes into account cumulative
changes in the exchange rate over time. While in 2000 and 2001 significant gains were
made benefiting from the position of a strong US dollar, the progressive weakening of
that currency relative to the Swiss franc during 2002, made the International Bureau to
incur losses because of these currency fluctuations. In order to separate these effects
from decisions made on fees by Member States, Table 19 shows the average fee
calculated in Swiss francs according to the profile of the average international
application, while estimating separately income from fees paid to the International
Bureau as a Receiving Office and fluctuations essentially due to the fact that payments
are made to national patent officesin their local currencies. Asof January 1, 2004, the
average feeis estimated at Sfr1,678. As of 2004, the average feeis calculated in
accordance with a flat international filing fee structure. This simplified structure takes
into account the processing by the International Bureau of a written opinion by the
International Searching Authority in respect of every application filed. Prior to 2004,
only applications for which an International Preliminary Examination Report was
sought were subject to this sort of processing. In absolute terms, the average fee
increases by 3.2 per cent between 2003 and 2004. Taking into account the increased
volume of processing as compared to 2003, a comparative average fee for 2004 would
amount to Sfr1,731. Against this amount, the indicative average 2004 fee of Sfrl1,678
represents a decrease of Sfr53 or 3.1 per cent. Detailed PCT fee schedule is provided to
this document. It has been indicated in the introduction to this section that following
the completion of mgjor infrastructure investments by the Secretariat, additional fee
reductions could be sought. The financia projections attached to this document
anticipate a further 6.0 per cent fee reduction as of January 1, 2007, which will
supplement the 3.1 per cent fee reduction currently proposed as of January 1, 2004.”



[;uswinoop Jo pue xauuy Jo pug]

Table19
PCT System 1996-2009: Volume, Average Fee and Income

Year | 1996| 1997| 1998| 1999| 200q 2001| 2002| 2003| 2004 | 2005| 2006| 2007| 2008| 2009|
International Applications
Volume 47,291 54,422 67,007 74,023 90,948 103,947 114,100 122,000 134,700 148,000 161,700 171,500 181,700 189,800
% Change 21.6% 151% 231% 10.5% 22.9% 14.3% 9.8% 6.9% 10.4% 9.9% 9.3% 6.1% 5.9% 4.5%
Average Fee Per Application
Fee 2,502 2,607 2,201 2,122 1,927 1,757 1,626 1,626 1,678 @ 1,678 1,678 1,578 1,578 1,578
% Change 17.6% 42% (156)% (36)% (9.1)% 88)% (7.5% -- 3.2% -- - (6.0)% - --
Income (in thousands of Swiss francs)
Fee Income 118,302 141,882 147,505 157,045 175,300 182,680 185527 198,372 226,027 248,344 271,333 270,627 286,723 299,504
WIPO RO Income 446 486 647 624 593 267 590 630 650 700 765 811 859 898
Fluctuations 5,133 9,631 (1,137) 1,387 13,663 7,404 (11,605) -- - -- -- - - --
Total, Income 123,881 151,999 147,015 159,056 189,556 190,351 174,512 199,002 226,677 249,044 272,098 271,438 287,582 300,402
% Change 49.7% 227% (3.3)% 8.2% 19.2% 04% (83)% 14.0% 13.9% 9.9% 93% (0.2)% 5.9% 4.5%

& As of 2004, the average feeis calculated in accordance with a flat international filing fee structure. This simplified structure takes into account the processing by the
International Bureau of a written opinion by the International Searching Authority in respect of every application filed. Prior to 2004, only applications for which an
International Preliminary Examination Report was sought were subject to this sort of processing. In absolute terms, the average fee increases by 3.2% between 2003 and 2004.
Taking into account the increased volume of processing as compared to 2003, a compar ative average fee for 2004 would amount to Sfr1,731. Against this amount, the indicative
average 2004 fee of Sr1,678 represents a decrease of Sr53 or 3.1%.

T abed ‘|| ¥auuy

879N/ LOd



	C. PCT 912
	PCT/R/WG/4/1
	PCT/R/WG/4/1 Add.1
	PCT/R/WG/4/2
	PCT/R/WG/4/4
	PCT/R/WG/4/4 Add.1
	PCT/R/WG/4/4 Add.2
	PCT/R/WG/4/5
	PCT/R/WG/4/7
	PCT/R/WG/4/8

