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Disclaimer

The following slides have been compiled for this seminar regarding intellectual

property system in Malaysia. Every effort has been made to ensure that the information

is accurate and up-to-date; however, as the practices and laws may change from time to

time, that is not always possible.

The speaker makes no claims, promises, or guarantees about the accuracy,

completeness, or adequacy of the information, and expressly disclaims any liability,

loss or risk, personal or otherwise, which is incurred as a consequence, directly or

indirectly, of the use and application of any of the content of this seminar.

Sofia Rehan Ramli

Patent Examiner,

Intellectual Property Corporation of Malaysia (MyIPO)
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Intellectual Property Corporation of 

Malaysia (MyIPO)

• MyIPO was corporatized on 3 March 2003.

• An agency set up under the Ministry of Domestic

Trade, Co-operatives and Consumerism (MDTCC)

44
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Intellectual Property Laws in Malaysia

MyIPO

• Patent Act 1983

• Trade Marks Act 1976

• Industrial Design Act 1996

• Geographical Indication Act 2000

• Copyright Act 1987

• Layout Design and Integrated Circuit Act 2000

Ministry of Agriculture

• Protection of New Plant Varieties Act 2004
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Functions of the Patent System

To obtain an exclusive right granted for INVENTIONS, 
which is different from:

• Protection of creative work – Copyright Law

• Appearance of articles – Industrial Design Law

• Protection of marks – Trademarks Law
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Meaning of “Invention” [Sec. 12]

• "An idea of an inventor which permits in practice 
the solution to a specific problem in the field of 
technology"

• An invention may be or may relate to a product or 
process.
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CONTENT OF PARIS CONVENTION
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National Treatment

Territorial

Rights of priority 
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TYPES OF PROTECTION

Patent

An exclusive right 
granted by a 

government to an 
inventor/assignee

Protected twenty (20) 
years from the date of 
filing of an application 
(subject to payment of 

annual fees). 

Utility 
Innovation

An exclusive right 
granted for a "minor" 

invention

Protected 10 + 5 + 5 
years from the date of 
filing subject to use.

PATENT GRANTING PROCEDURE
FILING APPLICATION

Form 1/14/2A

PRELIMINARY EXAMINATION
Preliminary Examination Report

APPLICATION AVAILABLE FOR PUBLIC INSPECTION 
(18 months after Priority Date/Filing Date)

REQUEST FOR SUBSTANTIVE OR MODIFIED SUBSTANTIVE EXAMINATION
Form 5/5A/5B

SUBSTANTIVE OR MODIFIED SUBSTANTIVE EXAMINATION
Search and Examination Report

GRANT OR REFUSAL
Issue Certificate of Grant or Notice of Refusal
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PATENTS SYSTEM

Traditional Patent System

0 12

(months)
US

JP

KR

SG

FR

GB

Local Filing

PCT International Patent System
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Filing Application using 

Traditional Patent System

0 12

(months)
US

JP

KR

SG

FR

GB

MY Filing

Patent Application Filing at MyIPO:

Form 1 (RM290)  / Form 14 (RM140)- required;

Form 17 (RM80);

Form 22 (RM80);

Patent Specification (English or national 
language).

Local Applicant

JP

KR

SG

GB

MY Filing

Foreign Applicant

US Filing

0 

(months)

12

OR

12
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Filing Application using 

PCT International Patents System

Patent Application Filing at MyIPO:

• Form PCT/RO/101;

• Patent Specification in English;

• PCT Fees:-

Transmittal Fees (>RM550),

International Filing Fee (~RM6110) &

Search Fee (RM5940 – RM9237).

• Select ISA:- KIPO / JPO / IPAustralia / EPO

MY as 

Receiving 

Office

*Locals
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PATENT GRANTING PROCEDURE
FILING APPLICATION

Form 1/14/2A

PRELIMINARY EXAMINATION
Preliminary Examination Report

APPLICATION AVAILABLE FOR PUBLIC INSPECTION 
(18 months after Priority Date/Filing Date)

REQUEST FOR SUBSTANTIVE OR MODIFIED SUBSTANTIVE EXAMINATION
Form 5/5A/5B

SUBSTANTIVE OR MODIFIED SUBSTANTIVE EXAMINATION
Search and Examination Report

GRANT OR REFUSAL
Issue Certificate of Grant or Notice of Refusal

14



14/2/2017

8

REQUEST FOR EXAMINATION

Substantive 
Examination

• Submit Form 5 with 
prescribed fees 
(RM1100 – manual)

Expedited 
Examination

• Form 5 has been 
submitted, after 18 
months from filing 
date  / priority date

• Submit Form 5H, SD 
with prescribed fees 
(RM250 – manual)

• Upon approval from 
Registrar, Form 5I 
(RM2200 – manual)

Modified Examination

• Submit Form 5A 
with prescribed fees 
(RM640 – manual)

• a certified true copy 
of the patent 
granted to the 
applicant in the 
prescribed country 
or Convention 

15

REQUEST FOR MODIFIED EXAMINATION

Prescribed Countries and Convention:

Australia, Japan, The Republic of Korea, The United 
Kingdom and The United States of America;

European Patent Convention

16
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Timeline for Request of Examination 

using Traditional Patent System

(month)

File Form 5/5A/5B

180 60 63

File Form 5 if Form 5B is 

filed earlier
Filing Date

File Form 1,17 & 22

File Form 5A

if Form 5B is filed earlier

Form 5: Request for Substantive Examination

Form 5A: Request for Modified Substantive Examination

Form 5B: Request for Deferment of filing Form 5/5A (no fee)

18 months

5 years 3 months
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PATENT GRANTING PROCEDURE
FILING APPLICATION

Form 1 /14/2A

PRELIMINARY EXAMINATION
Preliminary Examination Report

APPLICATION AVAILABLE FOR PUBLIC INSPECTION 
(18 months after Priority Date/Filing Date)

REQUEST FOR SUBSTANTIVE OR MODIFIED SUBSTANTIVE EXAMINATION
Form 5/5A/5B

SUBSTANTIVE OR MODIFIED SUBSTANTIVE EXAMINATION
Search and Examination Report

GRANT OR REFUSAL
Issue Certificate of Grant or Notice of Refusal
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Thorough reading and understanding 

of patent specification

19

Description

Claim(s)

Abstract

Drawings

DETAILS OF PATENT SPECIFICATION

Non-Patentable Inventions [Sec. 13] 

a) discoveries, scientific theories and mathematical 
methods

20

• Discovery Not patentable!

Piezoelectric: A material that generates an electric charge when mechanically deformed. 
Conversely, when an electric field is applied to piezoelectric materials they mechanically 
deform. Inorganic crystals are the strongest piezoelectrics but polymer films such as 
PVDF have some piezo effect. 
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Section 13: Non-Patentable Inventions

21

Patentable!

• Scientific theories

E= mc

F= maa

b

c

2

c   =  a   +   b

2
2 2
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Section 13: Non-Patentable Inventions
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• Mathematical methods

– E.g. a new way to calculate square roots, shortcut 
method of division

– Its application -> patentable

• A calculating machine

• Method of image processing which used the 
mathematical method to operate on numbers 
representing an image

23

Section 13: Non-Patentable Inventions

b) plant and animal varieties or essentially 
biological processes for the production of 
plants or animals, other than man-made living 
micro-organisms

24

Section 13: Non-Patentable Inventions
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Animal variety

An Israeli geneticist, 
Avigdor Cahaner, created 
the world's first 
featherless chicken at the 
genetics faculty at the 
Rehovot Agronomy 
Institute near Tel Aviv, 
Israel. The idea behind the 
development of this naked 
bird is that it will create a 
more 'convenient' and 
energy efficient chicken 
which can live in warm 
countries where feathered 
chickens don't do well and 
cooling systems are too 
expensive to be commonly 
affordable. 

25

Section 13: Non-Patentable Inventions

c) schemes, rules or methods for doing business, 
performing purely mental acts or playing games

26

Section 13: Non-Patentable Inventions

• Method for 
doing business
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• Method for playing games
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Section 13: Non-Patentable Inventions

Method of playing a pursuit board game (US7658385)
Claim:

A method of playing a board game of pursuit

for a first player and a second player; 

the method comprising the steps of: 

a) providing a game board that includes 

a start and a plurality of discrete spaces 

that form a pathway;

b)    providing a device for determining 

the number of spaces to be moved

along the pathway;

c) determining an order of play such 

that the first player plays first and 

the second player plays second; ………

d) Methods for treatment of human or animal 
body by surgery or therapy, and diagnostic 
methods practised on the human or animal 
body

28

Section 13: Non-Patentable Inventions

• Method for the 
treatment of human 
body

28
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Assessing Unity of Inventions

29

Check for unity of invention. 
An application shall relate to 

one invention only or to a 
group of inventions

Example:

Claim 1 : An illuminated basketball rim.

Claim 4 : An illuminated basketball backboard wherein illuminating 
means are located on the front surface area of the basketball 
backboard.

Claim 6 : A power source remotely located for powering the illuminated
basketball backboard and illuminated basketball rim.

Assessing Patentability - Patent

Novelty [Section 14]

Inventive Steps [Section 15]

Industrial Applicability [Section 16]

30
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Assessing Patentability –

Utility Innovation

Novelty [Section 14]

Inventive Steps [Section 15]

Industrial Applicability [Section 16]

31

Section 14: Novelty

“An invention is new if it is not anticipated by
prior art.”

• Prior Art

"Everything disclosed to the public, anywhere 
in the world"

32
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Prior Art

Everything made available to the public by means of ...

or in any other way

... before the 
date of filing  / 
priority date of  
the application

Prior art

written description

33

by useoral description

HOW TO IDENTIFY PRIOR ART / 

DISCLOSURE?

Date of filing  07.02.2017 

2018

Prior 
art

Everything made available 

to the public before the 

date of filing / priority date

20172015 20162014

34
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Novelty

35

A device for watering plants having 

a water-containing portion (1), a handle (2), an 

opening with a lid (3) and a spout (4).

B C

D FE

A

Novelty Test: Feature analysis

36

Prior arts 

A device for watering 
plants having:

1 A water containing 
portion

2 A handle

3 An opening with a lid

4 A spout 
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WHERE TO SEARCH?

– Free patent databases

– Internal database (MyIPO IP Online)

– Subscribed databases (Epoquenet, GPI & STN) 

37

INVENTIVE STEP (SEC. 15)

38

An invention shall be considered as involving an
inventive step if, having regard to the prior art, such
inventive step would not have been obvious to a
person having ordinary skill in the art.
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Example 1

• Claim       : A portable bicycle having a casing made of 
aluminum

• Prior Art 1: A portable bicycle having a casing made of 
a lightweight material

Conclusion:-

The claim is novel but lacks inventive step, since it is 
obvious to a person skilled in the art that aluminum is 
considered a lightweight material

Inventive Step – Using Common 

General Knowledge

39

Claim 1 Prior Art 1 Prior Art 2

A portable 

bicycle having √ √

a front wheel; √ √

a fork; √ -
a casing made 

of aluminum - √

Conclusion

Inventive Step – Combining Prior Arts

Feature Table Analysis
40
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An invention shall be considered industrial

applicable if it can be made or used in any kind 

of industry.

Industrial Applicable [Section 16]

41

Report Issuance

• Examiners will issue Search Report and 
Adverse or Clear Report to the applicant 
based on their search and examination

• Applicant has 2 months to submit 
corrections/arguments (Reg. 27C(4))

42
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Sample of 
Adverse 
Report 

43
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45
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Sample of 

Search Report

47

Muhammad bin Ali

Sample of 
Clear Report
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Sample of 
bibliographic 
data / first 
page (draft)

49

50

Sample of 
Notice of 

Grant
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Sample of 
Certificate of 

Grant of a 
Patent

52

Sample of 
Schedule of 
Annual Fees
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53

Sample of 
First page 

publication

Further Info

54

Renewal

Procedures
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Further Info
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LOCAL APPLICATION TRENDS IN MALAYSIA
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THANK YOU FOR YOUR KIND
ATTENTION
sofia@myipo.gov.my
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