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What is PCT-PPH?
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PPH is a framework in which an application determined to be patentable in the Office of Earlier
Examination is eligible to have an accelerated examination in the Office of Later Examination with
a simple procedure upon an applicant’s request
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The Scheme of PCT-PPH JPO .
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Merit for the Patent Offices: Work Sharing effect
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Merit for the Patent Offices

Work Sharing Effect: Easing Examination Burden

1. Optimized claim scope

2. Utilization of OEE search/examination result
3. Decrease in the number of office actions
Total Amount of Work in 1Optimized claim scope
Examination \ ; 1Uti|ization of the OEE examination results
Down
1Decrease in the number of office actions
Normal PPH



Merit for the Patent Offices: Easing Examination Burden

Optimized claim scope

OEE

(Office of Earlier Examination)

Claim Scope

Not Patentable in the OEE ®

Optimized

Patentable in the OEE | .-
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OLE

(Office of Later Examination)

Scope of search is
greatly reduced.

Claim Correspondence

In many cases, the number of claims
is decreasing.

o

To request for the PPH, the OLE application’s claim scope must be sufficiently corresponded to
OEE application’s claim scope which was determined to be patentable/allowable by the OEE



o

JPO

JAPAN PATENT OFFICE

Merit for the Patent Offices: Easing Examination Burden

Utilization of OEE search/examination results
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OEE application is
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to be patentable/allowable =| Claim correspondence table
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Applicant must submit;

OLE application’s claim scope must sufficiently
correspond to OEE application’s claim scope
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Merit for the Patent Offices: Easing Examination Burden

Decrease in the number of office actions

PPHAppl.  All Appl.

JP . _
us | TBD | PPH applications tend to be
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Merit for the Applicants:
High speed, Cost saving, High predictability
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Merit for the Applicants: High Speed

Accelerated Examination

PPH — Average pendency from PPH — Average pendency from
PPH request to First Office Action PPH request to Final Decision
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Merit for the Applicants: Cost saving

Decrease in the number of office actions

PPH Appl.  All Appl.
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Merit for the Applicants: High Predictability
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*PPH applications tend to be
granted by the OLE because
they were already judged to be
patentable by the OEE.
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Requirements for PCT-PPH request
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Requirements, required documents
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Requirements

1-0. A “Request for Substantive Examination” must have been filed at the
OLE either at the time of the PPH request or previously.

1-1. The examination has not begun in the Office of filing.
1-2. The application is in particular relationship with the PCT application.

Ex.) The application is a national phase application of the corresponding
international application.

1-3. The application has at least one claim that was indicated by the
ISA/IPEA to be allowable.

1-4. All the claims in the application sufficiently correspond or are amended
to sufficiently correspond to the allowable/patentable claims in PCT
applications.

List of Required
Documents

1. A copy of all claims*! and its translations

2. A copy of the latest international work product*! and its translation™"
3. Copies of all cited documents*2

4. Claims Correspondence Table

*1 Applicants do not have to submit these documents, if the these
documents are available via “PATENTSCOPE (registered trademark)”

*2. Applicants do not have to submit these documents, if the documents are
patent document.
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Requirements for PCT-PPH request

PCT Route (PCT-PPH)

International Phase
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National/Regional Phase

PCT Work Products
Ve < ~ A 4
PCT WO or IPER
Application

1-3. PCT application
has one or more claims
that are indicated as

allowable.

1-2. Relationship
between the application
and the corresponding
PCT application

§Positive

!

by

Opjnion .."..‘

Request for

Examination bm Allowable
L 2
.’A

Accelerated
Exam.

Accelerated

1-1. The OLE has not
begun examination of

the application. required documents.

Request for

Exam.

PPH

1-4. All claims of the application must
sufficiently correspond to the allowable
claims in the PCT application

2. Submission of

1-0. A “Request for Substantive
Examination” must have been
filed at the time of the PCT-PPH
request or previously.
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1-0. Request for Substantive Examination must have been filedp JPO

e A “Request for Substantive Examination” must
have been filed either at the time of the PCT-PPH
request or previously.

16



1-1. Examination has not begun p

e Substantive examination of the application for
which PPH is requested must not have begun.

17



1-2. Relationship between the application and the PCT application(1) p:!tmﬁ'g .ce
[

e The application should be in a particular
relationship with the PCT application.

e Generally, the particular relationship is as follows:
(see next slide)
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1-2. Relationship between the application and the PCT application(2)
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The application is a national phase application of the corresponding
international application.

OK

WO
IPER
DO/YY PPH
PCT ISA/XX S
RO/-- IPEA/XX D
DO
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1-2. Relationship between the application and the PCT application(3)
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The application is a national application as a basis of the priority claim of the
corresponding international application.

OK

YY Application

q---—-—-——-—"=—"=—=—=====4

Priority
Claim

PCT
RO/--

PPH

WO
IPER

ISA/XX

IPEA/XX
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1-3. Indicated as “allowable” in the international phase ,‘A'ijNE:TE?mmce

Claims that are indicated as having novelty, inventive step and
industrial applicability in the latest international work product,

namely;

e Written Opinion of the International Searching Authority (WO/ISA)

e Written Opinion of the International Preliminary Examining Authority
(WO/IPEA) or

e International Preliminary Examination Report (IPER).

21



Example of a Positive Opinion (PCT/ISA/237)
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WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY

International application No.

PCI JP201 37999909

Box No. V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement
1. Statement
Novelty (N) Claims | 1-7 YES
Claims NO
Inventive step (IS) Claims 1-=7 YES
Claims NO
Industrial applicability (IA) Claims | 1-7 YES
Claims NO

s

Citations and explanations:

D1: JP 2010-987654 A (PCT SYSTEM CORP)
2010.10.07, paragraphs [0026]-[0030]
& US 6543210 A, column 5, lines 5-30

D2: JPp 2009-111111 A (INDUSTRIAL PROPERTY INC)
9009.09.28’ Claim 1 Fimire 1

vy Aol Ciaiin Ly L iyyurs o

& WO 2007/222222 Al

D3: JP 4321567 B2 (PATEMARU COMPANY)
2006.02.20, the whole document
(Family: none)

The subject matters of claim 1-7 are neither disclosed in any of the

Claim 1-7 are indicated as
having novelty, inventive step
and industrial applicability

documents cited in the ISR nor obvious to a person skilled in the art.

None of the prior art documents cited in the ISR describes [..A..], and it
was not obvious for the person skilled in the art to employ that the technical
feature [..A..], which presents advantageous effects in that [.B..].

22
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1-4. Claims sufficiently correspond ,Jpoo

All claims on file for examination under the PPH must “sufficiently correspond” to
one or more of those claims determined to be allowable/patentable in the latest
international work product of the corresponding PCT application.

Claims are considered to “sufficiently correspond” where,

(1) accounting for differences due to translations and claim format, the claims of the
application are of the Same Or similar scope as the claims determined as
patentable/allowable in the latest international work product, or

(2) the claims of the application are NAFrOWer in scope than the claims determined as
patentable/allowable in the latest international work product

A claim which introduces a new/different category of claims to those claims determined as
patentable/allowable in the latest international work product is NOT considered to sufficiently
correspond. (e.g. product claim vs. process claim)

23
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2. Required documents(1) JPO
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[

The following documents are required to submit along with a PCT-PPH
request form.

(1) A copy of the claims™ from the corresponding PCT application
which are indicated as patentable/allowable, and a translation
thereof if they are not in Engilish

(2) WO/ISA, WO/IPEA or IPER™ which forms the basis for the PCT-PPH
request and a translation™! thereof if there are not in English

*1 Applicants do not have to submit these documents, if the these documents are available
via “PATENTSCOPE (registered trademark)”

24
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2. Required documents(2) JPO
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(3)Documents cited by the OEE examiner.

* If a cited document is a patent document, the applicant does not have to
submit it. In case the OLE has difficulty in obtaining the document,
however, the applicant may be asked to submit it. If a cited document is

non-patent literature, the applicant always has to submit it. Translations of
cited documents are unnecessary.

(4)A claims correspondence table

The claim filed to the | The patentable claim in | Comments about the correspondence
OLE the international phase
1 1 Both claims are the same.
2 2 Both claims are the same except the claim format.
3 1 Claim 3 in the OLE application adds composition A to
claim 1 filed at the OEE.

25
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No need to submit these
documents, if they are
_ _ _ available via “PATENTSCOPE”
Copies of latest Copies of all claims

international work and translations of (reg|5ter9d trademark)

product and them
translations of them

*

No need to submit the copies
of references, if they are
patent document.

Il

x

Copies of Claim correspondence
references table

26
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How to examine PCT-PPH application?

Patent
Pr’{ Prif:cu!fon
[ ] Highway

J \\\\l\\l\og\ﬂ\e\{\{\\\ ﬁ

= %Iaims -
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PCT-PPH request form JPO

JAPAN PATENT OFFICE
LSS

PCT-PPH request form-

Subject: Request for an accelerated examination under the PCT-PPH pilot program«

IDate of fiing: Date of filing PCT-PPH request

“ — — Corresponding PCT international
[Application number:Application number of OLE application ] application number

Title of the invention: "
Applicant: a
Corresponding PCT international application number: u

Documents submitted:«

&

X A copy of the Iatest[international work productjwhich indicated the claims to be

patentable/allowable and«

M their OLE language or English translations if they are not in English.

)

B A copy of a set of |claims|which the latest international work product of the

corresponding international application indicated to be patentable/allowable and«
B8 their OLE language or English translations if they are not in English.

&

m A copy oflreferences cited in the latest international work product of the international
application corresponding to the application«

3 A|claims correspondence table Jwhich indicates how all claims in the application

sufficiently correspond to the claims indicated to be patentable/allowable. 28




PCT-PPH request form
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Claim correspondence table

The claim in the The patentable claim in | Comments about the correspondence
OLE the international phase
1 1 Both claims are the same.
2 2 Both claims are the same.
3 3 Both claims are the same except the claim format.

(Documents to be omitted to submit)

29



Requirements and Required Documents

- PPH
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Requirements, required documents and fee
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Requirements

1-0. A “Request for Substantive Examination” must have been filed at
the OLE either at the time of the PPH request or previously.

1-1. The examination has not begun in the OLE.

1-2. The OLE application is in particular relationship with the OEE
application.

Ex.) The OLE application is an application which validly claims priority
under Paris Convention to the OEE application.

1-3. OEE application has at least one claim that was determined by the
OEE to be allowable.

1-4. All the claims in OLE application sufficiently correspond or are
amended to sufficiently correspond to the allowable/patentable claims in
OEE applications.

List of Required
Documents

2-1. A copy of all claims and its translations*’
2-2. A copy of the OEE office actions and its translation*”
2-3. Copies of all cited documents*2

2-4. Claims Correspondence Table

*1" Applicants do not have to submit these documents, if the OLE can obtain these
documents by Dossier Access System (AIPN).

*2. Applicants do not have to submit these documents, if the documents are patent
document.

PPH petition fee

Free in most offices.
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Requirements for PPH request

1-0. A “Request for Substantive
Examination” must have been filed
at the OLE either at the time of the

PPH request or previously.

OEE

Application

Application

OLE

o

JPO

JAPAN PATENT OFFICE

1-3. OEE application has one or more
claims that are determined as

allowable.

Search/

Allowable
Examination I M‘o .

‘A

Accelerated

Request for

Exam.

PPH

1-1. The OLE has not begun

application.

/L 1-2. Relationship between the OEE and

the OLE application.

examination of the e.g. The OLE application is an application which
validly claims priority under Paris Convention to the

OEE application.

/

1-4. All claims of the OLE

application must sufficiently
correspond to the allowable claims

in the OEE

AN

2. Submission of required
documents.
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1-0. Request for Substantive Examination must have been filedp JPO

e A “Request for Substantive Examination” must
have been filed at the OLE either at the time of
the PPH request or previously.
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1-1. Examination has not begun p

e Substantive examination of the application for
which PPH is requested must not have begun.

34
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1-2. Relationship between the OEE and the OLE application(1) DIJPOO

The OLE application should be in a particular
relationship with the OEE application.
eGenerally, the particular relationship is as
follows.
The OLE application is:

(see next slide)
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1-2. Relationship between the OEE and the OLE application(2)

o

(1)an application which validly claims priority under the Paris

Convention to the corresponding OEE application(s),

OEE application

Priority
claim

<___________

Patentable
/Allowable

OLE application

Request
for PPH

JPO

JAPAN PATENT OFFICE
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1-2. Relationship between the OEE and the OLE application(3) J PO

JAPAN PATENT OFFICE
[

(2) a PCT national phase application without priority claim
(direct PCT application),

OEE DO Patentable/
application Allowable
PCT application OLE DO Request
application for PPH
Without priority claim
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1-2. Relationship between the OEE and the OLE application(4) J PO

JAPAN PATENT OFFICE
[

(3)an application which validly claims priority under the Paris
Convention to the PCT application(s) without priority claim.

OEE DO Patentable
application /Allowable
PCT application .
:
Without priority claim : I
:
| Priority
! claim
v Request
OLE application for PPH
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1-3. Determined as patentable/allowable(1) DJPO

* At least one corresponding application must exist in the
OEE and must have one or more claims that are
determined to be patentable/allowable in the latest
office action by the OEE.

39



1-3. Determined as allowable(2) p

e The office action should not always have to be the
“Decision to grant a patent” . For example, the office
action of the OEE includes:

(1) Decision to grant a patent

(2) Notification of reason for refusal
(3) Decision of refusal

(4) Appeal decision

40
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1-4. Claims sufficiently correspond IO

All claims on file for examination under the PPH must “sufficiently correspond” to
one or more of those claims determined to be allowable/patentable in the latest
office action of the corresponding application.

Claims are considered to “sufficiently correspond” where,

(1) accounting for differences due to translations and claim format, the claims of the
application are of the Same Or similar scope as the claims determined as
patentable/allowable in the latest office action, or

(2) the claims of the application are NAFrOWer in scope than the claims determined as
patentable/allowable in the latest office action

A claim which introduces a new/different category of claims to those claims determined as
patentable/allowable in the latest office action is NOT considered to sufficiently correspond.
(e.g. product claim vs. process claim)
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2. Required documents(1) JPO

JAPAN PATENT OFFICE

* The following documents are required to submit along with a
PPH request form.

(1)A copy of all claims determined to be allowable by the OEE,

and their translations.

*The applicant does not have to submit the copy if they are available via the
OEE dossier access system.

(2)A copy of all office actions of the OEE, and their translations.

*The applicant does not have to submit the copy if they are available via the
OEE dossier access system.

(see next slide)
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2. Required documents(2) JPO

JAPAN PATENT OFFICE

(3)Documents cited by the OEE examiner.

* If a cited document is a patent document, the applicant does not have to
submit it. In case the OLE has difficulty in obtaining the document,
however, the applicant may be asked to submit it. If a cited document is

non-patent literature, the applicant always has to submit it. Translations of
cited documents are unnecessary.

(4)A claims correspondence table

The claim filed to the | The claim determined to | Comments about the correspondence
OLE be allowable in the OEE
1 1 Both claims are the same.
2 2 Both claims are the same except the claim format.
3 1 Claim 3 in the OLE application adds composition A to
claim 1 filed at the OEE.
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Required Documents JPO
No need to submit these
documents, if they are
, , _ available via the OEFE’s
Copies of all OEE Copies of all claims .
office action and and translation of dossier access system.

translation of them them

No need to submit the
copies of references, if they
are patent document.

Il

x

Copies of Claim correspondence
references table
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How to examine PPH application?
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PPH request form

o

» Corresponding OEE application is Granted by the OEE examiner
Claim 1-3 are determined to be patentable/allowable by the OEE examiner

PPH request form

Subject: Request for an accelerated examination under the PPH pilot program
|Date ot fing:_Date of filing PPH request

[Application number: __Application number of OLE application ]

Title of the invention:

Applicant:

Corresponding JPO Application number:

Documents submitted:
and
translations of them

& translations of them

® copies 01' references

)cited by the JPO examiner

M| Claim correspondence table

~“Corresponding OEE

application number

w Copies of aII(which are relevant to substantial examination for

patentability in the JPO) which were issued for the corresponding application by the JPO

Copies of all determined to be patentable/allowable by the JPO and

JPO

JAPAN PATENT OFFICE
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PPH request form J PO
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Claim correspondence table

The claim in the The patentable claim | Comments about the correspondence
OLE in the OEE
1 1 Both claims are the same.
2 2 Both claims are the same.
3 3 Both claims are the same except the claim format.

(Documents to be omitted to submit)

Copy and translation of Notification of Reasons for Refusal in the OEE
Copy and translation of grant in the OEE

Copy and translation of the claims indicated patentable in the OEE
Cited reference of the corresponding OEE application: Japan
Publication of application 0000000
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JPO provides the AIPN (Advanced IP network) JPO,

e The AIPN is the Web based Service only for
Examiners in the Foreign IP Offices.

e The AIPN provides Dossier Information and Legal
status of applications examined by JPO.

e Almost all Information is translated into English by
Japanese-English Machine Translation.

e The AIPN is the Useful Tool for Utilizing Examination
Results done by JPO.

FICE
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Registered IPOs e

JAPAN PATENT OFFICE

The AIPN started on 12 October 2004, now it is used more

e ~ than 60 [POs all over the world.

Austria

Croatia

Czech

Denmark Eaal Dossier

; Inf ti z
% | e P~
Inf ti Y-

Finland nformation G ]\ .
France ARIPO . AIPN \
Germany Burundi [} l Japan Patent

Greece Egypt Australia . Office

Hungary Ethiopia Bangladesh Brazil

Netherlands Gambia Bhutan N Canada

Norway Israel Chifla . Chile
Poland Kazakhstan India . : Mexico
Portugal Kenya Indonesia . Dossier us
Romania Kirghiz Malaysia \ > Y Information

Russia Mali Pakistan \ .

Serbia Morocco Philippines N *
Slovakia Mozambique Republic of

Spain Nigeria Korea
Sweden Rwanda Singapore v \f

Switzerland Turkey Sri Lanka ,
i Uganda Taiwan - As of October 2013 -
\_ raine ) Zambia Thailand
- J \_ Vietnam /
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PPH Portal Website

http://www.jpo.qgo.jp/ppph-portal/

All PPH Procedure Information

'-?"I Pal—;m?m
oy - 3
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Booklet Statistics Access to Dossier Events ) )
Procedures PPH Statistics
™ /
(e.g. The icon _
F} Fm':géurron
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Patent Prosecution Higlhway
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Portal Site
| Top [ About PPH I PPH MOTTAINAI I * Procedures
o = o= Booklet | Statistics | Access to Dossier | Events /
JP us KR 6B .
AT Seatintion in the world
U =S
== - = Number of PPH{using the natig Iy Fren
= -> s o P')l ﬁmﬁccunm
® | - — ighway . .
= e 6 o) |E=| e Paient Prosecution Highway
oy oy | = a | us] kR | Ten K
6B
STl Y e - 5520|1395 24(0) | 1 Portal Site
0 _cr -
— = = [17720) 627 | 49(1) 24 Top [ About PPH [ PPH MOTTAINAI | * Procedures
| T | Lf Booklet [ Statistics Access to Dossier | Events
¢ 6l e we | 202 |os7 6
UJ AU * g:é
E:IE - == op | 7008 |284| 27 1 Expanding PPH Network
S By [1s2] 1 0w
= : > -g 9% | 801 @) 0 Pocz  JPO - yspTo As of 1st of November, 2012
L E> = - L s R '
. 153 | ,
-
H | 10 107 4
QE 110(55) | 281
LL .
TR
O = 0 2
'!I' B |0 | -
[
| s [10] 0
—
MR K ,
—
m—l 2 3
E 0 oo
- WP SPTO HPO A":;n
(Portugal) Mexico] (Spain) (Hungan) (Austria) < S
—— : PPH MOTTAINA!
e : PCT-PPH
Notification
1 Novernber 2012 | New PPH(CIPOIM - ILPOED) Program commenced
15 Octher 2012 | New PPH(NBPR== - ILPOEE), New PCT-PPH(NBPR== - ILPOE) Program commenced
1 October2012 | New PPH(USPTO™S - |PO-CZs) Program cornmenced
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JPO

JAPAN PATENT OFFICE

Latest PPH Information
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Thank you !



