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Regional Patent Office (ARIPO, EPO,…) 

National Patent Offices 

1. National Routes 

2. Regional Route 

3. International Route (PCT) 

Nat. Pat. Off. 

Reg. Pat. Off. 

WIPO/ISA/IPEA 

Nat. Pat. Off. 

[National phases] [International phase] 

national, 
regional 
patents 

Obtaining patent protection abroad 

national 
patents 

national, 
regional 
patents 



Patent Cooperation Treaty - PCT 

„One-stop shop“ for parallel filing in several states 

Filing with „receiving office“ 

Paris convention priority may be claimed or not 

International phase administered by WIPO: preliminary search and 

examination by selected ISAs; optional preliminary examination of 

amended claims by IPEA 

National phases administered by national IPOs: 

Decision on entry into national phase at the latest 30 months 

after filing/priority date 

National granting procedures/laws/regulations apply  

Total of national patents/publications of PCT application constitute a 

family > opportunites for efficient national procedures 

  



Sovereign national prosecution 

Paris Convention 1883: 

 

No obligation to follow/adopt conclusions of other IPOs or to use 

their results (Article 4bis) 

http://www.wipo.int/treaties/en/ip/paris/summary_paris.html 

 

Each IPO has obligation to observe national legislation 

Each IPO has responsibility/liability for quality patents 

 

Lawyers often refer to grants at other IPOs: just ignore that! 

 

 

 

http://www.wipo.int/treaties/en/ip/paris/summary_paris.html


International phase options 
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PCT timeline (Chapter I) 
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* If PCT is a first filing, the ISA is to establish the ISR and WO of the ISA before the expiration of 9 months from the priority date (Rule 42.1) 
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2 months from ISR: 

file claim amendments 

Is default procedure 



* If PCT is a first filing, the ISA will establish the ISR and WO of the ISA before the expiration of 9 months from the priority date (Rule 42.1) 

** In respect of LU, TZ and UG, the time limit of 30 months to enter national phase will, however, only apply if those States have been 

 elected in a demand filed before the expiration of 19 months from the priority date 

*** A demand for international preliminary examination may be filed at any time prior to the expiration of 3 months from the date of  

 transmittal of the ISR and WO of the ISA, or 22 months from the priority date, whichever time limit expires later (Rule 54bis.1(a)).  
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Early filing of demand** 

22 28 

2 months from ISR: 

file claim amendments 

Filing of demand and Article 34 

amendments and/or arguments*** 

IPRP 

(Chapter II) 

established 

PCT timeline (Chapter II) 



Various Offices and Authorities involved 

Receiving Office (RO) 

 

International Searching Authority (ISA): ISR, WO-ISA, IPRP (Ch. I) 

 

International Bureau (IB): publications, file inspection 

 

International Preliminary Examining Authority (IPEA): IPRP (Ch. II) 

 

Designated/Elected Offices (national and regional) (DO/EO) 



Legal framework 

International 

Treaty 

Regulations 

Administrative Instructions 

Agreements between IB and ISA/IPEAs 

Notifications (published in PCT Gazette) 

Guidelines (RO, IS/IPE) 

Governing body – PCT Assembly 

National 

National laws implementing certain PCT related aspects 

(especially national phase processing and effects) 

Patent law, regulations, examination guidelines, case law 



Main products of international phase 

Publication of international application (bibliographic data, 

abstract, description, drawings, claims ) 

International search report (ISR) 

Written opinion of ISA (WO-ISA) 

prepared as part of international search, but deals in 

substance with examination matters 

(Where applicable) supplementary international search report 

(SISR) 

(Optional) informal comments by applicant on WO-ISA 

International preliminary report on patentability (IPRP) 

IPRP (Chapter I) = WO-ISA plus cover sheet 

IPRP (Chapter II) = international preliminary examination 

report (IPER) 



International publications 

18 month after filing/priority date: WO-A1 or WO-A2  

WO-A1: international application (IA) + international search report (ISR) 

WO-A2: two distinct types of publications 

International application as filed if no ISR is available yet 

Optional at later stage: Declaration that no ISR will be established 

(Article 17(2)(a)) 

WO-A3: Later publication international search report + front page 

WO-A4: Later publication of amended claims and/or statement (Article 

19) 

WO-A8: Republication front page with corrections  

WO-A9: Republication of full application or ISR with corrections, 

alterations or supplements 



Search reports 

 



International Search Report (ISR) 

Established by (selected) competent ISA 

Search based on claims as originally filed (Article 15) 

Search performed according to PCT Examination Guidelines 

Prior art is everything made available to the public (Rule 33) 

in written disclosure (may refer to oral disclosure, exhibition) 

prior to the international filing date (i.e. priority is irrelevant, in 

case priority claims is invalid for certain subject matter) 

Not any written disclosure is to be searched: only PCT minimum 

documentation (Rule 34) 

In case of lack of unity, only "first" invention will be searched (Rule 

40), unless additional fees are paid 

ISA can decline search of certain subject matter (Rule 39), namely 

subject matter that is often excluded from patentability in national 

laws (PCT does not define what is patentable!) 



Rule 39 (similar Rule 67 for IPEA) 



Agreements with ISA and IPEA 

http://www.wipo.int/pct/en/access/isa_ipea_agreements.html 

http://www.wipo.int/pct/en/access/isa_ipea_agreements.html


Example of ISA/IPEA agreement   



ISR 

ISR is "enriched" search report as it includes 

List of relevant prior art documents (citations) 

plus indications: 

For which claims a document is relevant 

Which parts of the document are relevant (e.g. line 5-6, page 

7; drawing 6) for those claims 

Why the document is relevant (challenging novelty, inventive 

step; describing background art) 

IPCs of the claimed subject matter 

Limited search strategy: technology areas (IPC) searched 

Includes observations regarding lack of unity, or whether no 

meaningful search could be performed (clarity of claims) 

 



Application number 

 

International Patent Classification 

 

Category X, Y, A, etc. 

 

Relevant to Claim ... 

 

Cited documents 

 

Technical Fields Searched 

 

Searching Authority 

 

Date of Completion of the Search 

 

Examiner 

Enriched prior art search reports 



ISR 

Communicated to applicant when established (≈15 months from 

priority date) 

Communicated to DOs/EOs at national phase entry 

Available to general public through publication by IB (WO-A1/A3) 

i.e. at the earliest 18 months after filing/priority date 

After publication also accessible as separate records in 

databases, with enrichments, in 

CCD 

EP-Register (if EPO national phase entry) 

If no ISR is established a respective declaration is published 

(additional WO-A2) (Article 17, Rule 48) 

After receipt of ISR, applicant may ammend claims and submit 

statement 



Common Citation Document (CCD) 

http://www.trilateral.net/ccd


Supplementary Int. Search Report (SISR) 

Addresses applicants’ concerns about additional prior art not found 

by ISA, e.g. because of linguistic diversity 

Search of supplementary subject matter not covered by ISR 

Established by alternative authority, currently offered only by AT, 

EP, FI, RU, SE and XN (applicant has free choice) 

No written opinion 

Translated into English if necessary 

Not published but made available to public (file inspection) 
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SIS in the PCT System 

Supplementary search 

taken into account 

during IPE (if report 

available in time) 



Written opinions/examination reports 

 



Written Opinion (WO) & IPRP (chapter I) 

WO is established together with ISR but not published with ISR 

Deals in substance with examination matters; Initial preliminary non-

binding opinion on:  

novelty (not anticipated) 

inventive step (not obvious) 

industrial applicability 

Relevant date for prior art is priority date! 

Provided to applicant with ISR 

WO is converted to IPRP (chapter I) if no chapter II preliminary 

examination is requested, and communicated to DO (30 months) 

together with any informal comments of the applicant on WO-ISA 

Made publicly accessible (file inspection) after 30 months (Rule 44ter), 

e.g. in 

Patentscope, EP-Register 

not yet CCD 

 



PCT – WO 

Explanations 

(Rule 70.8) 

Statements 

(Rule 70.6)  



International preliminary examination 

IPE may be chosen, e.g., after negative ISA-WO 

To have additional opportunities to amend claims, description, 

drawings 

Communicate to some extent with examiner 

Examination is based on claims amended after ISR (Art. 19) or 

claims amended with request for IPEA (Art. 34) 

Claims relating to subject matter not searched by the ISA need not 

be examined by the IPEA (Rules 66.1(e))  

Relevant date for prior art is priority date (priority period for claiming 

priority is extended to 14 month; Rule 64.18b)(iii)) 

Prior art described in ISR and SISR is considered; additional prior 

art may be considered 

No obligation of IPEA to conduct additional search 

 



IPEA & IPRP (chapter II) (=IPER) 

IPEA obliged to issue a WO before issuing negative IPRP (right to be 

heard), or in case of other defects (Rule 66.2) 

Applicant is invited to respond and submit amendments 

No obligation of IPEA to respond to responses 

Multiple WO (IPEA) and responses/amendments by applicant are 

possible (Rule 66.4), however limited time frame for IPRP 

Applicant can request hearing 

IPEA completes with the issuing of the IPRP (ch II) (=IPER) 

IPRP may cite additional prior art, no extra search report is issued 

Statements and explanations on novelty, inventive step, ind. 

applicability; no statement on patentability (! e.g. exemptions/exclusions) 

IPRP shall call attention to non written prior art and "certain documents" 

(later published prior art) (Rule 70.9, 70.10) 



IPRP (chapter II) 

Communicated to EOs (30 months) 

Mostly available through file inspection, e.g. 

Patentscope 

EP-Register 

not yet CCD 

 



Examination has to check 

Technical nature 

Unity 

No case of exclusion 

Industrial applicability 

Novelty 

Inventive step 

Sufficient disclosure 

Legal certainty of claims (clarity) 

Additions to initial disclosure 

 

Requirements of patentability (generic) 

Should be 

checked before 

prior art search 

Requires prior art search 

PCT: Not examined 

PCT: ISA may decline 

search 



What can applicants do (after filing) ? 

Request rectifications 

Amend claims after receipt of ISR (amendments before IB; Article 19) 

Submit comments on 1st WO 

Amend claims, description, drawings before DO (Article 28), ie in 

national phase  

Request IPE 

Amend claims, description, drawings before IPEA (Article 34) 

Request hearing before issuing of IPRP (chapter II) 

Respond to 2nd and further WOs  

Further amendments during IPE (Article 66.4) 

Amend claims, description, drawings before EO (Article 41), i.e. in 

national phase  

 

 

 

 

 

  

 



National phase challenges 

Claims different from claims in international phase 

Not or not fully covered by ISR, IPRP 

ISA/IPEA assumes validity of priority if priority document is not 

available; requires checking of validity in national phases 

Different law, e.g. exclusions, examination guidelines;  

In particular, there is no "international" case law on interpretation of 

PCT Treaty and Regulations (since there is no appeal); 

consequently ISA/IPEA apply their respective case law. 

Trust/confidence in IPEA/ISA 

Small IPOs: same task like bigger offices but limited resources 

 



Efficient patent prosecution procedures for 

 foreign (including PCT; 90% of applications) and  

 truly domestic patent applications 

  - with limited resources (e.g. number of staff, legal and technical 

expertise of staff, access to databases..) in comparison to major 

IPOs 

 - despite similar patentability and quality requirements 

Strategies for coping with limited resources: 

Avoid duplication of work and exploit work/results of other IPOs 

where available (“passive worksharing”) 

Active (i.e. coordinated) worksharing between IPOs 

 

IPO’s challenges in many DCs 



"National phases" in general 

Categories of patent applications 

PCT national phase entries 

application is member of patent family 

non-PCT foreign filings (second filings) 

priority claimed, i.e. is member of (Paris) patent family 

priority not claimed:  

  > "technical” family because same invention 

Truly national/domestic first filing 

second filing abroad is possible, i.e. application may become 

member of patent family 

 

Patent family > application is processed at several IPOs 



Opportunities through patent families 

Utilisation of external examination results is possible if same or similar invention 

was filed in several IPOs 

OFF: Office of First Filing 

OSFs: Office(s) of Second Filing 

Simple family (usually same invention, ie most likely similar claims) 

Extended family (at least similar invention, claims may differ) 

Technical family 

 

„Passive worksharing“: Use results that were obtained for family members at 

other IPOs 

Active worksharing: avoid duplication of work by active organisation of the 

work distribution; e.g. OFF treats applications with priority and OSFs wait for 

results 

Some collaborations have started, e.g. Vancouver Group (AU, CA, UK)  

Trilateral offices (EPO, JPO, USPTO) 

 

 

 

 

 

 



Passive worksharing 

PW is a very effective strategy for small IPOs to cover all technical areas 

Utilization of examination results obtained by other IPOs provides 

general benefits and may improve patent quality at any IPO, because: 

Other IPOs may have access to other information resources 

Individual examiners at other IPO may have particular expertise in a 

certain field 

Learning from/improving other search strategies 

Examination reports may include valuable arguments/particular 

views 

Can be done by respectively trained examiners acting like "state patent 

attorneys" 

 

 

 

 



Patent Examiner 

Scientist / Engineer 

Legal Specialist 

„State Patent Attorney" 

Knowledge in patent law, regulations: 

Novelty, Inventive Step, Claim Wording,...  

Independent of 

application 

Specific technical expertise in area of subject 

matter 

Dependent on 

application  

Required examiner capacities 



Types of examination results 

Intermediary or pre-grant results 

Search reports (basic; enriched, e.g. including search strategies) 

Written opinions, examination reports 

Communications between applicant and examiner 

Third party observations 

Final results 

Granted claims 

Rejections; withdrawals following substantive reports 

Post-grant results 

Additional prior art from opposition/re-examination 

Amended claims 

Communications between involved parties (3+) 

 

 



Option 1 

►Doing full substantive examination in all or some areas of technology 

Option 2  

►Rely fully on grants/rejections of other IPOs 

 requires identical claims & cooperative applicants 

 requires claims compatible with national law 

 implies considerable delay because final results have to become 

available 

Option 3  

►Use only pre-grant results, e.g. search reports, of other IPOs, e.g. via 

ICE, ASPEC, AIPN, KPION.. 

 implies some but smaller delay than option 3 

 

 

 

Patent prosecution – summary of options 



Example: Cambodia 

a 

 

 



Retrieval options 

Active retrieval by examiner, i.e.  

Research family information and  

Check examination status and 

Retrieve results from online resources 

Request applicant to submit information; some legislations provide 

for a respective obligation 

 
Article 124 EPC 

 (1) The European Patent Office may, in accordance with the 

Implementing Regulations, invite the applicant to provide 

information on prior art taken into consideration in national or 

regional patent proceedings and concerning an invention to which 

the European patent application relates. 

 (2) If the applicant fails to reply …. deemed to be withdrawn.  

 

  



Above request covers 

Other foreign filings claiming same priority 

Other filings not claiming priority, i.e. members of the technical 

family 

 

 

Example: Cambodia 



Example: Cambodia 

a 

 

 



Issues with final results 

Utilization of final results (grants/refusals), e.g. PPH 

Requires identical/similar invention (simple family) 

E.g. if original claims are similar 

For grants: 

Requires cooperative lawyers/applicants that agree to use/submit 

the claims granted abroad 

Requires those claims to be compatible with national law, e.g. 

exclusions 

Requires confidence in the work of other IPOs 

Results from different IPOs may be different 

Implies considerable delay because final results have to become 

available 

 

 

 

 

 

 



Issues with final results 

Utilization of final results (grants/refusals) 

Requires identical/similar invention (simple family) 

E.g. if original claims are similar 

For rejections: 

Requires access to file wrapper (file inspection) to see rejection 

ruling 

Rejection ruling only applicable if claims to be rejected are similar 

 

 

 

 

 

 



Issues with intermediary results 

Implies some but smaller delay than waiting for final results 

Searches are based on claims: the foreign search results may be 

incomplete/inappropriate if claims are different 

Requires checking whether same priorities 

Different priorities and priority dates can lead to different claims or 

prior art 

Usually no problems if simple family 

Using results for members of extended family which are not in same 

simple family may be problematic (compare claims !) 

 

 

 

 

 

 

 

 

 



Differences of national legislations 

Basic categories of requirements are the same in most jurisdictions 

(unity, novelty, inventive step, technical nature) 

Some differences exist in how the term "invention" or "patentable 

invention" is defined (positively, negatively) 

Differences, however exist mostly in terms of exclusions, e.g. 

US do grant business methods, software patents,.. 

DE/EP grants new use of known compound, PK does not 

Islamic countries exclude, e.g., inventions related to pork 

For analysis, see e.g. SCP studies on WIPO website: 

 http://www.wipo.int/edocs/mdocs/scp/en/scp_13/scp_13_3.pdf 

 

http://www.wipo.int/edocs/mdocs/scp/en/scp_13/scp_13_3.pdf


Differences of national legislations 

Paris convention and PCT treaty do not address exclusions from 

patentability 

PCT permits ISA to exclude certain subject matter from search 

TRIPS permits exclusions of certain subject matter 

Further important differences exist in case law, e.g. 

Technical nature of software related patents 

Inventive step 

 

Further important differences exist with respect to limitations of the 

rights of the owner of a granted patent (not relevant for this workshop), 

e.g. the research privilege 



Example: exemptions in Cambodia 

x 



Thank you 

 

lutz.mailander@wipo.int 


