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surveys on the convenience of developing new WIPO standards in the trademark domain

Background
1. The Committee on WIPO Standards (CWS), at its second session in April/May 2012, agreed to create a new task (Task No.46) which is described as follows:
“Study the convenience of developing further standards in the trademark domain and prepare the corresponding proposal, including a description of the need and of the expected benefits for each new development, as well as a prioritization of the proposals.”

2. The CWS decided to assign the Task to the Trademark Standards Task Force and requested that the Task Force present the results of the study, along with a plan for further activities, for consideration by the CWS at its session to be held in 2013.
3. The Trademark Standards Task Force held an informal meeting on May 1, 2012, during the second session of the CWS, and discussed future work to be done and some possible candidates for further standardization in the trademark domain.  The Task Force members agreed to conduct a survey within the Task Force to study the business need of further standardization in trademark offices and to prepare the corresponding proposal.
4. At its fourth session in January 2004, the former Standards and Documentation Working Group (SDWG) decided that further attention should be given to the standardization of trademark information and agreed on a list of 13 trademark standard items that had been identified by the Trademark Standards Task Force.  The SDWG agreed to give first priority to the development of two standards, namely the current WIPO Standards ST.66 and ST.67. With regard to the revision or, if necessary, the creation of 11 other standards for trademarks, the CWS, at its first session, decided that work should be held in abeyance until Task No. 20 is completed.  Task No. 20 was considered completed at the second session of the CWS. (See Annex II to document SCIT/SDWG/4/4;  paragraphs 34 to 44 of SCIT/SDWG/4/14, document CWS/1/9 and paragraph 52 of CWS/1/10 and paragraph 42 of document CWS/2/14.)
Summary of survey RESult
5. In order to perform Task No.46, two surveys were conducted among members of the Trademark Standards Task Force.  The surveys aimed at studying the business needs of developing further standards in the trademark domain;  the expected benefits from the standards;  the features to be standardized and tentative recommendations for the features as well as selecting candidates for further standardization.

6. In the first survey, the questionnaire consisted of three parts.  The first part was related to the possible candidates for further standardization which were discussed at the Task Force meeting in May 2012;  the second part was for other possible candidates;  and the last part concerned the remaining 11 proposals which were held in abeyance since 2004.  The following seven trademark offices participated in the survey:  Australia (AU), Canada (CA), the Office for Harmonization in the Internal Market (EM), Japan (JP), Republic of Korea (KR), Russian Federation (RU), and United Kingdom (GB).
7. Based on the responses given by the Task Force members participating in the first survey, 12 candidates have been chosen for possible further standardization in the trademark domain:  six new candidates and six candidates from the reaming 11 proposals.  Each chosen candidate was supported by one or more participant members in the first survey.  The chosen 12 candidates are:
1) Recommendation for the electronic management of sound marks

2) Recommendation for the electronic management of olfactory (scent) marks

3) Recommendation for the electronic management of three-dimensional marks

4) Recommendation for the electronic management of hologram marks

5) Recommendation for the electronic management of motion or multimedia marks

6) Recommendation for the electronic management of position marks

7) Recommendation concerning the minimum data elements required to uniquely identify a trademark document

8) Standard recording of the NICE classification symbols on machine-readable records

9) Recommendation for published trademark documents 

10) Guidelines for issuing corrections, alterations and supplements relating to trademark information

11) Recommended of standard code for the identification of different kinds of trademark documents

12) Recommendation for the coding of headings of announcements made in official gazettes.
8. Based on the responses in the first survey, the second survey was aimed to study further each selected candidate in light of the expected benefits, the features to be standardized and tentative recommendations;  and to know priorities among the selected candidates.  Details of the results are available in the Appendix to this document for consideration by the CWS.  The following ten trademark offices participated in the survey:  Australia (AU), Canada (CA), France (FR), the Office for Harmonization in the Internal Market (EM), Japan (JP), Republic of Korea (KR), Russian Federation (RU), Sweden (SE), United Kingdom (GB) and United States of America (US). 
Conclusions

9. As requested by the CWS, the Trademark Standards Task Force studied the convenience of developing further standards in the trademark domain and selected 12 candidates on the basis of the results of the two surveys.

10. For each one of the 12 candidates, the Task Force has investigated the problem(s) or need(s) to be addressed, the features to be standardized and the expected benefits from the development of the corresponding new standard.  The results of this investigation are presented in the Appendix to this document for consideration by the CWS.  This investigation should be taken as a preliminary study to provide the CWS with information to decide which is (are) the candidate(s) on which the CWS should first focus its efforts to develop new standard(s) in the trademark domain.
11. The Task Force has also studied the preference and urgency with regard to each one of the 12 candidates expressed by the respondents to the second survey.  The corresponding results are summarized in Table 3 of the Appendix for consideration by the CWS.
12. The Task Force believes the results of the investigation clearly show the convenience of continue developing new standards in the trademark domain.  As many trademark offices have already started, or are considering, the protection of non-traditional marks, it is important that new standard(s) are established early in the process so that CWS Members have clear direction on how to electronically process these marks.  Several candidates could be selected on the basis of the information provided by the surveys.  However, considering the time, resources and amount of work that are necessary to develop a standard for each possible candidate, the Task Force would like to propose that, at the beginning, the CWS focus its efforts on one or two candidates to prepare proposal(s) for new standard(s) in a first stage.  In particular, on the basis of the priorities summarized in the Table 3 in the Appendix, the Task Force proposes that the candidate(s) be selected among the following three options: 

· Recommendation for the electronic management of sound marks

· Recommendation for the electronic management of motion or multimedia marks

· Recommendation for published trademark documents.
13. Once the candidate for standardization referred to in the previous paragraph has been selected by the CWS, the Task Force proposes that, the CWS create new task(s) and establish a new task force to handle the new task(s) in order to prepare a proposal for the selected candidate(s) for consideration and adoption as new WIPO standard(s) in the future.
14. With regard to the development of the corresponding standards for the other 10 or 11 candidates, the Task Force proposes that work be held in abeyance until the new task proposed in the previous paragraph is completed.

15. The Task Force would also like to propose that Task No. 46 be considered completed and removed from the Task List of the CWS, and the Trademark Standards Task Force be discontinued.
[Appendix follows]
