
An Overview of the Legal Aspects of 
the Madrid System

Geneva,  
September 27, 2017

Juan Rodriguez

Senior Legal Officer

Legal Division

Madrid Registry



Established in Mexico 

in 2007

Franchise in cosmetics 

products and services, 

in particular, eyelash 

extensions

Seeking protection in 
Colombia, France, 

Portugal, Spain UK and 

USA



International 

Registration 1182738

Protected in Colombia, 

France, Portugal, Spain 

UK and USA
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The Madrid System provides for

Centralized filing

Centralized management
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The legal framework of the 

Madrid System

The Madrid Protocol

The laws of each Member (Art. 4(1)(a))

The Common Regulations (Art. 10(2)(ii))

The Administrative Instructions (Rule 41)
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Members of the Madrid Protocol 

(Art. 14)

States 

Intergovernmental organizations
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Number of Members

97 States

2 intergovernmental organizations

7



A closed system (Art. 2(1))

Basic mark requirement

Connection requirement
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Application for the international 

registration of a mark

Indirect filing (Art. 2(2))

Certification by the Office of origin (Art. 3(1))
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Request for territorial extension 

(designation)

Express designation (Art. 3bis)

international application (Art. 3ter(1))

subsequent designation (Art. 3ter(2))

No self-designation (Art. 3bis)
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Fees for international application and 

registration

Basic fee, and,

Standard fees (Art. 8(2)); or,

Individual fees (Art. 8(7))
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Examination of the international 

application

Formal examination (Art. 3(4))

Control of classification (Art. 3(2))
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International registration of the mark

Date of the international registration (Art. 3(4))

Period of validity (Art. 6(1))

Effects of the international registration (Art. 4(1))
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Right to refuse protection, tacit 

acceptance, invalidation

Grounds (Art. 5(1))

Time-limit to refuse (Art. 5(2))

Tacit acceptance (Art 4(1)(a) and 5(5))

Invalidation (Art 5(6))
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Relevant statistics 2016 

Designations in applications <<<<<. 300,967

In subsequent designations <<<<<. 45,621

346,588

Grants of protection <<<<< 208,000

Provisional refusals <<<<< 109,039

Final decisions <<<<< 73,032

Further decisions <<<<< 724

Invalidations <<<<< 1,775
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Centralized management

Renewal (Art. 7)

Changes and other recordings (Art. 9 and 9bis)
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Replacement

Requirements (Art. 4bis(1))

Taking note (Art. 4bis(2))
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Dependence and transformation

Dependency period (Art 6(2))

Ceasing of effect (Art 6(3))

Cancellation (Art 6(4))

Transformation (Art. 9quinquies))
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Madrid Agreement and Protocol 

Members (Art. 9sexies)

The Madrid Protocol applies

Extended refusal period does not apply

Individual fees do not apply

19



Evolving legal framework

Working Group (Art. 10(3)(vii)

Madrid Union Assembly (Art. 10(1) and (2)(ii))
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Main legal features

Application or registration of a 
mark (basic mark) in a CP

Connection between the 
holder and that CP: 
establishment, domicile, or 
nationality

International application filed 
through Office of that CP 
(Office of origin) in E/F/S

International application must 
designate at least one CP, 
other that the CP of origin

Bundle of fees in Swiss francs 
(basic + standard or individual 
fees)

Time limit for the Office of 
designated CP to refuse 
protection

Further CPs may be 
subsequently designated

Centralized management of IR 
direct with the WIPO

10-year period of protection, 
renewable for similar periods

International registration 
depends on fate of basic mark 
for five years (dependence –
transformation)
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Stay informed

Download the legal texts: 

http://www.wipo.int/madrid/en/legal_texts/

Follow the Working Group discussions: 

http://www.wipo.int/meetings/en/topic.jsp?group_id=147

Learn the Madrid Union Assembly decisions: 

http://www.wipo.int/meetings/en/topic.jsp?group_id=123

Subscribe to receive our e-alerts: 

https://www3.wipo.int/newsletters/en/#madrid_notices
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Thank you 

madrid.promotion@wipo.int


