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PART 9

INSTRUCTIONS RELATING TO EXPEDITED NATIONAL PHASE PROCESSING

UNDER PCT RULES 52BIS OR 78BIS

Section 901

Requirements for Expedited Processing

(a) Pursuant to Rules 52bis and 78bis, a national or regional phase application filed under

Article 22 or 39 shall receive expedited processing and examination by the designated or

elected Office in accordance with Section 903 paragraph (a), provided that:

(i) the most recent of the written opinion of the International Searching Authority under

Rule 43bis.1, the written opinion of the International Preliminary Examining Authority under

Rule 66.2, and the international preliminary examination report under Rule 70 indicates at least

one claim in the international application as having novelty, inventive step and industrial

applicability as set forth in PCT Article 33(2), 33(3) and 33(4), respectively, provided that such

expedited processing and examination shall not be accorded on the basis of the international

search report alone;

(i) _all of the claims in the national or regional phase application must sufficiently

correspond or be amended to sufficiently correspond to one or more of those claims indicated

as having novelty, inventive step and industrial applicability in the opinion or report in

subparagraph (i). A claim in the national or regional phase application is considered to

sufficiently correspond where such claim, accounting for differences due to translations and

claim formatting requirements, has a scope equal or similar to, or narrower than that of a claim

3
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[Section 901, continued]

indicated as having novelty, inventive step, and industrial applicability in the opinion or report in

subparagraph (i);

(iii) _all of the claims in the opinion or report in subparagraph (i) which are relied upon for

correspondence in subparagraph (ii) must be free of any observations in Box VIl of such

opinion or report;

(iv) substantive examination of the national or regional phase application has not yet

begun; and

(v) the applicant has submitted a formal request for expedited processing and

examination under this Section.

(b) A claim that is narrower in scope under subparagraph (ii) occurs when a claim

indicated as having novelty, inventive step and industrial applicability in the most recent work

product of the corresponding international application is amended to be further limited by an

additional feature that is supported in the written description of the national or regional phase

application. The claim(s) with the narrower scope must be written in dependent form in the

national or regional phase application.
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Section 902

Optional Requirements for Expedited Processing

The designated or elected Office may also require any of the following:

(i) the use of a specific form to request expedited processing;

(ii) afee;

(iii) a copy of the opinion or report in Section 901 subparagraph (i) and a translation

thereof, unless such opinion or report is immediately available to the designated or elected

Office in a lanqguage accepted by the designated or elected Office;

(iv) a copy of the claims from the international application which were indicated as

having novelty, inventive step and industrial applicability and a translation thereof, unless such

claims are immediately available to the designated or elected Office in a lanquage accepted by

the designated or elected Office;

(v) a claims correspondence table in a language accepted by the designated or elected

Office, indicating how all of the claims in the national or regional phase application sufficiently

correspond to the claims indicated as having novelty, inventive step and industrial applicability

in the opinion or report in Section 901 subparagraph (i);

(vi) a statement certifying that all of the claims in the national or regional application

sufficiently correspond to the claims indicated as having novelty, inventive step and industrial

applicability in the opinion or report in Section 901 subparagraph (i);
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[Section 902, continued]

(vii) a list of all documents cited in every opinion or report in Section 901

subparagraph (i) along with copies of such documents, unless such copies were previously

submitted in the national or regional phase application or were published by the designated or

elected Office; and

(viii) _that the submission of any items under this Part is to be made by electronic means.
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Section 903

Expedited Processing

(a) A national or regional phase application which satisfies the requirements set forth in

Sections 901 and 902 shall be accorded special status by the designated or elected Office,

such that the application is advanced out of turn for examination. Subsequent to the initial

substantive examination by the designated or elected Office, the application may retain its

special status throughout its prosecution at the option of the designated or elected Office.

(b) In the event that applicant’s initial request under this Part is defective, the designated

or elected Office shall give applicant at least one opportunity to perfect the request.

(c) Where the national law provides for requirements or for expedited processing which,

from the viewpoint of applicants, are more favorable than the requirements or processing

provided for by this Part in respect of national applications, the national Office may apply those

more favorable requirements or provide such more favorable processing.
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