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SUMMARY
The United States Patent and Trademark Office (USPTO) is seeking input from International Authorities and the International Bureau as to (1) if they, in their capacity as a receiving Office, are faced with inviting applicants to select a competent International Searching Authority (ISA) when the originally selected ISA declares itself non-competent and, (2) what consequence or sanction they impose for non-response to such invitation.
Background
The USPTO in its capacity as a receiving Office (RO/US) under the PCT has an extensive network of competent International Searching Authorities (ISA).  Currently, U.S. applicants filing in RO/US or RO/IB may choose the USPTO, the European Patent Office (EPO), the Korean Intellectual Property Office (KIPO), IP Australia or the Federal Service for Intellectual Property of the Russian Federation (Rospatent) as the ISA, with some restrictions.  Some of these Offices have limited the extent of their competency for U.S. applicants.  For example, the EPO has declared itself non-competent for applications filed by U.S. applicants in RO/US or RO/IB where one or more claims is directed to the field of business methods as defined by certain International Patent Classification units[footnoteRef:2].  This limitation as to EPO’s competence is beneficial to U.S. applicants whom might otherwise choose ISA/EP only to learn that the subject matter of their application is considered excluded subject matter under PCT Rule 39 by ISA/EP and therefore not receive a search of one or more claims.  Where all the claims are directed to the excluded matter, the applicant would receive a declaration of non-establishment of the international search report. [2:  See Annex A of the Agreement between the European Patent Organisation and the International Bureau of the WIPO in relation to the functioning of the EPO as an International Searching  Authority and International Preliminary Examining Authority under the PCT at http://www.wipo.int/export/sites/www/pct/en/texts/agreements/ag_ep.pdf.] 

The USPTO in its capacity as a receiving Office has experienced an operational issue with this process.  When the chosen ISA declares itself non-competent, the RO/US is compelled to invite the applicant to select a new, competent ISA.  However, RO/US has found that some applicants are not compelled to respond to such an invitation and does not believe that there is a legal basis for imposing a consequence for non-response.  The RO/US generally uses Form PCT/RO/132 and sets a one month period for response.  A sample is attached as Annex A.
ISSUE
The USPTO would like to set the consequence for non-response to the invitation mentioned above as either (1) that the ISA will automatically default to some “primary” ISA as set by the RO, or (2) withdrawal of the application.  In either instance, the USPTO is concerned that there is no legal basis in the Treaty or Regulations to do so.

The Meeting is invited to comment on: 
(a)	 whether or not their Office, in its capacity as a receiving Office, has experienced similar situations to that outlined in paragraph 3, above; and
(b)	what consequence for non-response they use or would consider appropriate when inviting an applicant to select a competent International Searching Authority.

PCT/MIA/21/10
page 3

[Annex follows]
[image: ]




 [End of Annex and of document]



image2.png
PATENT COOPERATION TREATY

From the RECEIVING OFFICE

To:

Catherine Davis

2500 Vi Avenue, N.W.
Washington, D.C. 20037-1902
United States of America

PCT

COMMUNICATION IN CASES FOR WHICH
'NO OTHER FORM IS APPLICABLE

f
iy mariyeas, 30 December 2013

“Applicant s or agent s file reference REPLY DUE

CHOCO @549 See paragraph 1 below
International application No. International filing date

PCT/US2013/XXXXXX (daimeniyeat) 25 October 2013 (25.10.2013)
Applicant

CANDY WRAP UNLIMITED, INC.

REPLY DUE within __1__ months/days from the above date of mailing
NO REPLY DUE, however, see below

IMPORTANT COMMUNICATION

Oooox

INFORMATION ONLY

2. COMMUNICATION:

INVITATION TO SELECT COMPETENT INTERNATIONAL SEARCHING AUTHORITY

The applicant is hereby invited, within the time limit indicated above, to select a competent
International Searching Authority (ISA). It has been determined that the ISA originally
selected by applicant is not competent to carry out the international search in view of the
subject matter of the international application. In some cases, applicant may have received a
notice to this extent from the non-competent ISA. In selecting a competent ISA, the applicant
should consider limitations as to competency referred to in Annex C, Receiving Offices,
USPTO of the PCT Applicant's Guide. Where the ISA selected in response to this Notification
requires a search fee higher than that already submitted, the applicant is required to submit
the difference in order to avoid a late payment fee under PCT Rule 16bis. Where the search
fee already submitted exceeds that required by the new ISA, a refund will be issued in due
course.

A response to this Notification should be entitled, "Response to Invitation to Select Competent
International Searching Authority”.
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