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Further reading on families

WIPO Handbook:
http://www.wipo.int/standards/en/pdf/08-01-01.pdf

EPO:
http://www.epo.org/searching/essentials/patent-families.html

PIUG:
http://wiki.piug.org/display/PIUG/Patent+Families

OECD:
https://www.oecd.org/sti/inno/44604939.pdf



Source of family information: Espacenet

Inpadoc family (extended)

Simple family (“equivalents”)

PCT/US2007/07071

Priorities

creating family relations



Espacenet: Extended (Inpadoc) family

Number of family members
(counting distinct national applications)

1st family
member (AR)

2nd family
member (AU)

3rd family
member (CA)

PCT/US2007/07071



AU family member

Same 
priorities



There are various reasons for patent family relations between distinct 
applications/filings:

A. Patent protection is territorial, i.e. inventors/investors may have to 
seek protection in various different jurisdictions (“extensions”)

B. ...... 

Foreign applications usually claim priorities of earlier applications filed in 
other IPOs according to

Paris Convention
TRIPS agreement

Priorities create family relations between earlier and later filings
N.B.: Family relations may exist also without claiming priorities !

Families PCT national phase entries

Origin of patent families



Extended - Simple Family of A

extended family 
= simple family

extended family 
≠ simple family

Extended family is the biggest possible family of A (blue square)
Simple family of A is either equal or smaller (green circle)
If simple family of A is smaller then the extended family includes further 
simple families

AA
further
simple
family

simple
family
of A

simple
family
of A



Domestic families EA domestic family
with 2 members

EP domestic family
with 3 members

Publication numbers

9th application
included in the

family

WO2007136219



Domestic family
A Domestic Family comprises all subsequent domestic publications of the 
same application at different prosecution stages, e.g. publication of

unexamined application (usually 18 months after filing date) 
search report
granted patent specification
modified grant after opposition

Such publications are usually distinguished by different kind codes, e.g.
EP123456 A1: Publication of application
EP123456 B1: Publication of granted patent
See overview of kind code use:

http://www.wipo.int/export/sites/www/standards/en/pdf/07-03-02.pdf

N.B.: Some countries, e.g. US or EA use for a single application different 
publication numbers in addition to the different kind codes



Domestic families

Kind code B1 for grant

Kind code B1 for grant

Publication date of grant

WO2007136219



Extended – Simple – Domestic  Families 

A

extended family 
= simple family

EP-A1

EP-A4
EP-B1

EA-A1

EA-B1



Members of a patent family

A patent family comprises
Distinct patent applications

For each application: one or several patent publications

Size of a patent family is usually counted in terms of the number of distinct 
applications



Patent families with priorities



Priority claims - sample

1 priority



Priority claims - sample

2 priorities



Priority claims - sample

3 priorities

3 countries

The more priorities
are claimed, the more
complex the family
relations may be!



Patent protection for a particular invention is territorial, i.e. inventors may have to 
seek protection in different additional jurisdictions abroad ("extensions")

Office of first filing (OFF): where an invention is filed for the first time; 
usually in the country of residence of inventor or applicant
Office(s) of second/subsequent filing (OSF): where the invention is filed 
subsequently again to get geographically extended protection 
("extensions"), either

With claiming priority of OFF (Paris/Trips), or 
Without claiming priority rights

(there are no 'offices of 3rd filing')

All filings/applications including the "same invention" or parts thereof constitute a 
patent family, e.g. the applications for one invention filed in different countries

Second filings abroad



Priorities: Paris Convention of 1883
Covers patents, designs, trademarks,..
Facilitates second/subsequent filings abroad
Equal protection to nationals and foreigners (non discrimination)

Foreigners: nationals and residents of any Union country
Mutual recognition of (Paris Convention) priority rights:

at OSF: Treatment of application as if filed on date of first filing, i.e. 
same prior art is to be applied if claimed subject matter is fully disclosed 
in priority
12 month period to file an application claiming the priority of an earlier 
application (Art. 4 C (1))

Permits combination of multiple priority rights (same or different countries) 
(Art. 4 F)
Permits additions of technical subject matter (Art. 4 F)

As long as national definition of unity is met



Priorities: Benefits of claiming priorities

OFF

OSF

Prior art

Filing date OSF

Filing date OFF

Prior art

Priority date

Prior art

Conditions apply !



Article 4 F Paris Convention
"No country of the Union may refuse a priority or a patent application on 
the ground 
that the applicant claims multiple priorities, even if they originate in 
different countries, or on the ground 
that an application claiming one or more priorities contains one or more 
elements that were not included in the application or applications whose 
priority is claimed, 
provided that, in both cases, there is unity of invention within the meaning 
of the law of the country. 
With respect to the elements not included in the application or 
applications whose priority is claimed, the filing of the subsequent 
application shall give rise to a right of priority under ordinary conditions." 



Article 4 F Paris Convention
"No country of the Union may refuse a priority or a patent application on 
the ground 
that the applicant claims multiple priorities, even if they originate in 
different countries, or on the ground 
that an application claiming one or more priorities contains one or more 
elements that were not included in the application or applications 
whose priority is claimed, 
provided that, in both cases, there is unity of invention within the meaning 
of the law of the country. 
With respect to the elements not included in the application or 
applications whose priority is claimed, the filing of the subsequent 
application shall give rise to a right of priority under ordinary conditions." 



TRIPS agreement
Agreement on Trade Related Intellectual Property Rights

Provides for 'derived' Paris Convention priority, termed "convention priority":

Members to TRIPS agreement need not sign Paris Convention but need to 
apply respective provisions on priority right (Art. 2 (1))

Article 2
Intellectual Property Conventions

1. In respect of Parts II, III and IV of this Agreement, Members shall comply 
with Articles 1 through 12, and Article 19, of the Paris Convention (1967).



Patent families without priorities

An international application is filed for the first time ever with the PCT, i.e. 
without claiming of any priority

All national phase entries together with the international application 
constitute a 'PCT family'

Technical patent families



PCT application without priority

no priority

first filing with IB



PCT application without priority

no priority

first filing with IB



PCT family

'PCT family' includes the international application and all its national phase 
entries
Linked through the PCT application number
Linked as well through the priorities - if any were claimed – which the 
national phase entries inherit from the international application



Family sharing PCT application numbers

Shared PCT 
application number

Shared priority
numbers

WO2007111918



Technical families

Applications for the same invention or parts thereof filed in different jurisdictions 
without claiming priority constitute a technical family
Indicators for technical family relation:

Same inventor name(s) 
Right to invention belongs to the inventor(s) 

Same or similar drawings
It is very unlikely that new drawings are prepared for further filings

(Same applicant): the right to invention may be transferred/assigned to third parties
(Same or similar title)
(Same or similar claims)
(Same or similar descriptions)

Technical family relations are usually not recorded in any database (Inpadoc to some 
extent if detected by EPO examiner)



Technical families
Risk of not claiming Paris priority:
Later filing date implies different prior art, i.e. publications between
OFF and OSF filing date are included

Supplementary top-up searches may reveal more prior art than other search 
reports obtained for family members using the priority

OSFOFF

Prior art

Prior art



Technical families
Risk of not claiming Paris priority:
Later filing date implies different prior art, i.e. publications between
OFF and OSF filing date are included

OSFOFF

Prior art

Prior art

Publication of OFF

18 months



Family concepts

Paris Convention permits claiming of multiple priorities
Claiming multiple and different priorities in and from different countries may 
lead to complex family structures, for example:

OSF1: single application claiming only priority of JP-xx
OSF2: single application claiming priorities of JP-xx + JP-yy
OSF3: single application claiming priorities of JP-xx + JP-yy
OSF4: single application claiming priorities of JP-xx + US-zz
OSF4: single application claiming only priority of US-zz

Various concepts / rules exist for constructing family relations
Largely built on the principle of shared priorities

Direct sharing: completely or partially
Indirect sharing



Article 4 F Paris Convention
"No country of the Union may refuse a priority or a patent application on the 
ground 

that the applicant claims multiple priorities, even if they originate in different 
countries, or on the ground 

that an application claiming one or more priorities contains one or more 
elements that were not included in the application or applications whose 
priority is claimed, 

provided that, in both cases, there is unity of invention within the meaning of 
the law of the country. 

With respect to the elements not included in the application or applications 
whose priority is claimed, the filing of the subsequent application shall give 
rise to a right of priority under ordinary conditions." 



Combining multiple priorities

Application 2

Application 1

Application 4

Description 
Prio 2

Application 5
Description 

Prio 1

Description 
Prio 1

Application 3

Description 
Prio 2

Description 
Prio 1

Application 6

Description 
Prio 2

Added
disclosure

OSFOFF

Added
disclosure



Technical disclosures of family members

Even though priorities are claimed, technical disclosure (descriptions and 
drawings) may differ:

Combinations of different sets of descriptions
Parts of descriptions may be removed
Technical subject matter may have been added

Claims may also be different since claims need to be supported by 
description

Differences are revealed only by comparing descriptions 
Applicants are not obliged to reveal modifications

When are differences least likely?
When all claimed priorities are the same



Family concepts

Simple family:
All members of the family have exactly the same priority or priorities

Complex family:
All members of the family share at least one priority

Extended family:
Any member shares at least one priority with at least one other member
Covers indirect sharing of priorities



Multiple priorities

Application 2

Application 1

Application 4

Prio 2Application 5
Prio 1

Prio 1
Application 3

Prio 2

Prio 1
Application 6

Prio 2

Add

OSFOFF

direct relations

indirect relation



Extended family

Application 2

Application 1

Application 4

Prio 2Application 5
Prio 1

Prio 1
Application 3

Prio 2

Prio 1
Application 6

Prio 2

Additional



Simple family

Application 2

Application 1

Application 4

Prio 2Application 5
Prio 1

Prio 1
Application 3

Prio 2

Prio 1
Application 6

Prio 2

Additional



Application 5
Prio 1

Prio 1
Application 6

Prio 2

Additional

Prio 1
Application 3

Prio 2

Simple family

Application 2

Application 1

Application 4

Prio 2



Prio 1
Application 6

Prio 2

Additional
Application 2

Prio 1
Application 3

Prio 2

Simple family

Application 1

Application 4

Prio 2Application 5
Prio 1



Simple – extended family?

Simple family: all members share the same priorities
Simple family (PCT w/o priority): all members share the same PCT application number

It is very likely that descriptions of family members are equal or very similar
"Equivalents", "also published as”
Ideally, family members are just translations in other languages
However, Paris Convention permits additions of subject matter
"same invention" or group of very similar inventions

Extended (Inpadoc) family: biggest possible family, includes applications sharing 
priorities indirectly

It is quite likely that descriptions are different
More likely that they cover different but related inventions in same area of technology



Utility of simple families

Since publications belonging to the same simple family are quite likely equivalent, simple 
family relations are used for

Family reduction of search results: Databases like Espacenet and other 
professional patent databases include in the search result list only one publication per 
simple family (which represents the family) because other documents of the same 
family add no value and only blur up the result list (Patentscope has so far no family 
reduction)

Retrieval of language equivalents
Find an equivalent in a language that you understand best

Database maintenance, e.g. by EPO, also for, i.e. some data are stored and 
propagated on the family level, e.g. reclassifiction data



PCT family

Article 28
Amendment of the Claims, the Description, and the Drawings, Before 
Designated Offices

(1) The applicant shall be given the opportunity to amend the claims, the 
description, and the drawings, before each designated Office within the 
prescribed time limit. No designated Office shall grant a patent, or refuse the 
grant of a patent, before such time limit has expired except with the express 
consent of the applicant.
(2) The amendments shall not go beyond the disclosure in the 
international application as filed unless the national law of the designated 
State permits them to go beyond the said disclosure.

Disclosures (descriptions and drawings) of PCT national phase entries are 
usually equivalent (usually nothing was added; parts may have been 
removed, though)



Sources of family information

Family building: family relations are derived from priority and PCT application data
EPO processes accordingly bibliographic data of all publications included in its 
database (90+ jurisdictions)
EPO’s INPADOC database is major source of such family information, retrievable 
through:

Espacenet & EPO’s CCD (simple and extended families)
Other free patent information databases, like Depatis, Google Patents,..
Commercial database, e.g.

Thomson/Derwent: WPI family
Questel/Orbit: Fampat family
CAS

use widely INPADOC data and additional sources; and apply proprietary family 
building rules and data cleaning

Family information includes only information on published family members and only 
for jurisdictions sharing bibliographic data!



CCD access via Inpadoc family list



Sources of family information: CCD

Simple family (“equivalents”)

Family members are identified 
through application numbers

Estimated number of simple 
families in extended family Retrieve extended family



Sources of family information: CCD

Simple family

Simple family

Simple family



Families within one jurisdiction

National, regional, PCT jurisdictions
National families
Domestic families



There are various reasons for patent family relations between distinct 
applications/filings:

A. Patent protection is territorial, i.e. inventors/investors may have to 
seek protection in different jurisdictions (“extensions”)

B. An application may have certain deficiencies (e.g. lack of unity,…); a 
subsequent application seeks to heal them

C. Further improvements of an invention; a subsequent application 
includes additional further improvements, i.e. new art is added

D. (Modification/amendment of claims without adding new art)

These reasons may co-occur, i.e. 
a later foreign filing may include added art and/or new claims
a subsequent domestic filing may include both corrections and added 
art!

Origin of patent families - reasons 



Origin of patent families - priorities 

Foreign applications usually claim foreign priorities of earlier applications filed 
in other IPOs according to

Paris Convention
TRIPS agreement
(PCT)

Domestic filings (at same office for reasons B and C) may claim a 
domestic/internal priority of an earlier domestic filing

Claiming of domestic priority rights is regulated by respective national 
legislation



Claiming national priorities

Claiming 3  
national 
priorities



Domestic second filings
„Continuation (in part)“

New national/local application claiming priority of one or several previous 
national/local applications
"in part": Additions of technical subject matter to initial disclosure of 
parent (priority) application or other amendments are permitted, and usually 
intended, only part of the new application originates in earlier application
(Up to 12 months after filing date of claimed priority)

Patent of addition (in some jurisdictions)
Improvement of original invention of parent patent
Unity with parent patent to be given; i.e. as if further independent claim of 
parent patent
Depends on validity of parent patent
Request possible up to 18 months after filing of patent patent



Domestic second filings
Division (US continuations)

E.g. for healing a lack of unity: mandatory division
Permits filing of an application with new set of claims based on previously filed 
disclosure (i.e. no additions to initial disclosure permitted): volontary
division

Initial disclosure (parent application) may comprise several inventions
Lack of unity is given only if different inventions are "claimed", i.e. if covered 
explicitly by claims
Strategic approach by some applicants
Divisions are possible usually anytime as long as parent application is pending 
(EPC: only within 24 months after 1st office communication)
Retains application date and claimed priorities; no explicit priority claim type 
relation to parent application

Paris Art. 4 G (2)

Paris Art. 4 G (1)



Family relations based on priorities
National families (national/internal/domestic priority)
Filings abroad: 

Using Paris convention (or TRIPS) priority only
Second filings with PCT with Paris (TRIPS) convention priority claim(s)

Family relations not based on priorities
Technical families
(Continuations/Divisions)
First filings with PCT
Domestic families

Overview of types of patent families



Summary

Extended families are the largest possible families and may include
Several simple families
Several domestic families
Several national families

A single application belongs at the same time to
One domestic family
One national family
One simple family
One extended family

A simple family may include
Several domestic families
Several national families

Families may have only a single member



Further sources of family information

National registers (e.g. US PAIR) include patent family information on 
national level (domestic families, national families (continuation in part), 
divisions)

WIPO CASE
Applies concept of 'complex families'
Derived from priority data in CASE database
Families includes therefore (currently) only applications recorded in 
CASE database
Espacenet family information is (currently) more comprehensive

Patentscope has no family information except for PCT national phase entries



EP-Register - divisions



US-PAIR: national family/divisions



Thank you

lutz.mailander@wipo.int


