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NCCNEOOBAHME O JOCTATOYHOCTW PACKPbLITNA

Lokymenm nodzomoeneH Cekpemapuamom

BBEAEHWE

1. Ha cBoen gBaguaTtb nepBon ceccuun, coctosiBlienca 3—7 Hossopsa 2014 r., [NocTOsIHHbIN
komuTeT no nateHTHoMy npasy ([KIIM) nogTBEpAMNA, YTO B COOTBETCTBMM C LOrOBOPEHHOCTLIO,
OOCTUrHYTOM Ha ero pfgeaguaton ceccuun, Cekpetapmat noaroToBUT UCCnegoBaHUE O
A0CTaTOYHOCTM pacKpbITUsl, KOTopoe OyaeT npeAcTaBneHo Ha aBaguaTtb BTopown ceccum MK,
KomuteT cornacunca ¢ Tem, 4To nccrieqoBaHmne 0ygeT cCOCTOATb U3 3NTIEMEHTOB, NMOCBALLEHHbIX
cnegywowmm sonpocam: (i) TpeboBaHme 0 AoCTaTOMHOM AN BocnpousBeneHus packpbituu; (ii)
TpeboBaHne o noaTBepxaeHun u (iii) TpeboBaHne 0 NMCbMEHHOM onucaHun. KomuTeT Takke
AOroBOpuUncsa 0 ToM, YTo nccregoBaHne Byaet OCHOBaHO Ha MHopMauum, NpegocTaBneHHON
rocygapcteamu-dneHamu, u 6yget npencrtaeBnsaTb coO0OM cBoh (haKTUYECKUX [AaHHbIX, He
cogepxalmm aHanmsa uim pekoMmeHngaumin.

2. B cootBeTcTBMM C YyKasaHHbIM Bblwe peweHveM CekpeTtapuaT nocpeacTBoM
yBegomnennss C.8403 npeanoxun rocygapcTBaM-yfieHaM W pernoHanbHbiM  MaTEHTHbIM
BegoMcTBaM npegoctasntb MexayHapogHomy 61opo nHpopmaumio o TpeboBaHUAX, CBA3AHHbIX
C AOCTaTOYHOCTBIO PacKpbITUs, O YeM roBopuTcs Bbllwe. B obuwien cnoxHoctn 58 rocyaapcTs-
YNEeHOB M TPWU pervoHasnbHbIX MaTeHTHbIX BeOMCTBa MNPedoCTaBuUnu  UHgopmauuio Mo
3aKOHOAATENbCTBY, NPUMEHMMOMY B OTHOLLEHUM TPeBGOBaHNS O J0CTATOYHOCTM packpbiTua'.
Ha ocHoBe npepocTtaBneHHon wHpopmaumm CekpeTapuaT MOArOTOBMN WCCregoBaHWe O
[0CTaTOYHOCTW PacKpbITUS, KOTOPOE NPEACTABIEHO B HACTOSALLIEM AOKYMEHTE?.

NHdopmauus, nonyyeHHas OT rocyAapCTB-Yf€HOB WM perroHanbHbIX NaTeHTHbIX BEAOMCTB, AOCTYNHa Ha
cante anekTpoHHoro cdopyma lMKIMM: http://www.wipo.int/scp/en/meetings/.

MonyyeHHass uwHdoOpmauus BkYana B cebA  MOMOXEHVWA  HaUMOHANbHOTO W PErMoHarbHOro
3aKkoHofaTenbCTBa, pelleHus Ccyda, PyKoBoACTBa WM nocobus no naTeHTHoW akcnepTuse. Ecnn He
TpeboBanocb TOYHO YyKa3blBaTb TWUM MPaBOBOMO MWCTOYHMKA, TO OH YKasbiBancs Kak «NpUMEHUMoe

[Footnote continued on next page]
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3. B cootBetctBUM ¢ maHgaToM KomuTeTa B JOKYMEHTE MAET peydb O NepeyvnCrieHHbIX Tpex
TpeboBaHmsix. Takum oOpasom, B [OOKyMEHTE npegcraBneHa WHdopmaumss o6 obimnx
NpUHLMNax, OTHOCALLMXCA K Takum TpeboBaHMAM, U HE pacKpbiBaeTCs BOMPOC O TOM, Kak 3Tu
TpeboBaHMSIM MPUMEHSIOTCA B OTAESbHbIX 06MacTsiX TEXHUKM (Hanpumep, B xumun). Kpome
TOro, B AOKYMEHTE He paccMaTtpuBaloTcsa npoune TpeboBaHus no ¢opme uM No CyuiecTsy,
KOTOpble CBS3aHbl C OOCTATOMHOCTBIO PacKpbITUSA, HO He nognagaltT non OnpeaeneHHbIN
MaHOATOM OXBaT WCCNeaoBaHUs; B 4aCTHOCTM, peyb MuaeT O Takmx TpeboBaHusAX, Kak
TpeboBaHWs, CBA3AHHbIE C XapakTEPOM M MOPSOKOM COCTaBMEHUS OMUCAHUSA UMM YepTeXeNn,
nnn TpeboBaHus, KacalLmMecss TUNOB MYHKTOB hOpMyIibl M30OpETEHNSA, SICHOCTU U3IOXEHUS
dopmyrnbl N306peTEHUS, NX TONKOBAHUA U T. 4.

TPEBOBAHWE O JOCTATOYHOM AJ1A4 BOCIMPOU3BEOEHMA PACKPLITUN

4, Kak npaBnno, popmMynnpoBka COOTBETCTBYIOLLNX MOJTIOXEHUA B OONbLUMHCTBE 3aKOHOB B
3HauYUTENBLHOM Mepe cxoxa ¢ TeKCToM cTaTbn 29.1 CornalleHusa no TOproBbIM acnektam npas
nHTennekTyanbHon cobctBeHHocTn (Cornawenne no TPUMMC) n oTpaxaeT coaepxaHue aTomn
cTaTbW, KOTOpas rnacuT:

«YneHbl npedbsesnsom K 3aseumento Ha ebidady nameHma mpebosaHue docmamo4yHo
SCHO20 U IOJ/IHO20 packpbimusi u3obpemeHusi, 4Ymobbl OHO Moe/10 bbimb peasiu308aHo
crieyuanucmom e 0aHHoU obnacmu [...]».

5.  Hanpumep, B npUMEHMMOM 3aKOHOAATENbCTBE BCTpEYaloTCs cneayroLmne hopmMynmpoBKu
aToro TpeboBaHus:

. cneundukaums BkN4YaeT B cebs  «onucaHWe Takoro cnocoba co3gaHus
N300peTeHns, KOTOpbIi [daeT BO3MOXHOCTb  KBanNMMUMPOBAHHOMY  nuLy
OCYLLECTBUTL JaHHOEe n3obpeTeHne»’;

. 3asBUTENb AOMMKEH PacKpbiTh M300peTeHne «a0CTaTOYHO SABHbIM U BCECTOPOHHUM
obpasom»* N TakuM 06pa3oM, KOTOPbI «SBMSETCH AOCTAaTOYHO MOHATHBLIM U
MOMHBIM»® UMW «40CTAaTOYHO MOHSATHLIM U TOYHBIM»®, YTOBbLI cneumManucT B OaHHOM
o6nacTu CcMor OCyLLEeCTBUTb Takoe n3obpeTeHue;

. nonHas cneunduKaLms [OMKHA coaepXaTb «MNOMHOe OnucaHue M306peTeHust u
TOro, Kak OHO MOXET BbITb peann3oBaHo»’; Unu

. «B cneumduKauMn [OOMMKHO codepXKaTbCsl MOSIHOE W KOHKPETHOe  OonucaHue
n306peTeHMss M Tex MEeTO[OB, C [MOMOLLbI0 KOTOPbIX OHO MOXET OblTb
peann3oBaHo»®.

6. B CoeguHeHHbix LWtatax Amepukn nyHkT 112(a) pasgena 35 Ceoga 3akoHoB CLUA
rnacut: «[clneundumkaums gormkHa cogepaTb MMCbMEHHOE onucaHne M3obpeTeHus, a Takke
WHpopmaumio o0 cnocobe M npouecce ero co3gaHust U UCMNONb30BaHUSA, OTNNYAIOLLYIOCS

[Footnote continued from previous page]

3aKoHOAATENbLCTBO». YTO KacaeTcsl pykoBOACTB U MOCOOWMIA NO MAaTEHTHOWM 3KCMepTu3e, TO HECMOTPS Ha WX
LUMPOKOE WCMOMb30BaHWE MpU MOArOTOBKE HACTOSILLEro [AOKYMEHTA, OHUM He SBMSATCA MWCTOYHWMKOM
MaTepuanbHO-NPaBoBbIX HOPM W, CreaoBaTenbHO, HE UMEKT topuaudeckon cunel. Mo cyTu gena, Takue
pYyKOBOACTBa M MOCOOUSI MPOCTO MOMOraktT COTPYAHWKAM BEAOMCTB MPOBOAUTL 3KCMEPTU3Y 3asiBIIEHHOrO
0o6bekTa Ha NpeaMeT ero COOTBETCTBUSA TakMM HOPMaM.

Pasgen 12(a) 3akoHa o nateHTax M3pauns.

CtaTbsa 6.4 3akoHa Ne 6867 KocTa-Puku.

Pasgen 40 3akoHa o nateHTax 1990 r. ABcTpanuu.

Crtatbs 20 3akoHa o0 naTeHTax XopBaTuu.

Pasgen 14 3akoHa o nateHTax 3ambuu.

naBa |V MNMocTtaHoBneHus o nateHTax 2000 r. MakucTaHa.
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MOMHOTOWN, YEeTKOCTblO, KPaTKOCTbO M TOYHOCTbIO TEPMUHONOrMKU, YTobbl CneunanucTt B ToWn
obnacTtun, K KOTOpPOM OTHOCUTCS M30OpEeTeHMe unmM C KOTOPOW OHO Hamboriee TEeCHO CBS3aHO,
CMOr co3faTh M MCMOMb30BaTh Takoe usobpetenue [...]»°. Takum 06pa3om, B MPUMEHUMOM
3aKoHOOAaTeNbCTBE UCMONbL3YITCA TakMe XapaKTepUCTUKW, KaK «MOHATHbLIN», «BCECTOPOHHUNY,
«BCEOOBHEMIOLLNNY, «MOMHbINY, «KPATKUN», «YETKUA» WNN  «TOYHbIA», C WX MOMOLLbIO
ONUCLIBAETCA XapaKTep pacKkpbITUS, a Takke MOSICHAETCS, YTO pacKkpbiTue TpebyeTca B TOM
CTeneHn, KoTopasi NO3BOMMUT CrneunanunucTy B JaHHOM 06nacTy OCyLEeCTBUTb UM BOCNPON3BECTM
3asBIEHHOE M306peTeHue.

7. Uto kacaeTcs MartepuarnbHO-NPaBOBLIX acnekToB TpeboBaHWsi O OOCTAaTOMHOM Afist
BOCMNPOU3BEAEHNS paCKpbITUM, TO B PYKOBOACTBAX MO 3KCNepTuse pasfnunyHbiXx Be4OMCTB Obino
OTMEYEHO 3HAYUTENbHOE CXOACTBO MEXOY 3akoHaMum W npaktukon. Kpome Toro, cxogHble
NOACHEHNA 1 NpuMepbl MOXHO HanTu B Pykosoactee PCT no nposeaeHuo MexayHapoaHoro
noucka u MexayHapogHOW npeaBapuUTENbHOM 3KCNEepTU3bl U B PYKOBOACTBAX MO MNPOBEAEHMUIO
3KCNepTu3bl HEKOTOPLIX NATEHTHLIX BEOOMCTB. B pykoBoACTBE MO NPOBEOEHUIO 3KCNEPTU3bI NO
MEHbLLEN Mepe OAHOro BeAOMCTBa FOBOPUTCS, YTO Noboe nonoxeHue O AOCTAaTOMHOM AJis
BOCMNPOU3BEAEHNSA PaCKpPbITUM SOSMKHO UMETb (B MakCMManbHO BO3MOXHOW CTEMNEHN) Takoe xe
OencTBne, Kak M COOTBETCTBYIOLUME MOSMOXEHUS B TOM u4ucne [oroBopa O MaTeHTHOM
koonepauumn™.

8.  Urto kacaetcs uenu TpeboBaHUSA O pacKpbITUM, TO, Kak MpaBuro, nateHToobnagaTensm
NpefoCTaBnAlTCA  UCKMIOYUTENbHbIE  MpaBa Ha  nNpejoTBpalleHne  KOMMEep4ecKoro
MCNONb30BaHUSA 3anaTeHTOBaHHbIX N306peTeHnn gpyruMm nuuamm, 1 B 0GMeH Ha Takve npasa
OHW [OIMKHA pacKpbITb MHpopmaumio 06 n3obpeteHun. Takas yHKLUUA NATEHTHON CUCTEMbI,
npegnonarawowas nybnnmyHoe packpbiTue MH(opMauun, CHUTAETCs OLHOW U3 ee BaXHEeWLmX
OCHOB W (yHOAMEHTarnbHbIX 3NeMeHTOB. WMeHHO ¢ nomoLlblo TpeboBaHWUS O pPacKpbITUM
naTeHTHasi cuctema crnocobCcTBYeT pacnpocTpaHeHno NHdopMaLmumn n obecneyeHunio JocTyna K
TEXHUYECKMM 3HaHUAM, COoAepXaluMmcs B NATEHTHbIX 3asdBKax. JTO MNO3BOMSET YBENUYUTb
06beM AOCTYMNHbIX OBLECTBY TEXHUYECKMX 3HAHUW U coumanbHbIX Grar B LenoM, Hanpuvep
nyTem CTUMYNMPOBaHUS nepeaayun TexHonorni n nsbexanns gyénuposaHns HAOKP.

9. MpuBeOeHHas Bbllle forvka Takke MpPUCYTCTBYET B aAMUHUCTPATMBHbLIX PYKOBOACTBAX
HEKOTOPbIX TFOCY4apCTB-YNEHOB, r4e OTMevaeTcs, 4To TpeboBaHMe O [OCTAaTOMHOM AN
BOCMPOM3BEAEHUSA PaCKPbITUM «OTpaxaeT yHAAMEHTanNbHbIA MNPUHLUMN  MEeXAYyHapoaHOro
NnaTeHTHOro npaea, KOTOPbIA COCTOUT B TOM, 4TO B OOMEH Ha WCKMYUTENbHbIE Mpaea,
npegocTaBnsemMble nateHToobnagaTento, oH AokKeH AaTh obLecTBy MHPOPMaLMIO O TOM, Kak
OCYLLECTBUTb U MUCMOMb30BaTh ero usobpeteHne»'’; nnu «uenb TpeboBaHMA O JOCTATOYHOM
AnNsi BOCMNPOWU3BEAEHNA PACKPbITUM COCTOMT B TOM, 4YTOObI B crneumdmkaumm unsobpeTteHue
ONUCbIBaNoCb [[OCTAaTOYHbIM 06pa3oM, MNO3BOMAKOLWIMM Ccneunanucty B AaHHonm obnactu
OCYyLLEeCTBUTb M WCMNONb30BaTb 3asiBNEHHOe u3obpeTeHne, M 4YToObl 3anMHTEpPecOBaHHas
06LLECTBEHHOCTb MOMyuMna Cy6CTaHTUBHYIO MHGopMauumio 06 usobpeTeHun» 2 . B
3akoHogaTtenbcTBe M3pamns uenb TpeboBaHMs 0 4OCTAaTOMHOCTU PacKpbITUSA B LIENIOM OnMcaHa
cnegyrowmm obpasom: «yooCTOBEPUTLCA B TOM, YTO B AaTy BCTYNSIEHMs naTeHTa B CUiy
nzobpetaTtenb OenCTBMTENbHO obnagan 3asBreHHbIM n3obpeTeHnem, n obecneynTb NpaBa
3anHTEPEeCOBaHHOM OBLLECTBEHHOCTU Ha Nony4vyeHne nHgopmauun o6 obbeme nsobpeteHus, a
Takke crnocobax M cpeactBax ero co3gaHusl. JTO MO3BOMSIET UCMONb3oBaTh M3obpeTeHue

MyHkT 112(a) pasgena 35 Ceoaa 3akoHos CLUA.

Cm. pasgen 14.58 PykoBoacTBa Mo naTeHTHOW NpakTuke BegomctBa WHTENneKTyanbHOW COOCTBEHHOCTM
CoegaunHeHHoro KoponescTsa.

Pasgen 2.11.3A PykosoacTsa o Bonpocam NnaTeHTHOW NpakTukn 1 npouenypbl Begomctea NC Asctpanuu.
maBa 2164 PykosoacTBa no npoueaype nateHTHoN akcneptuabl Begomcrea CLUA no nateHTam u ToBapHbIM
3Hakam (BMT3 CLUA).
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nocre WCTEYEHUss Cpoka AeUCTBMS naTeHTa wWnM Mo JWUEH3WM, BbladaBaeMoMu
naTeHToobnaaaTeneMm, a Takke NooLpseT CCNeAoBaHNA B COOTBETCTBYOLLe obnacTu» ™.

TpeboBaHus, NpeabsBASEMbIE K ONUCAHUID

10. B onucaTenbHOM 4acTuM NaTEHTHOW 3asiBKM pacKpbiBaeTcs M300peTeHune, CoaepXXuTcs
NOsSICHEHME KacaTenbHO TEeXHU4YecKoW 06racTh, K KOTOPOW OHO OTHOCUTCA C TOYKU 3peHus
N3BECTHOIO YPOBHSI TEXHUKWU, a TaKkKe coAepXaTcs ykasaHusi, MO3BONsoWMe cneunanucty B
[laHHOW 06nacTy BOCNPON3BECTU U300OpEeTEHNE.

11. TpeboBaHusi B OTHOLLEHUM MeTOoAa M NMopsiAka COCTaBMEHUs ONUCaHUS B pasHbIX CTpaHax
MOryT pasnuuyaTbesi. B Lenom, 4To kacaeTcs metToda COCTaBreHUs onucaHus, To TpeboBaHus,
coaepXalimecss BO MHOIMX NMPUMEHMMbIX 3aKOHaX, Kak NpaBumo, 3aKn4altoTcsl B TOM, YTO
cogepxaHve OnucaHWs [OMKHO OblTb  YeTKUM, onpedeneHHbIM, HeABYCMbICIEeHHbIM,
KOHKPETHBIM 1 BHYTPEHHE HEeNpOTUBOPEUMBLIM™'. B MPOTUBHOM Cryyae OnucaHue MOXET GbiTb
NPU3HaAHO HECcOOTBETCTBYKOLMM B TOM u4ucrne TpeGoBaHMIO O [OCTAaTOMHOM  Ans
BOCMPOWU3BEAEHMUS PACKPbITUN.

[MpoBepka COOTBETCTBMSA TPEGOBAHUIO O JOCTATOMHOM AN BOCNPOU3BEAEHUS PACKPbITUM

12. B 3akoHOogaTenbCTBE MHOMMX CTpaHax B COOTBETCTBYHOLLMX HOpMaX nNpesyCcMOTPEHO, YTO
COOTBETCTBME  TpebOOBaHMIO O  OOCTAaTOMHOM ANl BOCMPOM3BEOEHMSI  PacKpbITUK
obecrneynBaeTca B TOM Crlyvae, ecnv «3asiBkay, «OnucaHue» U «cneumdukaums» copepxaT
AOCTaTOYHYI0 MHCpOopMaLUMIo Ansa Toro, 4tTobbl cneunanucT B JaHHOWM obnacTn Mor — Mcxoas u3
MHdOpMaLMN, PaCKpPbITOM B MOOAHHOW 3asiBKe, M OOWMX cpegHMX 3HaHUM — peanun3oBaTb
n3obpeTeHne 06e3 «HeonpaBOaHHOrO OpemeHn» W/unn «Kakux-nnbo Kn3obpeTaTenbCKmX
ycunuiny nmbo «HeonpasaaHHbIX 3KCMEPUMEHTOBY ™.

13. Ho HecmoTps Ha TO, 4YTO cneumanucTt B AaHHOM obnactu, ucnonb3ys csou obLine
cpegHue 3HaHus, OOMmKeH BbiTb B COCTOAHUN peann3oBaTth n3obpeteHne 6e3 HeonpaBaaHHOMO
OpemeHun, onpeaeneHHoe KONM4ecTBo Npobd 1 ownboK ABNSETCs, Kak Npasusio, 4ONYCTUMbIM B
GonblwKnHCTBE CTpaH. Hanpumep, B 3akoHOAATENbCTBE HEKOTOPbIX CTPaH FOBOPUTCS, YTO
TpeboBaHve O [OCTAaTOMHOM AN BOCNPOU3BEAEHUSA PacKpbITUM MOXET ObiTb BbINOMHEHO,
HEeCMOTPS Ha Hanuune nNpob n oWNBOK «B pasyMHOW CTENEeHW» UNn NpoBefeHne «pas3yMHOro
KONM4YecTBa SKCMEepUMEHTOB»™°. B 3Tol cBA3KM B NpeacTaBneHHbIx ABCTpanuein matepuanax

18 Hughes Aircraft Company vs. The State of Israel, CA 345/87, (2.7.1990); (Akerstein et al. vs. Alumim et al.,

CA 21/83 (31.12.1983).

Mynkt 4.22 PykoBoactea PCT no nposBegeHWo MexXZyHapooHOro noucka U MexayHapoaHOoMn
npeaBapuTenbHOM IKCNEePTU3bl COAEPXKUT P OOLWMX ONs 3aKOHOB pasHbIX CTpaH 3N1eMEHTOB, KacaloLmxcs
Takux TpeboBaHuin: «OnucaHue [OMKHO OblTb MOHATHBIM WM OAHO3HAYHLIM, OHO HE OOJMPKHO coaepXaTb
W3MULLIHEr0 TEXHWYECKOro aproHa. Boobuie crnegyeT NpUMEHNATb TOMbKO TakMe TEXHWYECKUE TEPMUHbI,
0003HayYeHNs 1 CMMBOJbI, KOTOpbIE SIBNSAKTCA OOLENpPUHATLIMU B AaHHOW obractu. Manou3BecTHble unm
crneumanbHo chOPMYNMPOBAHHbIE TEXHUYECKUE TEPMUHbI MOTYT ObiTb AOMYCTMMbI MPU YCIOBUU, YTO UM
0aeTcsl afeKkBaTHOE oOnpederieHne W 4YTO Yy HUX OTCYTCTBYHT 0OOLlenpusHaHHble SKBMBASEHTbI.
MpremnembiMn MOTyT ObITb Y MIHOCTPAHHbLIE TEPMUWHbI, ECINN B A3bIKE MEXAYHAPOAHON 3asiBKM OTCYTCTBYET UX
9KBMBAnNeHT. TepMUVHbl, UMEIOLLME YCTOSBLUEECS 3HAYEHUE, HE LOIMKHbI UCMOMNBb30BaTLCS B APYrOM 3HaYeHUN,
TaK Kak 9TO MOXeT BBOAUTb B 3abnyxaeHne. MoryT 6biTb 06CTOSITENLCTBA, NPY KOTOPbLIX TEPMUH MOXET BbITh
npaBoOMEpPHO 3aMMCTBOBaH W3 aHanornyHom obnactn. TepmuHomnorms M o603Ha4YeHUs AOMKHbl OblTb
eauHOo06pasHbIMK MO BCEMY TEKCTY MEXAYHAPOLHOW 3asiBKU».

Cwm., Hanpumep, ctatbto 34 3akoHa 17-97 Mapokko, pasgen 2.11.3A PykoBoacTea no BOnpocam NaTteHTHON
npakTuk1 1 npouenypbl Begomctea C ABcTpanuu, a Takke cyaebHyto npakTuky AnennsaumoHHbIX KOMUCCUI
EMB. T 629/05 1 T 79/08.

Hanpumep, B AnoHumn, ecnu cneumanuct B [aHHOW 06nacTu, KOTOPbIA HaMepeH BOCMPOU3BECTU
n306peTeHne, CTankMBaeTcsi C HeoGXoaMMOCTbI MPob U owKnboK 3a npegenamMy UX pasyMHO OXUOAEMOro
Konu4yecTBa, To 06bsICHEHNE, ConpoBOXaatoLLee N30bpeTeHne, cHMTaeTCsl He4oCTaTouHbIM (PYKOBOACTBO MO
akcnepTuse, rmasa |, pasgen 3.2).
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MOSICHEHO, 4TO «[x]oTs QonyckaeTcs, 4YTO Ccheuuanuncty, BO3MOXHO, MpuaeTcs caenatb
pasyMHOe KONMM4yecTBO Mpo6 M oWuboK, B cneumdukauum OOSMKHbI NpUCYTCTBOBATb 1nMbO
afekBaTHble WHCTPYKUMM, §MOO OCHOBa, SBMSOWASACS YacTblo OOWMX 3HAHUA B
COOTBETCTBYIOLLEN 06NacT, ¢ NOMOLLbIO KOTOPbIX KBanuULUMPOBaHHbIA CrieuManucT CMOXeT
A06uTbCA ycnexa, caenas BbiBOAbl M3 Hey[Aa4y Ha HayarbHOM aTane.

HeonpaBgaHHoe 6pems

Obuwee onucaHue

14. XoTHa TepMUHbl «HeonpaBgaHHOe GpeMsy, «kakne-nmbo nsobpeTtaTenbCckue yeunusy» nnm
«HEOMpaBAaHHbIE  3KCMEPUMEHTbI»  MOrYT  TONKOBATbCA  MO-pa3HOMY B pasfnyHbIX
IOPUCONKUMSX, KaK MpaBuno, Ansi onpefeneHns Toro, Hy>Hbl N Kakne-nmbo HeonpaBAaHHble
9KCMEepUMEHTbl ANA peanu3auun 3asBfEeHHOro U300peTeHus, y4duTbiBalOTCA creayowme
dakTopbl:

0] LwmpoTa hopMynbl N306peTeHns;

(ii) Xapaktep n3obpeTeHus;

(iii) obLme 3HaHUA cneumnanMcTa B JaHHOM obnacTu;

(iv) YPOBEHb NpeacKkasyemMocTu B JaHHon obnacTy;

(v) 06beM ykaszaHuI B 3asiBKE, BKIOYAA CCbISIKM HA U3BECTHbIN YPOBEHb TEXHUKU; U

(vi) obbem aKkCnepMMeHToB, TpebyeMblx ANg peanusaumm 3asBrneHHOro n3obpeTeHns Ha
OCHOBE pacKpbITuS.

15. 3tm akTtopbl Takke ynomuHaiotca B PykosoactBe PCT  no nposegeHuto
MeXOyHapo4HOro NOMCKa U MeXAyHapOAHOW NpeaBapuUTeribHOW 3KCNepTU3bl, rae CoaepXuTcs
NpeAcTaBNEHHOE HIKE MOSICHEHME No Kaxaomy daktopy’’.

16. LWwupota dopmynbl M300peTeHns peneBaHTHa AN onpedeneHus HeonpaBLaHHbIX
9KCMEPUMEHTOB, MOCKOMbKY CneuManuct B AaHHOW obnactu JomkeH OblTb B COCTOSHUM
peanu3oBaTb 3asiBfieHHOe n3obpeTeHne B NONHOM obbeme. Hanpumep, 3aaButenb He BNpase
ucnpawmeatb Bce, YTO npegnonaraetr obbem mM3obpeTeHus, ecrnim B 3asiBKe pacKpbiBaeTcs
NuWb TO, KaK peanu3oBaTb 4acTb 3asBreHHOro nsobpeteHnda. OgHako gaxe B Tex obnacrsx,
roe YpOBEHb MNpPeAcKasyeMOCTM HEBBbICOK, HEeT HeobXoaMMOCTW nNpuBOAUTL  MPUMEPSI,
OXBaTblBaloLLME BCE BO3MOXHbIE BapuaHThl B pamkax opmynbl nsobpeteHns. Kak npasuno,
OOCTaTO4YHO NPUBECTU XapaKTepHble NpUMepbl U MOSACHUTb, KaKk OHW MOTYT MPUMEHATLCH KO
BCen dopmyne wun3obpeTteHus B UENOM, ecnu cneumanuct B AaHHOW obnactu moxeT
peanun3oBaTb 3asBrieHHOe n3obpeTeHne 6e3 HeonpaBAaHHbIX 3KCMNEPUMEHTOB.

17. OOGbeKT, KOTOPOMY COOTBETCTBYET 3asBIeHHOE N300peTeHne, KpanHe BaXKeH, TaK Kak OH
onpegendetr obbem 0O6LMX 3HAHMIK cneuuanucTa B gaHHOW 06nacTm M M3BECTHLIN YPOBEHb
TexHukn. Hanpumep, ecnu BbIGOp BEMUYUH NS pasfMyHbIX NapaMeTpoB SIBNSAETCA OObIYHbLIM
Aenom Ang cneunanucta B AaHHOM obnactu, TO Takom BblIGOp, BEpOATHO, He Oyaer
paccMaTpuBaTbCs Kak TpebytoLwimii HeonpaBaaHHbIX 3KCNEPUMEHTOB.

r Mynkt 5.47 Pykosogctea PCT no npoBegeHWo MeXAyHapOAHOrO Moucka W MexayHapoaHOM

npeaBapuTENbLHON 3KCNEepTU3b.
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18. [log «ob6bemMoM ykaszaHuWA B 3asiBKE» MOHUMAETCsl MHGOpPMaUUs, SBHO WM KOCBEHHO
cogepxawasicst B onucaHmm, opmyne nsobpeteHns n yeptexax, Bkroyas paboyme npumepsl
M CCbINKW Ha Apyrve 3asiBKU UnvM OOKYMeHTbl. Yem Gonblue cneunanucTty B AaHHOM obnactu
N3BECTHO O XapaKTepe U300peTEeHUs C TOUKM 3PEHNS M3BECTHOIO YPOBHS TEXHUKN U YyeM Gonee
npegckasyemon siBnsieTcss gaHHas obnactb, TeM MeHble uHdopMaumm Heobxoanmo
npenocTaBnsiTb B caMow 3asiBke, YTobObl peann3oBaTth 3asiBeHHoe M300peTeHue. Hanpumep,
€CNnu cneunanuct B JaHHoM obnacTtn MOXeT Nerko npeaBuaeTh, Kakoe BO3OENCTBME OKaXeT Ta
WM MHasi XapakKTepUCTUKa 3asiBIIEHHOrO M300peTeHusi, TO Takas obnacTb OTnn4yaeTcs
npenckasyemocTbio.

19. TMomMumO BpeMEHM U pacxonoB, HEOOXOAUMBIX AMS NPOBEeAEHMsT SKCMEePUMEHTOB, Takke
YUMTbIBAETCS XapaKTep TakUX 3KCMEPUMEHTOB, HaMpUMep WUAeT N peyvb NPOCTO O PYTUHHOW
paboTe MK e KCNepUMEHTbI BbIXOAAT 3@ paMki 06bIYHOrO pexuma paboTbl™®,

HauyuoHarnbHas npakmuka

20. PaccmoTpeHue cyaeGHON MPaKTUKM HEKOTOPbLIX CTPaH M UX PYKOBOASLWMX MPUHLMMNOB
No3BONMMIO Mony4ntb Gonee ToYHOE NpPeAcTaBiEHME O TOM, Kak MPOBEPSIETCS COOTBETCTBME
TpeboBaHNIO O [OO0CTATOMHOM [Ansi BOCMNPOU3BEAEHWUS PacKpbITUM, a TaKKe O TOM, Kak B
COOTBETCTBYIOLLMX CTpaHax crneayeT TONKoBaTb TEPMUHbI «HeomnpaeaaHHoe Bpemsi», «Kakue-
nmbo n3obpeTaTenbCckue yeunus» unm «HeonpaegaHHble 3KCNEPUMEHTbI».

21. Hanpumep, B ABCTpanuu, 4tobbl obecneynTb COOTBETCTBUE TPEOOBaAHUIO O AOCTATOYHOM
ANS  BOCMPOU3BELEHUSA pPacKpbITUM, B MNOMHOW crneundumkaumm HeobxoaMmo npencTtaBuTb
AOCTaTOYHbIM 0O6beM MHGOPMaLMK, MO3BONSALWMIA  KBanMPUUUMPOBaHHOMY CreLmanucTy
peanu3oBaTb M300peTeHne Mo Bcen LwmpoTe dopMynbl n3obpeTeHns 6e3 HeonpaBAaHHOMO
OpemeHn n NoTpebHOCTUN B AONOMHUTENbHLIX U300peTeHusx. Jlopa XoddmaHH ykasan Ha To,
Kak onpenenntb «OOCTaTOYHO MOHATHOE UM AOCTAaTOMHO MOMHOE pacKpbiTUe»: «[0]TBET Ha
BOMPOC O TOM, SBMSieTCA N cneundukaumss 4OCTAaTOYHON UMM HET, B 3HAYUTENIbHOW CTEMNEHU
3aBUCUT OT xapakTepa usobpeteHus. [lepBbli War 3aknoyaeTca B TOM, YTOObI onpeaenutb, B
YyeM COCTOUT M300peTeHMe, U MOHATb, YTO, KaK 3asiBNSieTCsl, OHO MO3BONSIET caenatb
KBanudpuumposaHHoMmy nuuy. [locne 3TOro MOXHO OTBETUTb Ha BOMPOC, AaeT
cneumduKaLmus eMy BO3MOXHOCTb caenaTth aTo»™®.

22. Y70 KacaeTcsa «HeornpaegaHHoOro 6pemeHn», 1o B pasgene 2.11.3.4 A PykoBoacTtea no
BOMpOCaM MaTeHTHOW npakTukM u npouenypbl Begomctea NC AscTpanum rosoputca: «[n]pu
pacCMOTPEHUN BOMpoca O TOM, CTaHET N OCYyLlEeCTBNEHWe U300peTeHuss HeonpaBAaHHbIM
OpemeHem, crieqyeT NPUHATbL BO BHMMaHue XapakTep M300peTeHus, a Takke CnocoBHOCTH
cneumanucta B Tor obnacTtu, B Kotoporn 6bino caenaHo n3obpeteHme. 3atem crnegyeT 3agatb
BONpoc, TpebyeT nu cneuyndumkaumsa oT cneymanucta, KOTOpoMy OHa agpecoBaHa, NpoBeaeHUs
NPOBEPOK Mnu paboT, BbIXOAAWMX 3a npegenbl 0Obl4HOrO pexuma ero gestenbHoctn. O
HeonpaBAaHHOM GpeMeHN MOXHO rOBOPUTb B TOM Cry4ae, eCniv COBEPLUEHHO OYEBMAHO, YTO
BOCMpPOM3BEAEHME 3asiBIEHHOr0 M300peTeHnss KBanvdUUUPOBaHHbLIM  CrieunanuctoM Ha
OCHOBaHMM YKa3aHWN, cogepXaluxcd B MOMHOM cneuudukaumm, 3anmeT ropasgo Oonblie
BPEMEHM, YEeM MOXHO Obino 6bl oxugaTb, yduTbiBas o06NacTb TEXHWKM W XapakTep
n300peTeHns, n ecnu aAnsa 3Toro MoryT notTpeboBaTbcs n3ob6peTaTensckne CnocobHOCTNY.

18

1 MyHKTBI 5.48-5, Tam xe.

B cootBeTcTBMM ¢ nogpasgenom 40(2)(a) 3akoHa o naTeHTax ABCTpanuu nonHas cneuudumkaumns SOrmkHa
«(a) packpbiBaTb M306peTeHNE MOHATHBIM WM MOMHbIM 06Gpa3oM, AOCTATOYHbIM AN BOCNPOU3BEAEHUSI
n300peTeHns crneunanncTtoMm B AaHHOWM obnactuy»; cM. Kirin-Amgen Inc v Hoechst Marion Roussel [2004]
UKHL 46; [2005] RPC 9 at [103].
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23. B CoeguHeHHbix LWtatax Amepuku npuHUMN, oOnpegensowmin  CooTBETCTBUE
cneumdpukaumm TpeboBaHUIO O [JOCTAaTOYHOM [Afsi BOCMPOM3BEAEHUS PackpbITUM, Obin
ycTaHoBneH B peweHun BepxoBHoro cyga no pgeny «Mineral Separation v. Hyde». B
COOTBETCTBMM C 3TUM MNPUHLMNOM JOCTATOYHOCTb pPackpbiTMs opMynbl  nM3obpeTeHus
onpegensetca rnaeHbiIM o6pa3oM TeMm, SABMASETCA UM NpoBedeHWEe COOTBETCTBYHOLUMX
9KCMEPUMEHTOB «HeomnpaBAaHHbIM UM HeoBOoCHOBaHHbIMY». Bonpoc 0 «HeonpaBAaHHOCTMY
9KCMEPUMEHTOB ONpedensieTca C Y4Y4eTOM HECKONbKMX (PaKTOpOB, BKIOYas criegylouime:
() wmpoTta dopmynbl n3obpeteHns; (ii) xapaktep un300peTeHust; (iii) U3BBECTHbIN YPOBEHDb
TexHukK; (iv) ypoBeHb OObIMHOM KBanudukauuu; (V) ypoBeHb npeackasyemMocT B OaHHOW
obnactn TexHuku; (vi) o6bem ykasaHun B 3asBke; (vii) Hannume pabounx o06pasuyos; U
(viii) KONNMYECTBO  OKCMEPMMEHTOB, HeobXooMMbIX [ONA CO34aHuMs WM UCMOSb30BaHUA
n306peTeHns Ha OCHOBE COOEepXaHusi PacKpbITUS. B pasgene 2164.01 PykoBogcTtBa no
nopsaaky npoeefeHust nateHTHon akcnepTtusbl (PMM3) Bepomctea CLUA no nateHtam u
ToBapHbIM 3Hakam (BIMT3 CLUA) Takke oTmedaeTcsi, YTo «[H]e criegyeT genaTtb BbIBOA4 O TOM,
YTO pacKpbITUe ABNAETCH He4OCTaTOuHbIM AN BOCNPOU3BEOEHNA Ha OCHOBE aHanu3a TOSNbKO
OLHOro W3 NPUBEAEHHbIX Bbile akTopoB, 6e3 yyeTa OAHOrO WU HECKOMbKUX OPYrnx
akTopoB. JIKCNepT OOSMKEH MPOBOAWUTbL aHanM3 Ha OCHOBE BCEX AaHHbIX, CBA3aHHbLIX C
KaXxabIM M3 paKTopoB, a BbIBO4 O TOM, YTO pacKpblTUe HeAOCTaTOYHO AN BOCNPOU3BEeaeHUs,
AOMKeH OblTb OCHOBaH Ha BCEWN NOMHOTE AAHHbIX».

24. B CoeagnHeHHom KoponeectBe oOwMe npuvHUKUMBI, Kacawwuecss HeonpaBaaHHbIX
9KCMEePUMEHTOB, (POPMYNMNPYIOTCA criegyowmm obpasoM: «[B] aTOM pasgene roBopuTcs O TOM,
YTO KBanNUULUMPOBaHHbIA CRELnanucT AoMmKeH ObiTb CnocobeH BOCNPOmU3BeCTN n3obpeTerne,
HO He OroBapuBaEeTCs, CKOMbKO CUT MU BPEMEHW OH AOMKEH 3aTpaTutb, npexae yYem Oyaet
yCTaHOBNEH akT HepgoctaTtoyHocTn. QOueBMOHO, 4YTO OOMMKeH ObiTb Kakon-To npegen. B
nogpasgene MCNomnb3ylTCs TakKMe XapakTepPUCTMKU, KaK «OOCTATOYMHO MOHATHbIAY U
«OO0CTaTOYHO MOJIHbINY, YTO FOBOPUT O TOM, YTO B MNATEHTHbIX cneumdukauuax AOomKHa
cogepxaTtbcsa BCA MHOpMauus, HeobxoaMmasi Ans BOCMPOU3BELAEHUS, C Y4E€TOM TOro, 4To
KBannnumnpoBaHHbIA cneynanuct obnagaeTt TpebyembiMn Ans 3Toro Haeblikamu. B xoge atom
paboTbl OH AOSMKEH CTPEMUTLCS K MONOXUTenbHOMY pesynbtaty. OT Hero He [OMKHO
TpeboBaTbCsl NPOBeAEHNE KaKNX Obl TO HU ObIIO ANUTENBHBLIX NCCNEOBAHNA, U3bICKAHUA UMK
akcnepumeHToB. EMy  MoxeT  notpeboBaTbCsi  MpuMMeEHeHWe  OBOblYHbIX  MEeToAdoB,
npegnonararowmx Npodbl M OWKOKK, KOTOpble He TpebylT msobpeTtaTenbCKoro YpoBHS U B
LenoM HeobxoauMbl ANs  MCMNOMb30BaHUS KOHKPETHOrO OTKPbITMS B UEendx nonyvYeHus
NpakTU4Yeckoro pesynbrara. B kaxaom OoTAenbHOM crydae, ¢ y4eTOM XapakTepa n3obpeTeHus,
BOMPOC O TOM, SBMSAKTCA NW Lwwarn, Heobxoaumbie ONA BOCNpou3BedeHUs mM3obpeTeHus,
06bIYHbIMKM Warammn Npod 1 oWnbOoK, KOTOPbIE, MO MHEHNIO KBANMOULMPOBAHHOIO cneumanucTa,
MOryT GbITb HEO6XO0AUMbI, U HOpMaribHON PaboToM NO SOCTMKEHUIO MPAKTUYECKOro pe3ynbTaTa,
— 370 Bonpoc dhakTan?.

25. B cootBeTcTBUM C cyaebHOM npakTukon ®paHumm packpbiTve SIBNSAETCA HEQOCTATOYHbIM,
€CNnn OHO He NO3BOSISIEeT cneunanucTy B AaHHOM 0bnacTn BOCNpOM3BECTU 0ObEKT n306peTeHmns
UM OCTUYL OXWOAEMOro pesynbrata TOMbKO C MOMOLLbI0 CBOUX NPOMeCCMOHanbHbIX 3HAHUN
N NOCPEACTBOM OCYLLECTBIIEHMS NPOCTLIX Onepauni, He ABMASAIOLLNXCS YPEIMEPHO CIOXHbLIMMU.
Takum ob6pa3oM, 0O HeAOCTaTOYHOCTU PaCKpbITUS pedyb uaeT B TOM Cryyae, ecnv onucaHue
SBMAETCH HETOYHbIM, ABYCMbICIIEHHbLIM UM COOEPXMT oWwnbkn®:. PackpbiTvie Takke SBNAeTCs

20 Aldous J in Mentor v Hollister [1993] RPC 7. Kpome T0ro, B pewexuun no geny «Eli Lilly & Co. v Human

Genome Sciences Inc» cya MOCTaHOBMII, YTO BOMPOC OMpPaBAAHHOCTM OpeMeHM 3aBMCUT OT Xapakrepa
n3o6peTeHns, CnocobHoCcTen creumanucTa B [aHHoOW obnactm mn TouW obractn, B KOTOPOW cAernaHo
n3obpetenue (Eli Lilly & Co. v Human Genome Sciences Inc. [2008] EWHC 1903 (Pat) [2008] RPC 29).
OpHako KaccauunoHHbin cyn ®paHuum B pewleHnmn oT 22 masa 2005 r. nocTaHoBWA, YTO OWMOKa B ONUcaHum
TpaguuMoHHoro cnocoba nNponsBoACTBa (peydb LUMa O LIEeTOYKe TYLIM ONS PECHUL) He SBMSIETCS OCHOBAHUEM
ANsi aHHYNMPOBaHWSA MaTeHTa Mo MpUYMHE HeOOCTaTOYHOCTU PaCKpbITUS, Tak Kak crneuuanuct B LaHHOW
obnacTv MOXeT C NerkocTbio ncnpaBuTb Takyto ownbky (N° anennsauum: 03-16532, 22 mapTa 2005 r.).
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He4OCTaTOYHbIM B TOM Criyyae, ecnv B cneumdukaumm npucyTCTBYOT NpUBnn3NTEnsHO
OMMNCaHHbIE 3NEMEHTbI, KOTOpble AenakwT ee HegoCTaTOYMHOW Ansi Toro, YTobbl cneunanuct B
AaHHOW obBnacTn cmor BOCMpou3BeCTU M3obpeTeHue, unn ecnu onucaHHoe msobpeTeHve He
MOXET 6biTb OCYLLECTBMEHO TEXHMYECKAM CreuvannctoM B AaHHo obnactn ¥, Tak Kak
oKasanucb  3aTpoOHyTbl  (PyHAAMEHTanbHble  XapaKTepucTukn,  Heobxoaumble — Ans
OCYLLECTBIEHNSA N300peTEHNS.

26. OpHako 3akoHopaTenbcTBO PpaHuMM npu3HaeT, YTO MpU OLEHKe [AOCTaTOYHOCTM
pacKkpbITUS HEOoOXOAMMO MNPUHMMAaTb BO BHUMaHWE He TOSMbKO KIMOYEBYD TEXHUYECKYH
MHpOPMaLIMIO, YKa3aHHYH B TEKCTE NMaTEHTHOWN 3asiBKM, HO U BTOPUYHYO MHGOpMaLMIO, KoTopast
MOXeT OblTb MonyvyeHa Ha ee OCHOBE W KOTOpYH creuuanucT B AaHHOW obnactv MoXeT
MONy4YnMTb CaMOCTOSITENIbHO MNpW O3HAKOMIIEHUMW C [OKyMeHTauuMen o6 M3BECTHOM YpOBHE
TexHnkn?®. Takum 06pasoM, MCMOMbL30BAHWE M3BECTHOTO YPOBHA TEXHUKW MOXET CMSIrYUTb
OYeBMOHYIO HEOCTATOYHOCTb PACKPbITUS.

27. B TepmaHum «TOnMbKO Ta WHpoOpMaums, Kotopasa MoxeT ObiTb "Hanpsimylo W
HeJBYCMbICIIEHHO" nornyvyeHa M3 nepBoHayvanbHO NOAaHHbLIX AOKYMEHTOB, ABMNSAETCA 4acTblo
PacKpbITUS MaTEHTHOW 3asiBKW; MpU 3TOM PacKpbiTUEM He ABMATCA Kakve Obl TO HU 6bino
AOMOMHUTENbHbIE  3HAHWS, KOTOpble MOrYT OblTb  MOMy4YeHbl  KBaANUUUMPOBAHHbLIM
CcrneuManucToM Ha OCHOBe €ero OoO6WuX 3HaHWA wunu nyTem MoamduKaumm pacKpbITbIX
NPUHLIMMOBY 2.

28. B CwuHranype Hanuuve onpefeneHHbIX CIOXHOCTeN B BOCMPOM3BEeOAEHUN U306peTeHus
camo no ceGe He SIBNAETCA OCHOBAHMEM AN YCTaHOBMEHUS HEAOCTATOYHOCTU. B uenom aTo
3aBUCUT OT NpUEeMIIEMOro MNpoLieHTa Heyaay B ToW unu nHow obnactn. OgHako B TOM criyyae,
€CInn n306peTeHne HEeBO3MOXHO MOBTOPUTL WUIN ECN ycrnex Henpeackasyem, crneundukaums
MOXeT ObITb NPU3HaHa HEAOCTATOYHOW.

29. Kpome TOro, B pykoBOLCTBax MO 3KCMEPTU3E€ HEKOTOPbIX BEAOMCTB MPUBOLATCS
npumMepbl cuTyauun, korga TpeboBaHMe O [OCTAaTOMHOM Ans  BOCMPOU3BEAEHUs
PacKpbITUM CYMTAETCH HEBBLINOSTHEHHLIM B COOTBETCTBYHOLLEN CTpaHe. Hanpuwmep, B
Kutae B PykoBOACTBE MO MATEHTHON 3KCMepTU3e MPUBOASTCS crneaylowme npumepbi®: (i) B
ONUCaHUN NPUBOOMUTCA TONbKO 3adaya wW/unu npegnonoxeHue, Unn NpocTo HamepeHue n/munm
pe3ynbTaT, HO He COOEPXKUTCH TEXHUYECKUX METOAOB, KOTOPbIE MOT Bbl MPUMEHUTL cneumanucT
B OaHHonm obnactu; (i) B onucaHun nNpuMBOOATCA TEeXHUYECKMe MeToAdbl, HO OHW OMUCaHbI
HACTONbKO HEKOHKPETHO U ABYCMbICIIEHHO, YTO CNeunanucT B AaHHON 06n1acTn He MOXET TOYHO
X peanunsoBaTb B COOTBETCTBUM C COAepXaHWem onucanus; (iii) B onucaHum npuBogaTCs
TeXHMYeckMe MeToAbl, HO crneumanncTt B AaHHOM obnactu He MOXEeT pPelnTb TEXHUYECKYH
npobnemy, CBA3aHHY0 C u306peTeHMeM WnM MONIe3HOW MOLESbI0, C MOMOLLBK YKa3aHHbIX
mMeTodoB; (iv) OOBLEKT 3asBKM nNpeacTaBnsieT cobOM TeXHUYeckoe pelueHue, CcocTosiliee u3
HECKOMbKNX TEXHUYECKUX METOAOB, HO OOWH U3 3TUX METOOOB HEe MOXeT OblTb peanusosan
crneunanucToM B AaHHOM 06nacTu Ha OCHOBaHMM COAepXaHusa onucaHus; n (V) B onvcaHuu
NPUBOAMUTCA KOHKPETHOE TEeXHWYECKOe peLleHue, HO OTCYTCTBYIOT AaHHble 3KCNEPUMEHTOB, U
npy 3TOM pelleHrMe MOXEeT OblTb peanv3oBaHO TOSbKO MyTEM MOATBEPXAEHUSA pe3ynbTaToB
3KCnepuMeHToB. Hanpumep, kak npaBwno, ecnu pedb naet o6 n3obpeteHmn HOBOro cnocoba
MCMNOMb30BaHNA W3BECTHOIO COeAVHeHus, To TpebyeTtcs, 4Tobbl B OnucaHun copepxanucb

2 Cwm. pelueHne AnennsaumoHHoro cyaa lMapuxa, 4-e nogpasgenenne B, ot 20 mas 2005 r., B KOTOPOM cyabsi

aHHynupoBan dopmyny u3obpeteHnss Nel mnaTeHTa Ha OCHOBaHWM HEOOCTATOYHOCTM  PacKpbITUS,
0bByCcrnoBneHHON TeM, 4TO He ObInu ykasaHbl OnpedenieHHble TeXHWYeckue ycriosus, HeobxoauMmble ANS
OCYLLECTBMEeHNS N306peTeHns cneLunannucTom B JaHHON obnactu.

Tam xe.

BepxoBHbit cyg ®PI, 8 wona 2010r, Xa ZR 124/07 — Falschungssicheres Dokument —
GRUR 2010, 910.

Pasgen 2.1.3 raBbl 2 yacTu || PykoBoacTsa No NaTEHTHOW aKcnepTuse.
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9KCMepuUMeHTanbHble AaHHble, KOTOpble MOATBEpPXOalT HOBbIM CNOCO6 UCNONb30BaHUSA
coeguHeHus n ero acdekTMBHOCTb. B npoTuBHOM criyvyae TpeboBaHME O 4OCTATOMHOM AJiS
BOCMNPOU3BEAEHNSA PACKPLITUM HE MOXET CUMTATLCA YOOBNETBOPEHHbLIM.

30. B AnonHun cakt HecobniogeHusa  TpeboBaHMa O  AoCTaTtoOMHOM  Ans
BOCNpOMU3BEAEHNA  pacKpbiTUM  yCTaHaBnNuUBaeTcA B crnegywwmx  cny4yasax:
(i) npegocTaBneHmMe HeHaanexawen nHdopmaumm o cnocobax ocyLLecTBEeHNS n3obpeTeHns;
n (ii) YyacTb NyHKTOB popMynbl M306peTeHns He NMOATBEPKOATCH CMOCOBOM OCyLLECTBEHUS
n3obpeteHnse.

PacKpbITUe CYLLECTBEHHbIX U M3BECTHbLIX XapaKTEPUCTUK

31. Kak npaBumno, B COOTBETCTBUM C MNPAKTMKOM MHOMMX MaTeHTHbIX BeOOMCTB [Ans
cobntogeHns TpeboBaHMS O OOCTATOMHOM AN BOCMPOW3BEAEHWSI pPackpbiTUM B ONMcaHuu
HeobXoaMMO ykasaTb XOTs Obl OAMH Cnocob peanu3auMnm U30OpPEeTEHUs CrneuuanncToMm; mnpu
3TOM MOrYT MCMOMb30BaThCH MPUMEPLI M CObINIKM Ha YepTeXwW, eCcnn TakoBble umeroTca?’ .
Mockonbky 3asiBka agpecyeTcs chneuvanucty B AaHHOW obnacTu, NpvMBOAUTL [AeTasbHble
cBefleHNsi 06 M3BECTHbIX BCMNOMOraTeslbHbIX XapakTepUCTUMKaX HEe HYXHO M HexenaTenbHo,
OHaKO B OMMCaHWM OOMKHblI AOCTATOYHO MOAPOGHO packpblBaTbCs HOObIE XapaKTEPUCTUKM,
CYLLECTBEHHble [ANs peanu3auum unsobpeTeHnsi, 4YTobbl cneumanucty ObiNo  SCHO, Kak
NpeTBopuTb K300peTeHne B XU3Hb 06e3 HeonpaBgaHHOrO OpemMeHM W HeonpaBAaHHbIX
aKcnepuMeHToB 1 6e3 HeobX0aMMOCTH NCMOL30BaTh M3obpeTaTenbeKue HaBblkn™,

32. Kpome TOro, B pykoBOACTBax Mo 3KCMEPTU3E HEKOTOPbIX BEAOMCTB TaKkKe MOSICHSETCS,
4YTO He TpebyeTcs yKasblBaTb HE TONbKO BCMOMOraTesibHble XapakTEePUCTUKM, HO U Te
N300peTEHNS, KOTOPbIE HE 3asiBNSKTCA, @ TaKkKe Te OOMOSMHUTENbHbIE OOBEKTbI, KOTOPbIE HE
TpebytoTcs ANA BOCMPOU3BEAEHUS 3asBNEHHOr0 n3obpeTeHns®. Takke HeT HeobxoaMMOoCTM
ykasbiBaTb B OMNUCaHUM BCe MOAPOOHOCTU, CBA3AHHbIE C KOMMEPYECKMM MNPOU3BOLCTBOM
N300peTeHns, n NPMBOAUTL yKasaHUs No NPakKTU4ECKOMY OCYLLEeCTBNEHU0 N3obpeTeHus, T. e.
MO OCYLLECTBITEHNIO NPOM3BOACTBEHHOIO HOY-Xxay. B onucaHum OomKkHbl coaepxaTbCs TONMbKO
Te yKa3aHusi, KOTopble HEOBXOANMBI ANS OCYLLECTBNEHNA U306peTeHns ™.

33. Ha ocHoBaHuM packpbITMs OOSMKHA OblTb BO3MOXHOCTb OCYLLECTBUTL Nobon BapuaHT
peanu3aumMm Kn300peTeHus, NpeayCMOTPEHHbIN B Haubonee LIUMPOKOM NyHKTe opmynbl

26
27
28

Pasgen 3.2.2 rnaBbl | PykoBoacTBa no akcneptumae.

B HekOTOpbIX CTpaHax MCMoNb3yeTcsl TEPMUH «METOZ OCYLLECTBINEHNst n3obpeTerusa». Hanpumep, B AnoHuum.
Cwm., Hanpumep, maTepuansl, npegocTtaBneHHble CuHranypom: «|[...] ecnu, no MHeHuto creumanucTa B JaHHON
obnactu, hopmMynupoBKkn crneundukaumm SBnsSTCA AOCTAaTOMHBIMK ANS TOro, YTOObl OH CMOT OCYLLECTBUTb
n306peTeHne, TO He MMEET 3HAYEHMs, YTO B crieundukaumm He NPUBOANTCA KaXKAbIN Liar Ha NyTu co3naHusi
n306peTeHus [...], abconoTHas NOHATHOCTL M NonHoTa He TpebytoTca». Cm. Takke rnasy ll1-5.2 yactn F
PykoBogctBa no akcneptude EMB: «[...] B cneundukaumm HeobsizaTenbHO noapobHO onucbiBaTb BCE
onepauuu, KOTOpble [OOIMKHbI ObiTb MNPOBEAEHbI CNeuManMcToM B AaHHOM obnactm Ha OCHOoBe
NpPeaoCTaBEHHON WMHCTPYKUUW, €Crnn Takne MnoapoOHOCTU OYEBMAHbI MMM XOPOLLO WU3BECTHbI, UCXOA4A U3
onpegeneHus Krnacca nyHKToB oopMyribl M300peTeHMA UM Ha OCHOBE 3HaHWUI OBLLEro xapakrepay.

Cwm., Hanpumep, PykoBOACTBO MO 3KkcnepTm3e ANOHCKOro naTeHTHOro BeaoMCTBa, rnaea |, pasgen 3.2

0 CMm., Hanpumep, wmaTepuanbl, npegocTaBneHHble AQpUKaHCKON opraHu3aumMen UHTEennekTyanbHon
cobetBeHHocT (AOUC). B atow cBasu B pasgene 14.71 PykoBoacTBa Mo naTeHTHOW npakTtuke BegomcTea
WHTeNnekTyanbHon cobcTBeHHocTM CoeaunHeHHoro KoponeBcTBa roBoputcs: «B pelweHun no geny "Mentor
Corporation v Hollister Inc. [1993] RPC 7" (cTpanuua 17, ctpoku 4—14) 661110 NpU3HaHO, Y4TO 4OCTaTO4HO TOro,
YTOObl MATEHT MO3BOMAN CPAaBHUTENMbHO NErko cosgatb "pabounit npototun” [...], m 4tOo TpeboBaHue
3aKrnoyaeTcs He B TOM, YTOObI co3aaTth "yCrneLHbI KOMMepPYeCckMin NpoaykT". TOYHO Takke TOT dhakT, YTo B
cneundvKkauMm He ykasaH KakonW-nmbo wwar, KOTopbll Mor Obl ObiTb MOneseH Ans KOMMEpPYeCKOro
Npou3BoACTBa TOBApOB CTabWMbLHOIO Ka4yecTBa M B KOMMEPYECKMX KONMYeCTBax, He 03HaYaeT, YTO packpbiTne
SABNSIETCS HEMONHbIM, NPW YCNOBMU YTO coAepxalumecs B crneuudurkaumm ykasaHus no3BonsitoT co3gaTb
NPOAYKT, KOTOPbIA "MOXET CNy>XUTb OCHOBOW AN Bblgayu nateHTa", T. e. nogxoauT Ans AOCTUXEHUS TON
uenu, Ans KOTOpon, Kak ykasaHo B cneumdukaLmmn, oH npegHasHayeH [...]».
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n306peTeHns. B yacTHOCTM, 3TO O3HAYaET, YTO BO3paXKEHME, CBA3AHHOE C HE4OCTAaTOYHOCTbHO,
MOXeT OblTb HanpaBneHo MpoTMB obbekTa nboro nyHkTa dopMynbl M300peTEHUs, Kak
3aBMCUMOrO, Tak N HE3aBUCUMOTO.

[NpenocTaBneHne NpMMepPoB

34. Kak npaBuno, B COOTBETCTBMM C MNPaKTUKOM MHOMMX MaTEHTHbIX BEeOOMCTB
npenocTaBlieHne OQHOro Npumepa MoXeT ObiTb AOCTAaTOYHbIM ANS BbINONHEHUS TpeOoBaHUs O
AOCTaTOMHOM Ansi BOCMPOU3BEAEHMS packpbiTun. BmecTe ¢ Tem, ecnu oopmyna nsobpeTteHns
SABMSIETCS LUMPOKON, TO B cneundmkaumm ¢ 6onbluen BEepOSTHOCTbIO NOTpebyeTcd NpuBECTU
HECKONMbKO MNPMMEPOB WNU onucaTb anbTepHaTUBHbIE CMOCOObI ocywecTBneHns nmbo
Bapuauun, oxesaTbiBalolme BeCb 06beM hopmyribl n3obpeTeHns. Ho B HEKOTOpPbIX Cry4vasx
Aaxe wupokasa dopmyna nlobpeTeHnss MOXeT ObiTb NMOAKPENnNieHa OrpaHMYEeHHbIM YUCIIOM
npumepoB. Kak nosicHseTca B maTepuanax, npegocTaBneHHbix [daHuen, «ogHoro npumepa
MOXeT OblTb [OCTAaTOYHO, HO ecnn dhopmyna n3obpeTeHns OxBaTbiBaeT LUMPOKYL cdepy, TO
3asBKa, Kak NpaBumo, CYNTaeTCs yOAOBNETBOPSIOLWEN BCEM TPeOOBaHMAM TONbKO B TOM CIyyae,
€Cnu B ONUCaHMM NPUBOOUTCS PS4 NPUMEPOB UNKU OMUCHLIBAOTCA anbTepPHATUBHbLIE CMOCOOLI
ocywiecTteneHnsa nmbo Bapuauum, oOxBaTbiBawWMe Ty cdepy, KOTOopasi OXpaHseTcs B
COOTBETCTBMM C hopmynon mnsobpeteHnsa. Bmecte € TeM HyXHO y4uUTbiBaTb KOHKPETHbIe
obcToATENBCTBA KaXKOOro 4acTtHoro cnyyas. bbiBaloT cutyauuu, Korga gaxe ANsS O4YeHb
LUMpOKon cdhepbl 4OCTATOMHO OFPaHUYEHHOro YMcna NpUMEpPoB UM Aaxe OAHOro npumepa. B
3TMX Crnyyasax B 3asiBke, MOMUMO NPMMEPOB, AOMKEH ObITb NpeacTaBneH A0CTaTO4HbIN 06beM
NMHOpMaLMK, MO3BONAIOLWMI CNELNanucTy B 4aHHOW o6riacTn Npyv NOMOLLM UMEOLLMXCS Y HEro
3HaHMI obLLero xapaktepa BOCMPOU3BECTU M300peTEHME MO BCEMY CMNEKTPY 3asiBNMEHHbIX
06”aCTe'§l§f3 HeornpaBAaHHOro bpemeHn n HeobxoaNMOCTM UCNONbL30BaTh U3obpeTaTenbckne
HaBbIKN» ™%,

35. B oaTton cBAsM B PykoBoacTBe Mo 3KcnepTuse HAMNOHCKOro NaTeHTHOro BeaoMCTBa
rOBOPUTCS, YTO B TeX Crlydasix, Korga BO3MOXHO OOBSACHUTb M300peTeHue Takum obpasom,
4yTOObI CneunanucT B AaHHOW 06nacTu CMOr BOCMPOM3BECTM €70 Ha OCHOBaHUWU MHopMaLuu,
NnpeacTaBneHHON B ONMCaHUM M YepTexax, U 3HaHWI o6LLero xapaktepa, MMelLnxcs Ha aaty
nogayn 3asiBKM, HUKaKUX popM peanusaumm u300peTeHuss unu paboumx obpasuoB He
TpebyeTcs **. B pykoBOACTBE MO 3KCrepTuse Kutas MOSICHAETCA: «KOMMYECTBO MNPUMEPOB
OCYyLLIeCTBMEeHMUs1 onpegensieTcss C Yy4eTOM Xxapaktepa M300peTeHusi, 0ocobeHHocTel
TEeXHUYeckon obracT, K KOTOPOM OHO OTHOCUTCSl, W3BECTHOrO YPOBHSA TEXHUKM W
McnpalumMBaemoro o6bema NaTeHTHOM 3aLnuTbI» >,

31 [anee B maTepuanax MOSACHAETCH, YTO B 3TOM KOHTEKCTE Mo «BCEM CMNEKTPOM 3asiBIEHHbLIX obnacrten»

cnepyeT NoHWMaTb, MO CyTW Aena, Noboe BOMMOLEHNe, Nnoanagatllee nog opmMyny M3obpeteHus, gaxe
HECMOTPS Ha TO, YTO MOXET ObITb 4ONYCTUMO OFPaHUYEHHOE KONMYECTBO Npob 1 owmnbok, Hanpumep, B Masno
nccneaoBaHHOM obnacT Unm B Criydae Hanmums MHOXECTBA TEXHUYECKUX CrioXHOCTen. CM. Takke rnasy lI-
1.1 yactn F PykoBoacTea no akcneptumse ENMB.

ToyHo Takke B pasgene 2.11.3.4 A PykoBoAcTBa MO BOMpPOCaM MATEHTHOM MPaKTUKUM W Mpoueaypbl
Bepomctea MC AscTpanun roBoputcs, 4to «[c]neumndumkaums, B KOTOPON gaeTcs oguH NpuMep n3odpeteHus
MOXET COOTBETCTBOBATb TPEOOBaAHWUIO AOCTATOYHO NOHATHOIO M AOCTATOYHO MOSTHOMO PACKPbITUS, HO TONBKO B
TOM cny4ae, ecrnv KBanuuumMpoBaHHbIN Cneunannct MOXeT pacnpoCTpaHUTb MNPUHLMMLI creumdukauum Ha
BOCnpou3BeaeHne n3obpeteHns no Bcer wupoTte dopmynbl n3obpeteHus 6e3 HeonpaBaaHHOro GpemeHun n
noTpebHOCTN B AOMOMHUTENBbHbLIX M300peTeHnsx. Bmecte ¢ Tem, ecnun copmyna m3obpeTeHns saBnsieTcs
LUMPOKOW, TO B crneumdpukaumm ¢ 6onbLiern BEPOATHOCTBIO NOTPebyeTCA NPUBECTU HECKOSbKO MPMMEPOB UMK
onucaTtb anbTepHaTMBHbIE CNOCOOLI OCyLLeCTBNEHNA NMMOO BapraLmMmn, oXBaTbiBaOLWME BECb 06BbEM hopMy bl
n3obpeteHns. Takum obpasom obecrneunmBaeTca NpefoCTaBeHNe MOHOMOSbHBLIX NpaB TONbKO B Npeaenax
TOrO, YTO, KaK MOXHO pa3yMHO Mnonaratb, ObIfo yka3aHo B packpbiTuu, U He Gonee Toroy.

PykoBoacTBo no akcneptuse AnoHCKOro naTeHTHOro Be4oMcTBa, rmnasa |, pasgen 3.2.1

PykoBopacTtBo no akcnepTtuse, yacTte ll, rmaea I, pasgen 2.2.6.
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OueHKa Ha ocHoBe 3asBku/cneundmKaLnm B LIESIoM

36. YTo KacaeTcs TOit YaCTU 3asiBKW, KOTOpPas MMeeT OTHOLUEHME K oLeHke TpeboBaHMUs O
[OCTaTOYHOM N1 BOCMPOU3BEAEHUS PACKPbITUM, TO B HEKOTOPbIX 3aKOHaX MpedycMOTPEHO,
4To TpeBoBaHMe O [OCTATOMHOM ASSt BOCMPOW3BEAEHWNS PACcKPLITUM [JOIKHO OLEHWBATLCS C
y4eTOM «3asiBKM B LIeNOM», BKMoYas onucaHune, hopmyny 13obpeTeHns u Yeptexin; ecTb
TaKue 3aKOoHbI, re roBOpUTCSA O «cneunduKaLmum B LIENOMY, COAepXalleil onucaHmne, hopmyny
n3obpeTeHnst n yepTexn®.

Cneuundmkaumnsa aomkHa ObiTb OOCTaTOMHOW ANt BOCMPOU3BEAEHUS MO COCTOAHUIO Ha aaty
nogayun

37. TpeboBaHne O TOM, YTO B cneuuduKkauum un3obpeTeHne [OO0MKHO ObiTb pPacKpbITO
AOCTATOYHO SICHO M MOSIHO, YTOObl €ro MOr OCYLUEeCTBUTb Chneuuannct B AaHHOW obnacTw,
[AOMKHO OblTb BbIMNOMHEHO BO BPeMsi nodaun crneuudukaumm. VHbIMK crnoBamu, packpbiTue
[OIMKHO ObiTb JOCTATOMHbLIM ANSl BOCNPOU3BEAEHMS CneumuannucToM B JaHHOW obnactu B gaty
nogayn, a He B Gonee No3gHIOK AaTy, HAaNpYMep BO BPpeMsi Noucka 1 NPOBEAEHUSI SKCNEePTU3bI.
Kak npaBuno, ecnu packpbiTue SiBNsSieTCA AeNCTBUTENbHO HEQOCTATOYHbIM, TO 3TO HEBO3MOXHO
MCNpaBuUTb No3aHee NyTeM A0GaBneHus AONONMHUTENbHBIX NPUMEPOB UMM NPU3HAKOB, Tak Kak B
naTEHTHYIO 3asBKy He MOXeT ObiTb [o0aBneH oObLEKT, BbIXOASAWMIA 3a paMKM pPacKpbITUs,
cofepxallerocs B nepBoHavanbHO NoAaHHoi 3asBke™’.

38. Kak npaBuno, 4toObl OTBETUTbL Ha BOMPOC O TOM, SsIBNSieTCs nNu  cneumdurkaums
AOCTaTOMHOW AN BOCMPOU3BEAEHMS Ha AaTy nojdayun, crieayet NpuHATb BO BHMMaHue
Xapaktep n3obpeTeHusi, ypoOBEHb TEXHUKM M YPOBEHb HABLIKOB B AaHHOW obnactu. [MepBuYHbIN
aHanua3 KacaeTcsl xapaktepa u300peTeHusi, TO eCTb 00bekTa, K KOTOPOMY OTHOCMKTCS
3asiBNEeHHOe U300peTeHne. XapakTep M300peTeHusi cTaHOBUTCS (POHOM ANS onpeaeneHus
M3BECTHOIO YPOBHS TEXHWKN M YPOBHSA HAaBbIKOB, KOTOpPbIMM 06nagaeT cneuuanuct B AaHHON
obnacTtu.

35 U o
B matepuanax, npegoctaBneHHbix Poccuiickon ®enepaumen, roBoputcs, 4To «TpeboBaHne 0 40CTaTO4YHOCTU

packpbiTUsi B 3asiBKe OXBaTbiBaeT onucaHue, dopmyny u3obpeteHuss u deptexu [...]». B martepuanax,
npenocTaBneHHbIX ABCTpanuei, roBopuTCs, YTO B COOTBETCTBUM Kak «C pasaernom 40(2)(a) [noctaToyHoe ans
BOCNpomn3BeaeHuss packpbitve], Tak u ¢ pasgenom 40(3) [TpeboBaHne 0 noaTBepxaeHUn] B cneundukaumnm
OOMKHO coaepXaTbCA [OCTaTOMHOE [Nl BOCMPOM3BEOEHUS pacKpbiTUE 3asiBNEHHONO M300peTeHus.
CornacHo pasgeny 40(2)(a) B nonHon cneumdukaumMm LOIDKHO COAepXaTbCA [AOCTAaTOYHO MOHATHOE WU
AOCTaTOYHO MOMHOE (JOCTaTOYHOe ANS BOCMPOM3BEOEeHUH) packpbiTue. B To xe Bpems B COOTBETCTBUM C
pasgenom 40(3) pocTtaToyHOe [AnNs  BOCMPOWM3BEAEHWMS pacKpbiTMe, nexawee B OCHOBe OopMynbl
n306peTeHns, AOMKHO ObiTb NPeacTaBneHo B OCHOBHOWM YacTu cneuundurkauum (onnucaHue, a Takke YepTexu u
nepeveHb nocnegosaTenbHocTen)». BepxoBHeit cyn ®PI noctaHoBun, 4to dopmyna usobpeTeHus He
0653aTenbHO  JOMKHa codepaTb aApecoBaHHble KBanMUUMPOBAHHOMY CheuManucTy YykasaHus Mo
OCYLLECTBINIEHUIO OXPAHAEMOro NPUHUMNA; OOCTAaTOMHO TOr0, YTO TaKMe YKasaHus IOrMYHO CredylT u3
cofepXaHna nateHTHon cneuundmkauum B uenom (BepxosHbin cyn ®PIM, 1 oktabps 2002 r.,.X ZR 112/99 —
Kupplungsvorrichtung I — GRUR 2003, 223). B npegoctaBneHHbix EINB maTepuanax roBoputcs, 4TO
«packpbiTe He obs3aTenbHO OOMKHO ObiTb MpeACcTaBeHO MOMHOCTLI0 B onucaHun. Packpbitme mMoxet
cofepxaTbCa B TOM 4uCre M B APYIMX YacTax 3asBku, T. €. B hopMyrne nsobpeTteHuns u yeprtexax». Kpowme
Toro, B pewenun T 32/84 (OJ 1986, 9) Obino yka3aHO, YTO cam (PaKT TOro, YTO OnpeaerieHHble 3NEMEHTHI
n306peTeHns, BaxHble AN ero yHKLUMOHUPOBAHUS, He OTpaXKeHbl ABHbIM 06pa3om B hopmyne n3obpeteHns
UNN B COOTBETCTBYIOLLEN YACTW ONUCaHWUS U HE MOKa3aHbl Ha YepTexax M3o0peTeHns B TOM BUAe, B KOTOPOM
OHO ObINo 3asiBMNeHo, He 06s3aTeNbHO O3HAYaEeT, YTO M300OpeTEHNE B 3asiBKE HE pPacKpbiBAeTCsl 4OCTAaTOYHO
MOHSATHBIM W NOMHBLIM 06pa3oM, NO3BOMSAIOLWMM CrELMAnUCTy B AaHHOW 0bnacTu ocyLlecTBUTbL U300peTeHme,
Kak Toro TpebyeT ctaThsa 83 EMK 1973 1.

Cm. pasgen 14.60 PykoBoactBa no naTeHTHOW npakTuke BepomcTBa mMHTEnnekTyanbHOW COOGCTBEHHOCTU
CoepguHeHHoro KoponescTsa.

CoOoTBETCTBEHHO, B TakuMx OOCTosTENbCTBaX 3asiBka OObIMHO OTKNoHseTcsa. Ecnu ke, opgHako, 3ToT
HeOoCTaTOK OTHOCUTCS MKLb K HEKOTOPbIM BapnaHTaM peanusauuv n3obpeTeHusl, TO ero MOXHO MUCMNpaBuUTb
nytem orpaHuyeHusi dopmynbl n3006peTeHMss Takum obpa3oM, 4TOObl OHa COOTBETCTBOBANa TOJSbKO
OMnMCaHHbIM B [OCTaTOYHOM CTENEHW BapuvaHTaM peanu3auun; B 3TOM CfyyYae OnucaHue OcTaBLUMXCS
BapuaHTOB peanusauun uckniodaetcsa. Cm. Hanpumep, rnasy llI-2 yactn F PykoBoacTtea no akcnepTtunse ENMB.
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39. W3BeCTHbI ypOBEHb TEXHWKM — 3TO TO, YTO Creumnanuct B AaHHOW obnacTtu 3Han 6bl 0
npegMeTe, KOTOPOro KacaeTcsi 3asBrneHHOe u3obpeTeHue, Ha MOMEHT nogadn 3asiekn. B
Lenom, cooTBeTCTBylLWAsd obnactb AOmMKHa ONpenensitbCad C TOYKM 3pEeHusi noanexallen
peleHnto nNpobnembl, a He C TOYKM 3peHus, Hanpumep, obnacTu TEXHONOoruu, oTpacnu
NPOMBILUNEHHOCT MMM TOPrOBMWM, B KOTOPOW Wcnonb3yeTcs usobpetenune * . M3BecTHbIR
YPOBEHb TEXHWKM MO3BOMSET ONpenenuTb CTeneHb MNpPeAcKkasyeMoCTM B COOTBETCTBYHOLLEN
obnactn n obycnaenveBaeT HeOOXOAUMBIN NpU Nodadve cneundrkaunmm obbeM yKasaHUN UK
pykoBoacTBa B uenax obecnedeHua cobniogeHnss TpeboBaHMA O AOCTaTOMHOM AN
BOCMNPOU3BEAEHUS PaACKPbITUN.

40. YpoBeHb TEXHWUKN ONA TOW UM MHOW KOHKPETHOW TEXHOSOMMN HE SIBAAETCS CTaTUYHbLIM BO
BpeMeHu. BnonHe BepoATHO, YTO packpbiTve, KOTopoe Obino Gbl NPU3HAHO HEAOCTATOYHbIM
npn nogade 2 qanBaps 1990 r., Obino 6bl NpM3HAHO AOCTATOYHBIM B Crlydae ero nogayv
2 aHBapa 1996 r. CoOOTBETCTBEHHO, YPOBEHb TEXHUKW AOJDKEH OLEHMBATbCA AN KaXKOOW
3asIBKM MO COCTOSIHUIO Ha AaTy ee nogaun™®. Cneumdmkaums, SBRAOLWAACA HEA0CTATOYHO Ha
MOMEHT noJayn, He MOXeT CTaTb AOCTaTOYHOW B CUMy MNOCreayrLlmx U3MEHEHUNn B 3TOW
06nacTu TEXHUKMW.

41. B uenowm, 4yTobbl AOKa3aTb HepeannayemMoCcTb NaTeHTa 3KCNepT He AOMKEH UCNONb30BaTb
CnpaBOYHblE MaTepuarbl, KOTOpble gaTupytoTca ©ornee nosgHen gaton, Yem gaTta nogayun. B
CoeavHeHHbIx LWTaTtax Amepukn Ccya NOCTaAHOBMI, YTO Yy 3TOro npasuna MoOryT ObiTb
WCKMNIOYEHUA, eCnn CnpaBoYHble MaTepuanbl, gatupyemMble 6onee nosgHen gaTtow, Yyem gaTta
nogayun, cogepxar MHGOPMaUUI0 O TOM, KakKMMW 3HAHWSMK Crieumanuct B AaHHOW obnacTu
TeXHVIKZIO pomkeH 6bin 6bl obnagate 4O MM Ha odumumanbHylo AaTy Nogayn naTteHTHOW
3aaBK/ .

42. B WcnaHun Mapgpuackuii OKpYXXHOW Cyn KacaTenbHO [aTbl pacKpbliTUA pesynbTaToB
KMMHUYECKNX UCMbITAHMI NOCTAHOBWIT, YTO B COOTBETCTBUMN C €BPOMENCKMM MPaBOM «He Bceraa
HeobxoanMmMo NpeaoCTaBnATb pe3ynbTaThl KIMMHUYECKUX UCMbITAHUA B AaTy [nogayu]; ogHako
Heobxoanmo, 4YToOblI nNaTeHT/3asdBka cogep)kan onpedeNieHHY WHgopMauuio, KacaroLLylocs
HEenoOCpPeaACTBEHHOrO0  BO3OENCTBUS  3a8BMEHHONO COEAMHEHUA Ha npoueccbl  obmeHa,
HEenoCpPeACTBEHHO yyYacTByoLME B pa3BuTuUmn 6onesHun. [pu ycnoeum, 4To Takast nHdpopmaums
COAEPXUTCS B NaTeHTe/3asBke, AaHHble, onybnukoBaHHbIe No3agHee, MoryT OblTb NPUHATHI BO
BHVIMaHVe NPy PaCCMOTPEHNUN ONUCAHMA, MPEACTABNEHHOrO B NaTEHTHO 3asBke» ™.

Cneundukaumng gomkHa bbiTb AOCTATOMHOW A9 BOCNPOoU3BeaeHUa Ang cneumannucTa B AaHHOU
obnactu

43. B cootBeTctBUM C TpebGoBaHMEM O AOCTAaTOYHOM [Afsi BOCMPOM3BEAEHUS! PacKpbITUK
3asBUTENb packpblBaeT u3obpeTeHWe Tak, Kkak 3TO MNpPeaycMOTPEHO B MNPUMEHUMOM
3akoHoaaTenbcTee, Aabbl crneuuManuct B AaHHOM obnactu Mor peanusoBatb ero. WHbIMK
croBamu, 3To TpeboBaHNe OLEHNBAETCS C TOYKM 3PEHMS cneumnanncTa B AaHHOM obnacTw.

44. B uenom, TEPMUH «CMeunanuct B AaHHOM obnactu» o3Ha4aeT CpeaHecTaTUCTUYECKOro
KBanuuumpoBaHHOro cneumanncTa, KoTopbii obnagaeT XOpOLMM YPOBHEM 3HAHUK W
cneumnanusaumen B COOTBETCTBYHOLWEN 06nactn, HO KOTOPbIM OTHIOAb He o00a3aTenbHO

3 Cwm., Hanpumep, pasgen 2164.05(a) PykoBoacTBa no nopsiaky NpoBeAeHUs! MaTeHTHOW akcneptusbl BMT3

CLLA.

Tam xe.

40 In re Hogan, 559 F.2d 595, 605, 194 USPQ 527, 537 (CCPA 1977). Tam xe.

“a Janssen Pharmaceutica NV-Janssen-Cilag, S.A. vs. Teva Genéricos Espafiola, S.L., Magpuackuii okpy>HOI
cya (nogpaspenenue 28, peweHne 194/09 ot 16 gekabps 2009 r.).
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SBINAETCH 3KCNepToM B aTol obnact*?. OTo nosBonseT onuckiBaTb U306peTeHne YNpPOLLEHHO,
MOCKOSbKY MOXHO MpeanonoXuTb, YTO untatens 6yaet MHOPMMPOBaHHBIM U obnagaroLwmm
6a30BbIMM 3HAHUAMMW, B CUITY Yero HeT HeobXxo4MMOCTM OnuChbIBaTb Kaxayr 6a3oByto getarnb
n3obpeTeHus.

45. BO MHOruMx ctpaHax cneumanuctom B JaHHOW oBnacTu, KOTOPbIA BbICTyNaeT B KavyecTBe

KOMMNETEHTHON WMHCTaAHUUW Afs OLEHKUM OOCTaTOMHOCTM PAacKpbITUsl, SBMSAETCS TO XXe camMoe

rMNOTETUYECKOE NNLO, KOTOPOE OueHuBaeT cobnogeHne TpeboBaHus o6 mM3obpeTaTenbCckoM
43

YPOBHE™.

46. OpHaKo HeKoTopble BEAOMCTBA YTOYHSIOT, YTO MPU peLleHnMn Bornpoca O AOCTaTOYHOCTU
pacKpbITUS cneuManucT B JaHHOW obnactn uMmeet nepen cobon naTteHTHy cneundukaumio n
CTPeMUTCS NOATBEPANUTL AENCTBEHHOCTb naTeHTa. Hanpumep, B PykoBOACTBE MO NaTEHTHON
npaktuke BepgomctBa wHTennektyanbHon cobceTtBeHHocTn CoeanHeHHoro KoponeBcTBa
noscHseTcs, 4To «[...] xoTa cdpasa "cneunanuct B 4aHHOM 0b6nacTn" TONKyeTCs O4MHAKOBO Npw
pPacCMOTPEHUN AOCTAaTOMHOCTU N M3006peTaTenbCKOro YPOBHS, MPU paccMOTpeHun [cobnogeHns
TpeboBaHMsi O [AOCTAaTOMHOCTW packpbiTMA] npegnonaraeTcs, 4YTO  KBanNMAUUUPOBAHHbLIN
crneumanucT CTpeMUTCA NOATBEPAUTb AEWCTBEHHOCTb NaTeHTa M Aenaet 3TO Ha OCHOBaHMU
6a3oBbIx 3HaHMI obLLero xapakrepa, akTyanbHblX HA MOMEHT nogayun 3asiBkn. B To e Bpems
npv paccMoTpeHun Bonpoca o6 n3obpeTaTenibCkoM YPOBHE KBaANUMULMPOBAHHLIN CneumManmct
nMeeT nepen cobor MaTeHT W, cnegoBaTeNibHO "MbITAeTCA OCYLLEeCTBUTb M300peTeHne u
AobuTtbcsa ycnexa,... a He MWET pelweHne, He obnagasi nHdopmMaumen o natente". [...]. 310
MOXeET urpaTb GOnbLUY ponb NPy onNpeaeneHnn xapakrtepa 1 HaBblKOB KBaNMULNMPOBAHHOIO
cneuymanucta (MnuM rpynnbl), Tak Kak OHW MOryT pasnuMyaTtbCsi B 3aBUCMMOCTM OT Lenu:
paccMOTpeHVe 1306peTaTenbCKoro ypoBHs unu TpebosaHns o goctatouHocTu» ™. B MHawm
ANennsiuMoHHbIA COBET MO MHTENNeKkTyanbHON COOGCTBEHHOCTM YyKa3an Ha pasnuyuna B
opMynMpoBKax, WCMNOMb3yeMbIX B MOMOXEHUAX O TpeboBaHMM O [OCTAaTOMHOM Ans
BOCMPOM3BEAEHMSA PACKPbITUM U MONOXeHUAX 06 nsobpetaTenbCkoOM ypOBHE, OTMETUB, YTO B
pasgene 64(1) (h) (rae wnget peyb o TpeboBaHUM O AOCTATOMHOM [AJ1 BOCNPOU3BEOEHUS
pacKpbITUK) UCMONb3yeTca TEPMUH «NnLO, obnagaroLliee cpeaHecTaTMCTUYECKMMU HaBblkaMuy U
o6bemMoM 3HaHWW», Torga Kak B pasgene 2(1)(ja) (m3obpeTtaTenbCkuin ypoBEHb) UCMOMb3yeTcs
TEPMUH «CNEeLManncT B AaHHOM obnactu» ™.

42 Hanpumep, B AnoOHMKM [OCTaTOMHOE ANt BOCNPOM3BEAEHUSA PacKpbiTUE OOITKHO ObITb paccynTaHo Ha «nuuo,

KOTOpOE CrMOCOGHO MCMoNnb30BaTh OObIYHBIE TEXHUYECKME CPEACTBA B LENAX OCYLLIECTBEHMS NCCNeaoBaHun
1 pa3paboTok (BkIoYas NOHMMaHWE OOKYMEHTOB, NPOBEAEHNE 3KCMEPUMEHTOB, aHanu3 1 Npou3BoACTBO) U
nposiBNATb OObIYHbIE TBOPYECKME CMNOCOOGHOCTM B COOTBETCTBYHLIEN obnactu (cneuuanuct B OaHHON
obnacTu), kK KOTOpOW OTHOCUTCSA U3obpeTeHne» (PYKOBOACTBO MO aKcnepTu3e, rmaea |, pasgen 3.2).

B cootBeTCcTBMM C MpaKTUKOM Takux CTpaH, Kak @PpaHums, Mapokko, Hopserua wn W3spaunb,
KBanMMUUMPOBaHHbLIA  cneuuanucT obnagaeT OAMHAKOBbIM  YPOBHEM HABbLIKOB Kak [ANsl  OLEHKM
n3006peTaTenbCKoro YpoBHS, TaKk M ANs OLEHKM [OCTaTOMHOCTM packpbitusi. B pokymeHte SCP/22/3
npeacTtaeneHa uMHdopmMauus o TOM, Kak onpedensieTcsl cneumanucT B AaHHOW obnacTu C TOYKU 3peHust
oueHkn cobnioaeHnst TpeboBaHus 06 n3obpeTaTenbCKOM YPOBHE.

Pasgen 014 PykoBoacTBa MO NaTeHTHOW npaktuke BegomcTBa WHTENneKTyanbHOW COGCTBEHHOCTU
CoeanHeHHoro KoponeBcTaa.

Cwm. Takke npepoctaBneHHole EMB martepuansbl, rge roBoputcs O TOM, YTO XOTS KBanvMdULMPOBaHHBIN
crneumanuct obnagaet OAMHAKOBBIM YPOBHEM HAaBLIKOB MPU OLIEHKE M300peTaTenbCkoro YPOBHS WU
[OCTaTOYHOCTW pacKpbiTUsi, B MocrnegHem criydae oH obnagaet vHdopmauunenhn o coaepXaHun naTeHTHOWN
3a8BKU.

B uacTtHocTu, coBeT nocTaHoBun:  «[M]Jo cyTM pJena, OYEBUOHO, YTO B KOHTEKCTE MOATBEPXAEHUS
[OCTaTOYHOCTM ANs BOCMPOM3BEAEHMS NULO, KOTOPOMY ajpecoBaHa MonHas cneuundwukaums, "obnapaet
CpeAHEecTaTUCTUYECKMMM HaBblkaMu U 06BEMOM 3HaHUA". 3aKOH He HafensieT 3TUMKU KayecTBaMu nNnuo, ang
KOTOPOro n3obpeTeHne siBNAeTCs HeoYeBMAHbIM. B 3TOM cnyyae Halla 3agaya He B TOM, YTOObI pelwnTb, Ans
Kakoro nuua packpbiTve ABNAeTCA AOCTAaTOYHbIM ANA BOcnpousBefeHud. Mbl BCero nulb ykasbiBaem Ha
pasnuuua B hopmMynMpoBKax, NpucyTcTBylowmx B 3akoHe. Mbl He HamepeBaeMcsi NMpeacTaBnAaTb NMUO,
MMelollee BblaaloLUMeca CrocoOHOCTU, HO Mbl U He cuYMTaem, 4YTo cneuwanuct B AaHHOW obnactu B
COCTOSIHUM BbIMNOMHUTbL TONbKO 6a30Bble MHCTPYKUMK. B 3akoHe npoBoauTCst pasnuune mMexay crneumanmctom
B [JaHHOM ob6ractu (nuuo, pelsatouiee Bonpoc o6 o4yeBMOHOCTU) M NuUOM, obnagakwowum cpesHuMn

[Footnote continued on next page]
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47. Cneumnanuct B gaHHOW obnacTn OoimkeH ObiTb B COCTOSIHMM peanu3oBaTtb nsobpeTeHne
Ha OCHOBE MOEN, CoaepXaLlMXCs B ONMCAHUKN 1 YepTexax U Ha OCHOBE CBOMX OOLLMX 3HAHWI MO
COCTOSIHMIO Ha AaTy nopaun®®. OnucaHue [OMKHO BbiTb AOCTATOYHO SICHBIM U MOMHBLIM ANS
cneunanucta B gaHHom obrnactm n gOmKHO coaepXaTb BCO Heobxoanmyto nHdopmaumio ans
peanusaumMm un3obpeTeHus. B aTonm cBA3M B npegocTtaBneHHbix CuHranypom maTepuanax
rooputcs: «[c]neuncmkaums agpecoBaHa nuuy, He obnagatowemy wmsobpeTtaTenbCckumm
CMOCOBHOCTSIMM N MMeEIoLEMY OObIYHbIE HaBblkM B COOTBETCTBYHOWEN obrnactn. Takum
o0Opa3oMm, BO3paXEHUs He [OOIMKHbl BblABUraTbCA B OTHOLIEHUM TEePMMHOMOMMKM, KoTopas
MOHATHA ANA KBanMUUMPOBAHHOIO crneuuwanucrta. bonee Toro, cneuudwukauuss — 3TO
TEXHUYECKMA [LOOKYMEHT, LUeNb KOTOPOro COCTOUT B TOM, 4TOObl gaTb WHCTPYKUUK
KBanupunumposaHHOMY nvuy NO MNOBOAY TOro, Kak [OencTByeT u300peTeHue, u  ecnu
cneumdukauma COOTBETCTBYET 3TOM LenuW, TO He [OMMKHO BbIABUraTbCA BO3PaXXEHUM Mo
NPUYMHE TOro, YTO M306pETEHNE MOXHO Bbino 6bl onvucaTb NO-APYromy 1 6onee NOHATHO» .

48. OTHOCUTENbHbIE HAaBbLIKA CMELManuMcToB B OaHHOW 06nactM — 3TO YpOBEHb HaBbIKOB
CNeLUnanunucToB B TOM TEXHOMNOrMYeckon cdepe, K KOTOPON OTHocUTCs M3obpeTeHne. B uenom,
ecnu un3obpeTeHne OTHOCUTCA K HEeCKONbkMM obrnactsim, To crneumdukauus cuymTaeTcs
AOCTaTOMHOW AN BOCMPOWU3BEAEHUS, €CrM OHA MO3BOMSIET CNeuManucTy B Kaxaon obrnactu
OCYLLLECTBUTb TOT acnekT n3obpeTeHunsl, KOTOpbI OTHOCUTCA K ero cneumansbHocTn®,

Hanuyme ncxogHbix MatepuanoB

49. OpfgHuM 13 BOMNPOCOB, KOTOPbIE MOTYT BO3HWMKHYTb MPW ONpedenieHnMn Toro, siBNAeTcs nu
cneunukaums OCTaTtoMHON ANs BOCMPOU3BEAEHUS, ABNAETCA BOMNPOC O HanMymMm UCXOAHbIX
mMaTepuanoB WM YCTPOWCTB, Heobxoaumbix Anga peanusaumm ndobpeteHus. Kak npaswuno,
ncxogHble martepuvansl, obs3aTenbHble ANA peanu3auun 3asBneHHOro n3obpeTeHnsd, HO He
npusoaumble B opmyne m3obpeTeHusi, JOMKHbl ObiTb Hagnexawmm obpa3omM packpbIThl.
Hanpumep, B CoeauHeHHbix LUTaTtax Amepukum cyg NOSACHUI, YTO €eCcnv  MpakTudeckoe
ncnonb3oBaHve meToda TpebyeT Hanmunsa onpeaeneHHoro yCTPOWCTBa, TO B 3asiBKe AOSHKHO
cogepxatbCsl A0CTAaTOYMHOE pPacKpbiTME TakKoro YCTPOWCTBA, €CrM OHO He HaxoauTca B
cBob6ogHOM gocTtyne. AHaNOMMYHbLIN NPUHLMN NPUMEHSETCH B TOM CliyYae, ecnu ansa cosgaHunsg
TOr0O VAW WHOrO COEAUHEHVS WM ONS NPaKTUYEeCcKOW peanusaumMm XMMUYecKoro npouecca
HeoBXoANMbI XMMUYeckue Bellectsa’™.

50. TouHo Takke B pasgerne 2.11.3.13 PykoBoacTtBa no BOMpocaMm MaTeHTHOW MPakTUKU U
npouenypbl ABCTpanuu roBOpPUTCH, YTO UCXOAOHbIE MaTepuanbl XMMWYECKOro npolecca unu

[Footnote continued from previous page]

HaBblkaMK (NMLO, pellarollee BONPOC O AOCTAaTOYMHOCTM Anga Bocnpoussenenus)». (Cm. Enercon, vs. Aloys

Wobben, (Mpukas No. 123 of 2013) (nyHkTbl 30 1 32).

KaccaunoHHbin cyn ®paHumm B noctaHoBneHun oT 13 HosiOps 2013 r. moaoTBepaur, 4YTO «M300peTeHue

cumTaeTcsl OOCTATOYHO PacKpbITbIM, €Cnv CcrneuuanucTt B AaHHOM obnactm B COCTOSIHAM OCYLLECTBUTb

n30bpeTeHne, npoynTaB onucaHue W Kcnonb3ys obblMHble npodeccuoHarnbHble, TeopeTudeckne U

npaktnyeckune 3HaHua» (Cour de Cassation. Pourvoir no P 12-14.803. R 12-15.449).

B3asBka Schwarzkopf and Ors’, 31 RPC 437, npouutupoBaHHass B npegocTaBfneHHbIX CuHranypom

MaTepuanax.

Hanpumep, B pewennn no geny Ex parte Zechnall, 194 USPQ 461 (Bd. App. 1973) CoBeT noctaHoBuII, Y4TO

«packpbITve, caenaHHoe nopaTtenem anennsaumu, OOIMKHO CYUTaATbCs AO0CTATOYHbIM, €CNM OHO MO3BOMnseT

nuuy, obnapatowemy kBanudukaumen B cdepe KOMMbIOTEPHON TEXHWKW, HAa OCHOBE B3aMMOAEWCTBUS C

nvuom, obnagjawowmm KBanudwukauven B cdepe nogayvM TOMMAMBA, OCYLECTBUTb W WUCMONb30BaTb

n3o6peTeHre nogatens anennsumMny. 194 USPQ at 461.

49 In re Ghiron, 442 F.2d 985, 991, 169 USPQ 723, 727 (CCPA 1971), un In re Howarth, 654 F.2d 103, 105, 210
USPQ 689, 691 (CCPA 1981).
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KOMMOHEHTbl XUMWYECKUX COEAWHEHUI [OOMKHbl OblTb W3BECTHbIMU coeauHeHusmu. B
NPOTUBHOM Cry4yae crocob CO34aHUsl TakMx COeAMHEHWU U3 U3BECTHbIX MaTepuanoB OOSHKEH
BbITb MMB0 packpbIT B cneumndukaumm, nmbo BbiTb 04eBUAHBIM MHBIM 06pa3om™. ToyHo Takke
B Knutae B pykoBOACTBE MO 3KCMNEPTM3E FOBOPUTCS, YTO B OMMCaHUM U30OpeTeHus, KoTopoe
ABMNAETCA XMMUYECKUM BELLECTBOM, AOIKEH NPUBOAUTLCS XOTA Obl OAMH METOA ero co3aaHust
M [OOIMKHA packpbiBaTbCA WMHGOPMaUMS O Cbipbe, Mpoueaypax, YCNoBusSIX W chneumanbHo
npucnocobrneHHoM ob6opyaoBaHMKU, HEOGXOOUMOM AN NpaKTUYECKOW peanusauun MeToda M
€ro OCyLLeCTBMNEHMS crieLmMannucToM B AaHHo obnacTtu. Yto kacaeTcs Cbipbsi, MCNOMb3yeMOro B
npouecce, TO KOMMOHEHTbI, MaTepuarbl, NPOU3BOACTBEHHbIE MPOLIECCHl UM €ro UCTOYHUKM
[OMKHBI BbITb ONMCaHbl MOHSATHLIM A5 CneuuanucTa B AaHHou obnactu obpasom.

ToBapHble 3Hakn 1 dUPMEHHbIE HAMMEHOBAHUS

51. B pykoBOACTBax Mo 3KCMEPTU3E HEKOTOPbIX CTPaHaX OTMEYAEeTCs, YTO He pekoMeHayeTCs
MCMONb30BaTb TOBAPHbIE 3HAKW, (PUPMEHHble HAaUMEHOBAHWSI UMW aHanorMyHble croBa Ans
yKasaHMs Ha MmaTtepuanbl WNW  UM3OEnVsi, ecnuM  TakMe CcrnoBa MpocTo 0B603HauvaloT
NPOUCXOXOEHNE WMM OTHOCATCA K LEMNOMYy [ManasoHy pasfuyHbIX MpoaykToB °2 . 3To
06BbACHAETCA TeM, YTO MAEHTUDMKALMS TOro WM MHOro MpuU3Haka, KoTopblii TpebyeTcst Ans
peanusaumy 3asiBMEHHOTO M306peTeHns, NocpeaCcTBOM TOBApHOrO 3HaKa MM PUPMEHHOro
HaUMEHOBAHNSI MOXET OKa3aTbCA HeJOCTaTOYHON AN [O0CTATOMHOro NS BOCMPOW3BEAEHMS
packpbITUS 1306PETEHNs, NOCKOMbKY COCTAB OXPaHSEMOro TOBAapHbIM 3HAKOM M3OENUs MOXeT
CO BpPEMEHeM M3MEHUTLCH NGO MPOM3BOAMTENb MOXKET MPeKpaTUTb ero uarotoeneHne™. B
LLeMoM, eCl1 WCMONb30BaHNEe TOBAaPHLIX 3HAKOB Bbi3blBaeT HEONpPEeAeneHHOCTb B OTHOLLEHUM
peanusaumn n3obpeTeHus, To TpeboBaHMe O JOCTAaTOMHOM AN BOCMPOW3BEAEHNS PaCKPbITUM
CYMTAETCS HEBbIMOMHEHHbBIM™®.

52. B pyKkoBOACTBax MO 3KCNEpPTM3e HEKOTOPbIX BEOOMCTB YKasblBAeTCA Ha TO, YTO ecnu
Takoe CrnoBO Mcnonb3yeTcsd, TO B Uensax cobntogeHuss TpeboBaHMs O AOCTaTOMHOM Anis
BOCMPOM3BEAEHMST PACKPbITUM cneayeT MaeHTMUUMpoBaTb NPOAYKT AOCTaTOYHbIM 0Bpasom
0©e3 onopbl Ha 3TO CNOBO, YTOOLI 0GecneyYnTb BO3MOXHOCTb OCYLLECTBNEHUA n30b6peTeHus
KBanMUUMPOBaHHBIM NUOM B Aaty nogayn. OpfHako B Tex crnydasx, Korga Takue crnosa
cTanM MeXayHapOAHO MNPU3HaHHBbIMW B KayecTBe CTaHOapPTHbIX onucaTenbHbIX TEPMUHOB U
NoOfy4YMnM TOYHOE 3HA4YeHWEe B HEKOTOPbIX CTpaHax, OHM MOrYT MCMONb30BaTbCHA, M Torga He
TpebyeTcs 4ONONHUTENbHAA MAEHTUMUKALMSA NPOAYKTA, K KOTOPOMY OHM OTHOCATCS "~°,

%0 B pasgene 2.11.3.13 PykoBoactBa mo Bonpocam MNaTeHTHOM MpaKTUKM 1 npoueaypbl ABCTpanum Takke

roBopuTcd, 4To «[clogepxalleecs B cneundukaumMm yTBEpXAEHVWE MO MOBOAY TOro, YTO BELLECTBO MOXHO
NONy4nTb UMM YTO OHO TaK UIM MHAYe U3BECTHO, Kak NpaBuno, AOMKHO NPUHMMATLCS. YKka3aHue UpMeHHOro
HaMMEeHOBaHUS COeAMHEHUST UNU MHOFO KOMMEpPYECKOro HasBaHusl, XOTA U He Bcerga npvemMnemMo B Apyrux
acnektax, B 9TOM Cfy4yae MOXeT CuMTaTbCs HenocpeacTBEHHbIM MOATBEPXKAEHMEM TOro, 4TO Takoe
CoeaIHEHNE N3BECTHOY.

PykoBoacTtBo no akcneptuse, Yacthb ll, rmaea 10, pasagensl 3.1(2) n 3.2(2).

Hanpumep, B ABctpanuu, ApreHTuHe, EMNB, Kutae, Xopsatun n Yunu. B uenom cnegyet oTMeTuTb, 4YTO
TOBapHbI 3HaK WCMONb3yeTCs Ans YyKa3aHWs Ha MWCTOYHMK MPOUCXOXKAEHWs ToBapa, a He Ha ero
XapaKTepUCTUKU.

Hanpumep, B pasgene 14.100 PykoBoacTtBa MO nNaTeHTHOM npakTuke BegomcTBa WHTENNeEKTyanbHON
cobetBeHHocT CoeuHeHHOro KoponeBcTBa roBOpUTCsl, YTO «MPEANOYTUTENBHO HE UCMOMb30BaTh TOBAPHbIE
3Haku B cneuudmrkauum, Tak Kak OHU NpeacTaBnstoT cobow ykazaHWe Ha NPOUCXOXAEHWNE, @ HE HA COCTaB UNn
cofepkaHne 1 No3TOMy He MOryT HaanexalimMm obpa3omM MCNonb3oBaThLCSA ANs onucaHus npegmeTa.

B CoeguHenHbix LUTaTtoB Amepukn cyn B pamkax gena «Coleman» npusHan, 4to B cnydvasx, korga B
crneunduKaumMnm UCMONb3yeTCs TOBAPHbIN 3HaK MU (pMpMEHHOe HauMeHOBaHWe, CyLeCTBYeT BEpPOATHOCTb
TOrO, YTO KOHKPETHbIE PacKpbITble Matepuarnbl MOryT ObiTb BbIBEAEHbI C PbiHKa MO0 YTO TOBAPHbIV 3HAK UMK
dUpMeHHoe HaMMeHOBaHWe HavyHeT MCMOoNb30BaTbCA B OTHOLUEHWUM 3HAYUTESNbHO OTNINYAOLWMXCS TOBapOB.
OpHako, ecnu puCK HEBENWK W BEPOSAITHOCTb HecobniopeHuss TpeboBaHMs O [AOCTATOMHOM  And
BOCMPOU3BEAEHNS] PaCKpbITUN SABMSETCH CNULLKOM OTAANEeHHOW W TUNoTeTUYECKOW, TO BO3paXKeHue Ha
OCHoBaHuu nepBoro absaua nyHkta 112 pasgena 35 Kogekca 3akoHoB CLUA He moxeT 6bITb NoAAepKaHo.
Hanpuwmep, B ApreHTuHe, ElNB, CoeanHeHHom KoponeBcTase n XopBaTuu.
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PackpblTne 61monormyeckoro Mmarepumana

53. Ecnu B 3asBke cogepXutcs ccbifika Ha Guonornyecknin maTepuarn, KoTopbii MOXeT ObiTb
pacKpbIT B JOCTAaTOYHOW CTENeHn B MMCbMEHHOW 3asiBKe B Liensx cobnogeHns TpebosBaHuns o
AOCTaTOMHOM [N BOCMPOM3BEAEHUS PAacKpbITUKM, Kak MpegycMOTPeHO B NPUMEHMMOM
3aKoHo4aTenbCTBE, TOMLKO NMOCPEACTBOM cCAayM mMaTtepuana Ha XpaHeHue B YNONHOMOYEHHOe
yypexgeHue, To Npu onpegerneHnn Toro, cobnogeHo num Takoe TpeboBaHue hakT caauu
npuHMMaeTcs BO BHUMaHWe. Caava Ha XxpaHeHWe paccMaTpuBaeTCs Kak YacTb ONMCaHusA B TOM
cTeneHn, B Kakon TpeboBaHMS B OTHOLUEHMM [LOCTAaTOMHOCTM PacKpbiTUS He MOryT ObiTb
BbINOSIHEHbI KAKUM-NMBO NHBIM 0Bpa3om.

54. YTO KacaeTCa yypexaeHus-OenosuTapusi, TO B HEKOTOPbIX MPUMEHUMbIX 3aKOHaXx
KOHKPETHO yKasblBaeTcsa noboe ydpexaeHue, NnpusHaHHOe B COOTBeTCTBUM C ByaanewTckum
AOrOBOPOM O MEXOYHapoOHOM MNPU3HAHUKM OEeNOHMPOBAHMS MUKPOOPraHM3MoOB And ueneu
naTeHTHOM npoueaypbl oT 28 anpens 1977 r.%’, u/unu nobble UHbIe NPU3HAHHbIE YYPEXOEHNS-
nenosutapumne.

55. Y70 KacaeTcsi CPOKOB CAa4YM Ha XpaHeHue, TO B DOMbLUMHCTBE CTPaH cAadya Ha XpaHeHue
AomkHa ObiTb nNpou3BedeHa He No3aHee AaThbl Nogayu 3asiBKM UIKM, €Cnv MchpallvMBaeTcs
NpaBO Ha MPUOPUTET, — AaTbl NoAaYM NMPUOPUTETHOI 3asBkK™. OfHAKO B HEKOTOPbIX 3aKOHaX
BCTpeYaloTCsa onpederieHHbIX BapuaHTbl 3Toro npasuna. Hanpumep, B CoegmHeHHbIX LLTaTax
AMepurKM caavya MOXET OCYLLECTBNATLCA B 06O MOMEHT 40 Nogavv NaTEeHTHOM 3asBKM UK B
TeyeHMe cpoka paccMOTpeHus naTeHTHoi 3asBkum . B [MaparBae cpaya [OomkHa ObiTb
ocyulecTBrieHa He rno3gHee, 4YeM uYepe3 60 gHen € paTbl Nogayn 3adBKU UK, €Cnu
McnpaluMBaeTCs NPaBo Ha NPUOPUTET, He No3AHee AaThbl NoAauM NPUOPUTETHON 3asBku®.

56. W300peTeHne, copepxkallee CCbiNKy Ha Ouonorndyeckuin Matepuan, CuYuTaeTcs
PacKpbITbIM, €CNY 3asiBKa COAEPXKUT AOCTYMNHYH 3asBUTENO0 MHOPMAaLMI0 O XapaKTepUCTMKax
COAHHOrO Ha XpaHeHue Guornornyeckoro MaTepuarna, HasBaHue YyYpexaeHuUs-4eno3uTapus u
HOMEp AoCTyna K cAaHHOMY maTtepuarny.

PyHaamMmeHTanbHas He0CTaTO4YHOCTb

[Footnote continued from previous page]

% B Llsenuapun ncrnono3oBaHMe 3HaKOB B OMUCAHUWN ABMSETCA NPUEMNIEMbIM, €Cn NpoayKTam, Ha KoTopble
AaeTcsa Ccbifka, He MpunucbiBaloTcs kakne Obl TO HM ObINo HepocTaTkm (PykoBoacTBO MO NpoBedeHuio
9KCNepTM3bl MO  CyWecTBy HauuoHanbHbiXx naTeHToB  LUBeriuapckoro ®depepanbHOro  MHCTUTYTA
WHTENnekTyansHon cobctBeHHoCcTH, pasgen 8.2). B CoegnHeHHbix LUTtatax AMepuky TOBapHbIN 3HaK unu
(hbpMEHHOE HauMeHOBaHNE MOTyT MCMONb30BaTbLCHA B NATEHTHOM 3asiBKM B Lienax naeHtndukauum npeaMeTa
unu ToBapa, ecnu: «(A) 3HaYyeHue TaKoro 3Haka WM HaMMeHOBaHWSA OnpeaerneHo B CONMpPOBOXOAIOLLEM €ro
onpefeneHny, cogepxatlemMcs B cneumdukaummn, 1 OHO SBNSETCS [OCTaTOYHO onucaTenbHbIM, 4OCTaTOYHbLIM
ANS BOCMPOM3BEAEHUs, AOCTAaTOMHO TOYHBLIM WM MOHATHBIM, obecneynBas COOTBETCTBME NyHKTa (hopMyrbl
nsobpeTeHnsi, B KOTOPOM YMOMWHAETCA TakoW 3HaK WM HaumeHoBaHue, TpeboBaHuAM nyHkTa 112
pasgena 35 Kopgekca 3akoHoB CLUA, unu (B) 3HauyeHne Takoro 3Haka unv HaMMeHOBaHUS XOPOLLO U3BECTHO
nvuy, obnapatowemy ksanudukaumen B AaHHOMW obnactu, u B COOTBETCTBYKOLLEW nuTepaType emy AaHo
yaoBneTBoputensHoe onpegeneHney». (PyKOBOACTBO MO MNOpsSAKY MNPOBEAEHWS MaTEHTHOW 3KCNepTusbl
(PMN3) BMT3 CLUA, rmasa 608.01(v)).

Hanpuwmep, B ABcTpun, onrapun, Xopsatum, 'Batemane, Mekcuke u VicnaHuuw.

Hanpumep, B Mekcuke n EATO.

Hanpumep, B Asctpanuu, Asctpuun, ApreHTuHe, bonrapuu, MBatemane, cnanmm, Mekcuke n Xopsatuu.

Ecnn nepBoHavyanbHas caada ocyllecTBnsieTcs nocrne oduuManbHOW AaTtbl NoAayy NaTeHTHOW 3asdBKM, TO
3asBUTENb AOMKEH He3aMeanUTENbHO NPeAcTaBMTb 3adBlieHUe OT NULa, KOTOPOE MOXET NOATBEPANTb 3TOT
akT, O TOM, 4YTO CO@HHbIA Ha XpaHeHue Ouornoruyeckuin matepuan sBnsieTca Tem 6uonornyeckum
MaTepuarnoM, KOTOpbI Yka3aH HenocpeacTBeHHO B nogaHHon 3asske. Cm. 37 CFR 1.804.

&1 cTaTbsi 16, 3akoH Ne 1.630/2000.
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57. WHorga nogatoTcs 3asdBKU, XxapakTepusylowmecs yHOaMeHTanbHOW He4OCTaTOYHOCTbIO,
B TOM CMbICMie, YTO TakMe 3asiBKM HE MOryT ObiTb peanu3oBaHbl CMeUMannuctoMm B AaHHOM
obnactn. B aTom cnyyvae peyb ugeTr o HecobniogeHun TpeboBaHWst O [OCTAaTOYMHOM ANs
BOCMNPOU3BEAEHNSA pPaCKpbITMKM, 4YTO, MO CyTM Aena, HEBO3MOXHO ucrnpaBuTb. B uenom B
HEKOTOpPbIX PYKOBOACTBaX MO 3KCMNepTu3e YNOMWHAETCs ABE CuTyauuu, KOTopble cnegyet
oTMeTuTb ocobo. [lepBbiM cnyyanm KacaeTcss CUTyauul, Korga ycnewHasi peanusauus
n300peTeHnsa ABNSAETCS CryYanHoOW. B atom cnyyan kBanuuumpoBaHHbIA chneumanuct,
BbIMOMHMB  YKa3aHMS MO  OCYLLEeCTBMEHN0 n300peTeHns, obHapyxuBaeT, 4To nnbo
npeanonaraemble pesynbTatbl M300peTeHust HeBOCNPOWU3BOAMMbI, MO0 OHW LOCTUrarTCA
abconoTHO HeHagexHbiM obpa3om. [lpumepom nogobHOM CUTyauum MOXET SBNATbLCA
MUKPOOMONOrMYecknin npoLecc, npeanonarawmin Hanudane MytTauun. Takme cryvam Hy>XHO
oTnnyaTb OT TeX, I4e YCMNELWHbIN pe3ynbTaT BO3MOXHO MOBTOPUTb, AaXe HECMOTpsi Ha
onpedeneHHyo OOMK Heyaad, KoTopble MOryT MMeTb MEeCTO, Hanpumep, npyv Npou3BOACTBE
MariOMarHUTHbIX CEPAEYHMKOB WITM SNEKTPOHHbLIX KOMMOHEHTOB. B nocnegHem cnydae, ecnu
geTtanu  yOOBMETBOPUTENBLHONO  KaydecTBa  BO3MOXHO  OTCOPTMPOBaTb C  MOMOLLbHO
Hepaspylatowero crnocoba KOHTPOMs KadecTBa, TO C TOYKM 3peHusa TpeboBaHus o
AOCTaTOMHOM Afa BOCMPOU3BEAEHUS PACKPbITUM BO3PaXKEeHUs1 BbIABUratbCA HE OOSMKHbI.
BTopas rpynna crnyvaeB kacaeTca cuTyauui, Korga ycnewHasi peanusauus nsobpeteHus no
CBOEN CyTU HEBO3MOXHA, TaK Kak OHa HapyllaeT U3BECTHble 3aKOHbl PU3NKN. DTO OTHOCUTCH,
Hanpumep, K BeYHbIM Asuratensm®?.

TPEBOBAHWE O MNMOATBEPXAEHNA

58. BaxHbIM acrnektom TpeboBaHWsi O packpbiTUM B MaTEHTHOM MpaBe SIBMSIETCA TO, YTO
dopmyna n3obpeTeHus, onpeaensiollas npeaMeT, B OTHOLLIEHMM KOTOPOro MUcrpallnBaeTcs
oxpaHa, AoMKHa MOMHOCTLI0 NOATBEPXKAATLCS ONUCAHUEM.

59. 3HaueHve TepmmHa «opMyna N300pPEeTEHUSI MONHOCTLIO NMOATBEPKAAETCS OMUCAHUEMY
ABNSAETCS B 3HAYMTENbHOW MEpe CXOXUM B BOMbLUMHCTBE topucankumi. B uenom, aTtoT TepMuH
O3Ha4yaeT, YTO B OMUCaAHWM [LOJPKHA COAEpXaTbCA OCHOBa AN OObekTa KaXaoro nyHKTa
dopmynbl n3obpeteHnss U 4To obbeM popmynbl n3obpeteHus He pomkeH 6biTb Gonee
LUMPOKMM, 4YeM TO, 4TO MOAKPENreHO onucaHuem u ueptexam . B pykoBoacTBax no
9KCMepTU3e HEKOTOPbIX BEOOMCTB TaKkKe YkadaHo, 4YTo obbeM dopmynbl nM3obpeTeHus He
AOJIDKEH ?4bITb lwmpe, 4em TOT 0ObeM, KoTopbii OBOCHOBaH «BKNagOM B OaHHYy obnactb
TEXHUKNY ",

62 Ecnn cbopmyna M306p6TeHMﬂ Takoro yCTpOIZCTBa onuncbiBaeT ero beHKLI,VIVI, a He TOJIbKO ero CTpyKTypy, TO

BO3paXeHue B 3TOM Cryyae KacaeTcsl He TONbKo TpeboBaHMA 0 JOCTAaTOMHOCTU PacKpbITUS, HO 1 TpeboBaHUst
O MpoMbIWIeHHON npumeHumocTn. Cm., Hanpumep, nyHkT 4.13 Pykosogctea PCT no npoeaeHuio
MEeXAyHapoaHOro noucka W MexayHapodHoW npeaBapuTenbHom akcnepTusbl M rnasy -2 vactm F
PykoBoacTtea no akcneptuse ElNB.
Hanpumep, cm. nyHKT 4.6.11 PykoBoacTBa No NpoOBEAEHMIO SKCNEPTM3bl MATEHTHbIX 3as1BOK HA N3006peTeHus B
BEAOMCTBaX MPOMbILLNEHHOW COGCTBEHHOCTM cCTpaH AHAckoro coobuwectBa (PykoBoactBo AHACKOro
coobuwectBa). B Kutae copmyna un3obpeteHus pomkHa ObiTb NoATBEpXKAeHa OonMcaHueMm, TO eCTb
«TEXHUYECKOE peLleHne, B OTHOLUEHMM KOTOPOro UCMpalMBaEeTCs 3awuta, No Kaxaomy MyHKTY dopMynbl
n306peTeHnsT AOMKHO NpeacTaBnsitTe cobol pelueHne, K KOTOPOMY CreuuanucT B AaHHOW obnactn MoxeT
NPUATM HanpsMyo unu nytem o606LLUEHNs, OCHOBLIBAsICb Ha COAEpXKaHWM OOCTaTOYHOro packpbiTUS U3
onucaHusi, U Takoe pelleHne He OOMMKHO BbIXOAWTb 3a npedenbl obbema coaepXaHusi, PacKkpbITOro B
onucaHum» (pasgen 3.2.1 rmasbl 2 yactn |l PykoBoactBa no naTeHTHOW akcnepTuse [ocygapcTBeHHOro
BEOMCTBa MWHTennekTyansHon cobctBeHHocTn Kwutanckon HapogHom Pecnybnvku). B CoeanHeHHbIX
LWtatax Amepukn «obbem chopmyrbl M306peTEHNST JOMKEH UMETb Pa3yMHYH KOPPENSLUMIO C COAEepXKaLLMMCA
B cneundvkaumm o6bLEMOM [AOCTAaTOMHOIO [Afi BOCMPOU3BELAEHUS PACKPbITUS C TOYKM 3peHus nuu,
obnapatowmx obbIvHOM KBanudvkaumen B gaHHoN obnactu texHukmn» (NyHkT 112 pasgena 35 CBoaa 3akoHOB
CLA).
o4 Cm., Hanpumep, pasgen 2.11.7.1 A PykoBogctBa noO BOMpocaM naTeHTHOM MpakTuKM W npoueaypbl
Bepomctea MC AscTpanun, rmasy 6 PykoBoacTeBa no naTeHTHOM akcneptude Xopsatum u rmasy IV-6.1

[Footnote continued on next page]
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60. B AnoHun uenb atoro TpeboBaHuA o0ObsICHAETCA B peweHun BepxoBHoro cyga no
BONPOCaM WHTENNEKTyanbHON COOCTBEHHOCTU: «3asiBIEHHblE M300peTeHns He [OIMKHbI
npeBbiwaTe 06bEM, yKaszaHHbIA B AeTanbHOM 00bsACHEHUN N300peTeHns. 3asaBuTb B oopmyrne
00 n300peTeHMn, He ykasaHHOM B AeTanbHOM OOBSCHEHUN M300pETEHMSl, — 3TO 3HAYMT
AobmBaTbCA NaTEHTHOM OXpaHbl Ans n3obpeTeHusa, He packpbitoro nybnuke. Ctatbs 36(6)(i)
npeaHasHayeHa aAns HeaonylieHns aTtoro»®. B ABCcTpanum cyf NOSICHWI, YTO NOATBEPXAEHNE
NyHKTOB chopmynbl n3obpeteHnst 0603Ha4aeT, uTo «[...] onpegeneHusi B oopmMyrne n3odpeTeHuns
[To ectb B 3asBneHHOM M300peTeHnn] OOIMKHbI MO CBOEW CYTU COOTBETCTBOBaTb 06bemMy
n3o0bpeTeHnsa, packpbiToMy B onucaHun. WHbiMm cnoBamu, [...] doopmyna m3obpeTteHus He
AOMMKHA pacnpoCcTpaHATbCHA Ha OOBEKT, KOTOPOro — Mocfe NPoYTEHUSA ONMcaHNs — BCE PaBHO
He ObIfo Obl B pacnopsiXeHun crneumanncta B JaHHON o6nactu»®e.

61. B cooTBeTCTBMM C NPaKTUKOW MHOrMX BEAOMCTB, TOT WM MHOW MYHKT OOpPMYfibl
n300peTeHnsa, Kak npaBumo, CUYUTAEeTCAa NOATBEPXKAEHHbIM  ONMUCaHWEM, €Cnn  HeT
060CHOBaHHbIX NMPUYUH CYMTATb, YTO crneunanucT B 4aHHOW 06nacTn He CMOXET — MCX0oas M3
WHopMaLmK, NpeacTtaBrneHHOW B NOOAHHOW 3asBKe, — pacnpoCTPaHUTb KOHKPETHYK MAEto
ONUCaHNA Ha BCIO 3asBMEHHYO 06nacTb, MCMOMb3ysa 0OblYHbIE METOAbI AKCNEPUMEHTMPOBAHMS
unn ananusa. [loaTrBepxaeHwe OOSMKHO, OOHAaKo, OTHOCUTLCA K MpU3HaKam 3asiBrEHHOro
n300peTeHnsa: pacnnbiByYatble 3asBNEHWUS WW  YTBEPXKOEHUS, HE WUMEeKLMe HUKaKoro
TEXHMYECKOro UM MHOIO COOTBETCTBYIOLLErO COAEPXaHUs, He cnyxaTt ocHoBon. Kak npasuro,
9KCMEepPT BbICKa3blBaeT BO3paXeHWE OTHOCUTENbHO OTCYTCTBUS MOATBEPXKOEHUS TOMBbKO B TOM
cnyyae, ecnu gns 3TOro ecTb Cepbe3Hble OCHOBaHUA. B criyyae Hanmmums BO3paKeHusi ero
OCHOBaHWsi, NO Mepe BO3MOXHOCTW, [OOSDKHbl MOATBEPXAATbCS KaKMM-NINOO KOHKPETHbIM
ony6IMKOBaHHbLIM AOKyMEHTOM®”.

62. Kpome TOro, B HEKOTOPbIX PYKOBOLCTBAX NO 3KCNEPTU3E YKa3blBAETCA HA TO, YTO NPOCTOE
coBnageHvne bopMynmnpoBokK B hopmyne n3obpeteHns n onncaHnm He 03HavaeT, YTo hopmyna
n3obpeTeHns noaTeepxaaeTcs onucaHnem®®,

[Footnote continued from previous page]

PykoBogctea no akcneptmse ENB. B aton cBsasn B PykoBoacTBe Mo BOnNpocam MaTEHTHOW MPaKTUKM 1
npoueaypbl Benomctea MIC ABcTpanuu nosichHsietcsi:  «Bknag usobpeTtatens B COOTBETCTBYHOLLYO obnacTb
onpenensieTcs TeM, 4YTO HOBOrO MNosiBNsieTcs B 3TOM obnactu Gnarogaps KoHUenuuMu u3obpeTeHus,
packpbiTo  cneuudurkauum, T. €. HACKONbKO Aaneko yaanocb NpoABUHYTLCS COOTBETCTBYHOLLEW obnactu
Onarogapsi koHuenuun wunsobpeteHusa. OaumH M3 cnocoboB onpedeneHns BKMNaga B COOTBETCTBYHLLYHO
obnactb COCTOWT B OonpegeneHny Toro, kKakas 4acTb packpbITON MHpopMaLMn ABRSeTCA HOBOW Ana obnacTtu
1 HeoueBmaHow. [...] Mo cytn gena, cogepxalleecs B pasgerne 40(3) TpeboBaHne, B COOTBETCTBMMU C KOTOPbIM
06bem hopmyrnbl U300peTeEHNss He AOMMKEH ObiTb LUMPE, YeM TOT OOBbEM, KOTOPLIN OBOCHOBaH BKIAOOM
nsobpetatens B fOaHHyl0 obnacTb TexHWKW, npegnonaraeT, 4To d¢opMyna wu30bpeTeHus [O0mkHa
OrpaHMYMBaTLCS pacKpbiTbiMM B crneuudukauum npoayktamu w/vnu npoueccamu, KOTopble SIBNsOTCH
HOBbIMMW, U306peTaTenbCKUMKM U MHAOPMaLMS O BOCMPOU3BELAEHMM KOTOPbIX AOCTATOYMHO MpefcTaBreHa B
packpbITUMY.

PelleHne BepxoBHOro cyga no BonpocaM UHTENeKTyansHow cobcTBeHHoCTM oT 11 Hosibpst 2005 r., (Hei 17
(Gyo-Ke), No. 10042, npusogmmoe B pasgene 2.2.1.1 rnasbl | PykoBoacTtea no akcneptuse AlB.

66 Generics (UK) Ltd v H Lundbeck A/S [2009] RPC 13 at [36], affirming T 409/01, ABcTpanusi.

o7 Cwm., Hanpumep, rmaBy 6 PykoBoacTBa no naTeHTHOW 3kcnepTu3e XopBatum u rmasy IV-6.3 yactm F
PykoBopgcTtea no akcneptuse EMNB. B aTon cBsisn B NpeaocTaBrneHHbix Poccuiickon ®eaepauunen matepuanax
rosoputcs: «[...] noboe BoO3paxKeHMe CO CTOPOHbI 3KCMepTa KacaTenbHO, B 4aCTHOCTW, HecobnoaeHust
TpeboBaHUs O [OCTAaTOMHOCTU pacKpbiTUS U306peTeHust [...] JOMKHO ObiTb MOATBEPXKAEHO TEXHUYECKMMMU
aprymMeHTaMu CO CCbIIKaMW Ha TexHudeckyto nutepaTypy. CCbINIKM Ha TEXHWYECKYH nutepaTtypy He
TpebyoTcA TONbKO B TOM Crydae, ecrnv aprymMeHTauusi 3KCrepTa OCHOBbLIBAETCS Ha 3HaHWsix obLiero
XapakTepa B COOTBETCTBYHLLEN 0O6NacT TEXHUKNY.

B atoii ceBssn ¢ pasgene 2.11.7.1 A PykoBoactBa Mo BOMpocam NaTeHTHOM MPakTUKM U npoueaypbl
Bepomctea C ABcTpanum nosicHAeTcs, 4to «[c]amo no cebe ynomuHaHWe B OMNWCaHWM XapaKTepUCTUK,
BCTpevawwmuxcs B dopMyne wun3obpeTeHus, He SBMASETCA [AocTaTouHbIM noarBepxaeHnem.  Crnoso
"nogTeepxaeHne" 0603Ha4aeT He MNpOCTO coBnageHne OPMyNMPOBOK U TpebyeT, 4TOObl packpbiTue
npencTaensno cobol OCHoBaHWe Ansi NPefoCTaBfEHWMS MOHOMOSbHBIX MpaB Mo Bcel wupoTe chopmyrbl
nsobpetenuns. (Schering Biotech Corp.’s Application [1993] RPC 249 at 252-253)». Kpome ToOro, B

[Footnote continued on next page]
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63. B cooTtBeTCcTBMMN C pelueHnamu AnensnisaumoHHbIX komuccnn ENB kBanuguumpoBaHHbIN
crneumanuct npu paccMoTpeHun opmMynbl M3006peTeHnss OOMKEeH CTapaTbCHA, WUCMNONb3ys
cKopee MeTodbl CMHTE3a, a He aHanusa, NPUNTN K TaKOMy TONKOBaHM0 (hopMyrbl M306peTeHuns,
KOTOpOe SABNAETCA TEXHUYECKM PasyMHbIM M YYUTbIBAET BCH MOMHOTY PackpbITUS MNaTeHTa.
Kpome TOro, npu paccmotpeHun popmMynbl N306peTeHnst cnegyeT cunTatb, YTO NOHATUSA UMEIOT
TO Xe 3HadeHuMe Wn ccepy oxBaTta, YTO U B COOTBETCTBYLLEW obnactu, ecnu B OnMcaHuu
crneumanbHO He OroBOPeHO 0coboe 3HaYeHne NyTeM BKITOYEHUS OTAENbHOro onpeaeneHns unm
WHBIM 06pasom®.

64. OT 3asBuTEna He TpebyeTca orpaHnymBaTb OPMYNy M30OpPETEHUS KOHKPETHBbIMU
onucaHHbIMK1 cnocobamn peanusauumn, ogHako ob6bem opmynbl M300peTeHns OOMKEH ObiTb
Hagnexawmm obpasoMm noaTBepXAeH npeamMeToM, pPackpbiTbiM B OCHOBHOW  4acTu
cneumndukaumn’™.

PaccmMoTpeHure Bonpoca 0 COOTBETCTBMM TPEOOBAHUIO O NOATBEPXKAEHUM

65. B pyKkoBoACTBax MO 3KCNEPTU3e HEKOTOPbIX MAaTEHTHbIX BeAOMCTB NPUBOAATCS
KOHKPETHble MeToAdbl PAacCMOTPEHUS BOMpoca O cobnioaeHn TpeboBaHMs O NoaATBEPXAEHUMN.
Hanpumep, B PykoBoacTBe no Bonpocam MaTEHTHOW NpakTMKM W npouedypbl ABCTpanuu
NOSICHAETCS, YTO «HaAsnexallas NoaroToska cneumdukauum n dopmyrnbl n3obpeteHns nrpaet
KMIOYEBYIO poSfib NPU PacCMOTPEHMM TOro, NOATBepXAaeTcsi nu 3asiBlieHHoe M3obpeTeHue
AaHHbIMW, packpbiTbiMM B crneundukaumm. Kaxnass 3asiBka [OOfmkHa paccMaTpuBaThbes
OTAENbHO Ha OCHOBaHWM Hagnexalim obpas3oM MOAroTOBMEHHOW cneumdukaummn n gakToB
pena» 't . [lanee roeBopuTcsi, Y4TO B LEMAX OMpeAeneHns COOTBETCTBUS creumduKaLmm
TpeboBaHMI0 0 NOATBEPXKAEHUN IKCNepTaM creayerT:

® NHTEpnpeTnpoBaTb hopmMyIny n3obpeTeHus;

(ii) CPaBHUTL 3asBNEeHHOe K300peTeHne C OOBbEKTOM, PacKpbIiTbiM B OCHOBHOW 4acTu
cneumdpukaumm (T.e. C OnMMcaHMeM, a Takke C YepTexamMnm W nepeyHem
nocnegoBaTenbHOCTEN); U

(iii) onpegennTb C y4eToM Bcex (hbakTopoB, OTBEYaeT nn cneumdukauus crnegyowmm
KpUTEPUSIM:

(@) ocHOBHasi 4YacTb crneuudukauMm [OIMKHA CcopepxaTb AO0CTaTodHoe Ans
BOCMNPOM3BEAEHMSA pacKpbiTUe, T. €. 0Ha [OIPKHA packpbiBaTb 3asBfEHHOE
n3obpeteHne Takmm obpasom, 4ToObI cneumanuct B AaHHOW obnacTtm cmor
peanu3oBaTb €ro, He MoABeprascb HeonpaBgaHHOMY OpemMeHu U He
ncnbITbiBasi NOTPEOHOCTb B AONONHUTENBHBLIX N300pETEHUAX; 1

[Footnote continued from previous page]

pasgene 3.2.1 rnasbl 2 Yactu || PykoBoacTtea no nateHTHon akcneptuse Knutas nosicHseTcs, 4to «[H]ecmoTps
Ha TO, YTO TeXHUYeckoe pelueHne B chopmyne nsobpeteHns nmeet Te xe POpPMYNMPOBKK, YTO U OMNUCaHue,
3TO He O3HauaeT, 4To hopmyna M3obpeTeHns NOATBEPXKOAETCA onucaHnem. Tonbko B TOM cryyae, ecnu
TEXHUYECKOe pelleHue, Kak OHO onpegeneHo B dopmyne u3obpeTeHnsi, MoxeT OblTb AOCTUMHYTO
cneuvanucTtoM B [aHHOW o6nactM Hanpsmylo wnvM nytem o0o00LieHnss C Onopol Ha coaepxaHue
AOCTaTOYHOrO packpblTMA B OnucaHuu, dopmyna M3obpeTeHus, onpedensiowas TeXHU4ecKoe peLleHue,
MoXeT 6bITb NPU3HaHa 060CHOBAHHON B ONMUCAHUNY.

Cwm., Hanpumep, pelleHns AnennsaumnoHHbIX komucenii EMB: T311/93, T1321/04.

o CM., Hanpumep, PyKOBOACTBA MO 93KCMepTu3e naTeHTHbIXx BegomcTB CoeguHeHnHoro KoponescTBa w
AscTpanuu.

Pasgen 2.11.7.1A PykoBoacTBa No Bonpocam naTeHTHOWM NpakTuku 1 npoueaypbl Begomctea MIC AscTtpanuu.
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(b) cnekTp NpegocTaBnsEMbIX NATEHTHLIX MOHOMOSBbHbBIX NPaB, ONpeaeneHHbIn B
dopmyne n3obpeTeHnsi, He AomkeH ObiTb wWwwupe, Yem TOT OObEM Mnpas,
KOTOpbIV NOATBEPXAEH ONnncaHnem, yepTexamu, nepeyHem
nocrnegoBaTenbHOCTEN M BKITAAOM B COOTBETCTBYHOLLYIO 00NacTb TEXHUKMN.

66. B aTOM CBA3M B PyKOBO[J,CTBe no J3KcnepTtunse AnoHCKOro naTteHTHOro BeagOMCTBa
roBOpUTCA:

«(1) [a] onpepeneHne TOro, COOTBETCTBYET N POPMYnMpoBKa hopmMyrbl N306peTeHns
[TpeboBaHnio 0 noaTBEPXKAEHUM] OCYLLECTBISAETCA Ha OCHOBAHWM CPaBHEHUSA W
pPacCMOTPEHNs 3asaBIIEHHOro u3obpeteHns U u3obpeTeHus, npeacTaBneHHOro B
nogpobHoMm onucaHun wn3obpeTeHna. Takoe CpaBHEHWE U pacCMoTpeHue
OCYLLECTBMAKTCA NyTEM  U3y4YeHUs  COoAepXaHus  noapobHOro  onucaHus
n300peTeHna M Ha OCHOBaHWW 3asBneHHoro wusobpeteHusa. [lpu BblHECEHUU
peweHna cnegyetr wusberatb 4pe3MepHOro orpaHudeHuss obbema opmynbl
N300peTeHN TEMU KOHKPETHbIMW MPUMEpPaMW, KOTOpPble yKasaHbl B MOAPOGHOM
onucaHum n3obpeTeHus.

(2) Mpn npoBeaeHMM CpaBHEHMS W PACCMOTPEHUSI HeobXxoauMMOo aHanuanpoBaTb
cybCTaHTMBHOE COOTBETCTBME 3asABMIEHHOrO M300peTeHns un  un3obpeTeHus,
NpeAcTaBreHHOro B NogpobHOM OnMcaHuMKn, BHE 3aBUCUMOCTM OT TOrO, HACKOSbKO
coBnagatT opmMynupoBkn ¢opmynbl M30bpeTeHns M nogpobHOro onucaHus
n3obpeteHna. Ecnu onupatbcs TONbKO Ha eamMHoobGpasve opMynMPOBOK U UX
cooTBeTcTBMEe TpeboBaHuaAm ctaTtbm 36(6)(i), To MoxXeT ObiTb BblgaH MaTeHT Ha
OObeKkT, KoTopbli He ©Obinl  OOmMKkHbIM 00pa3oM packpblT B MHTEpecax
00LLEeCTBEHHOCTH, YTO HE COOTBETCTBYET LIENAM AAaHHOIO NOMOXEHUS.

(3) PaccmoTpeHue Bonpoca O CyGCTaHTMBHOM COOTBETCTBMM OCYLLECTBIISETCA NyTeM
aHanmMsa TOro, NPEeBbIWAET M OXBaT 3asiBNEHHOrO0 M300peTeHns TOT O6beM,
KOTOPbI NPeaycMOTpPeH B MoapoOHOM onucaHum ulobpeTeHus, Takmm obpasom,
yTOo cneuvanucTt B AaHHom obnactm [...] mor 6bl coenaTtb BbIBOA O TOM, 4TO
npobriema, KOTOpPYH OOJDKHO PELWUTb U300peTeHne, OHO OEWCTBUTENIBHO MOXET
pewnTb. B cnyyae yctaHoOBNEeHWst TOro, 4To 3asBreHHOe n3obpeTeHne npeBbIlaeT
obbem nogpobHOro onmcaHmMsa M30bpeTeHnsa Takum obpas3om, 4TO crneunanuct B
AaHHOM obnactu mor 6bl caenaTb BbIBOA4 O TOM, YTO npobnema, KOTopyk AO0SMKHO
pewmnTb n3obpeTeHne, OHO [OENCTBUTENbHO MOXET pPeLluTb, 3asiBNeHHoe
n3obpeTeHne ” Kn3obpeTeHne, nNpeacTaBneHHoe B MNOAPOOHOM  onucaHun
N300peTeHnsa, CUYMTAOTCS HECOOTBETCTBYKOLWMMK OpYyr Opyry, a 3adBka — He
oTBevatoLern TpebosaHuto [0 noaTBepxaeHn] [...]».

O0600LLleHne 1 ero macLuTaosl

67. B pykoBoacTBax Mo 3KCnepTu3e MHOrMX BEAOMCTB B OCHOBE OObACHeHUs TpeboBaHusA O
NOATBEPXAEHUN, NPefyCMOTPEHHONO B 3aKOHOAATENbCTBE COOTBETCTBYIOLUMX CTPaH, NEXut
KoHUenuna obobueHns. B yacTtHoCTh, ob6bAcHAEeTCs, YTO GONbLUMHCTBO MYHKTOB (hOpPMYyIibl
n3obpeTeHnsa npenctaBnaoT cobon 0606LLeHNnE O4HOrO UM HECKOMNBbKMX KOHKPETHbIX cnocoboB
peanusaumm Unn NPUMepPOB, N3MNOXEHHbIX B onvcaHun. Kak npaBuno, 4onycTuMble MacluTabbl
0600LleHNss — 3TO BOMPOC, KOTOPbIN OOSMDKEH pellaTbCsa B KaXOOM KOHKPETHOM crnydae C
Y4ETOM COOTBETCTBYHLLEIO YPOBHS TEXHMKU. Takum obpasom, npu onMcaHum nlobpeTeHus,
OTKpbIBAIOLLIEro LIeNy HOBYK ob6nactb, AonycTMM 6Gornee BbICOKMM YpOBEHb 000OLLEHMS B
dopmyne un300peTeHusi, 4emM npu  ONUCaHUM K300peTeHUsd, WMEILEro OTHOLWEHNE K



SCP/22/4
cTp. 21

[OCTWKEHNSIM B U3BECTHOI TexHonornyeckon cepepe’”. Haanexaluas dpopmyna usobpeteHus
He OOMMKHa ObiTb CMMLIKOM LUMPOKOM, BbIXOASALLEN 3a pamMKu n300bpeTeHus, 1, B TO Xe BpeMs,
OHa He A0MmKHa ObiTb CMMLLKOM Y3KOM, Nnuulasi 3asBUTENsA CnpaBeasIMBOro BO3HarpaxxaeHus 3a
packpbITUe ero n3obpeTeHus. 3asiBUTENO OOMKHO ObiTb pas3pelleHOo NMpeTeHaoBaTb Ha BCe
o4yeBMAHblE MOAMMUKALMKW, IKBUBANEHTbl M BUOblI UCMNOSb30BaHUSA TOro, YTOo OH onucan. B
YaCTHOCTW, €CriM MOXHO pa3yMHO npeackasaTb, YTO BCE BapuaHTbl, OXBaTbiBaeMble (hOpMynom
n300peTeHns, NMeT CBONCTBA MNWN BMAbI UCNONb30BaHWS, KOTOpbIE 3asiBUTENb NPUNMCbIBaAET
MM B OonucaHuu, emy AOMKHO OblTb paspelleHo COOTBETCTBYKOLMM 06pa3oM COCTaBUTb €ro
copmyny nsobpetenns’ ™,

68. B cooTtBeTCTBMM C NMPaKTUKOM MHOMMX MATEHTHbIX BEAOMCTB dopmMyna maobpeTteHuns B
poAOBOM BMAE, TO €CTb OTHOCAWASACH K LernoMmy Knaccy, Hanpumep, Matepuanos wnu
MEXaHU3MoB, MOXeT ObiTb MpuUemMnemMon, ecrnum gaxe OHa SABMSETCA LUMPOKOM MO CBOEMY
oxBaTy, MNPV YCNOBMM HaNUuMs OOCTATOYHOrO MOATBEPXAEHUS B ONUCAHUN U OTCYTCTBUSA
NPUYUH nonaratb, YTO M300peTeHne He MOXeT ObiTb peanusoBaHO MO BCeW 3asiBIEHHOM
obnactn’™. Ecnu npegocTaBneHHas MHGOPMaLmMa NPeacTaBnsaeTca HeAoCTaTOYHO ANS TOro,
yToObl CneunanucT B AaHHOM obnacTn cmor BOCMPOM3BECTU M306peTeHne no Bcemy obbemy
3as8BNeHHON opMynbl  M300peTeHusi, TO 3a\ABUTENO npegnaraeTca  [okasaTtb, 4TO
n3obpeTeHne AenCcTBUTENBHO MOXET ObiTb peanM3oBaHO Ha OCHOBaHWW NPeaoCTaBfIEHHON B
onucaHum nHdopmMaLmMm No BcemMy ncnpamsaeMomMmy obbemy, U B criydae Heygaunm orpaHuuanTb
dopmyny nsobpeteHuns, obecneuns ee COOTBETCTBME OMUCAHUIO.

e Cwm., Hanpumep, pasgen 3.2.1 rnaebl 2 Yactu || PykoBoacTBa no naTteHTHOW aKkcnepTu3e ocyaapcTBEHHOIo

BEOMCTBa MHTennekTyanesHon cobctBeHHocTn Kutanckon HapogHon Pecnybnuvku, pasgen 6 PykoBoactsa
no nateHTHou akcnepTnse Begomctea MIC XopsaTtum, pasgen 14.143 PykoBOACTBa MO NaTEHTHOW NpakTuKe
BepomctBa uwHTennektyanbHonm cobctBeHHocTM CoepuHeHHoro KoponescTBa rosoputcs, rnasy 1V-6.3
yactn F PykoBoacTtBa no mateHTHow akcneptude ENMB. B aTton cBaAsu ¢ npepoctaBneHHbix CuHranypom
mMaTepuanax otMevaeTcs: «[...] 3aABUTENbL MOXET NpeacTaBuTb Gonee Wnpokyo opMyny n3obpeTeHns, Yem
oTAenbHble hopMbl peanu3aunm, cogepX)alumecs B onMcaHuy, BKNoYas o4eBuaHbIe BapuaHTbl, TEXHUYECcKue
akBMBaneHTbl 1 T. 4. OanH 13 cnocoboB pelleHns 3TOro Bonpoca COCTOMT B OMpedefieHMn Toro, cMor Obl
KBanMUUMpPOBaHHbIN creumnanucT npegckasatb, YTO TakMe BapuaHTbl U 3KBUBaNeHTbl ByayT umeTb Te xe
XapaKTepuCTMKX, YTO M creumarnbHo onucaHHble. CrepyeT OTMETUTb, YTO OTBET Ha 3TOT BOMPOC MOXET
pasnuyaTbCs B 3aBUCUMOCTU OT TOro, caenaHo n3obpeteHne B pa3paboTaHHOM 06racTu unu B HOBoOW cdpepe.
B HekoTopbix cnyyasx obbem TepmuHonorum B paspabotaHHoW obnactm MoxeT ObiTb yXe no npuyvHe
fonbluen onpeaeneHHOCTN OTHOCUTENbHO TUMOB BapwaHTOB, KOTOPbIE BO3MOXHbI AN OnNpeaeneHHbIX
xapaktepuctnk. B 6Gonee HoBow cdepe 3TO MOXeT ObiTb MeHee npeAcka3yemo, B CBA3M C YeMm
hopMynMpoBKM MOryT oTnuuyaTbCst Gonbluei rnbkocTelo. OpHako ecnm Mo Bcemy cnekTpy dopmynbl
n3obpeTeHnss MeeT MeCTO HefoCTaTOYHOE A1 BOCNPOU3BEAEHWS PacKpbITUe, TO MOXET ObiTb BbIABUHYTO
BO3pa)keHue Nno NpuunHe OTCYTCTBUSA MOATBEPXKAEHUSIY.

Tam xe.

BepxoBHbit cyn ®PI, xoTa M oTMeTun, 4To HeT HeobXoAMMOCTM ONUChIBaTL N300peTeHne oYeHb NogpobHO,
3asBun, 4YTo «[M]py aTOM 0606LEHMEe He AOIMKHO ObiTb HACTOMBKO 3HAYMTENbHbLIM, YTOObI Obina ykasaHa
TOnNbKO Npobrnema u pesynbTaTt, KOTOPOro HYXXHO AOCTMYb. 3agaya COCTOMT B TOM, YTOObI He NPefoCTaBNAThL
Takve npaea MC, koTtopble GyayT OxBaTbiBaTb BCE BO3MOXHbIE CMOCOObLI JOCTMXKEHUS COOTBETCTBYOLLENO
pesynbTaTa, Tak Kak 3To OygeT cosgaBaTb NPensTCTBUS TEXHUYECKOMY nporpeccy». bonee Toro, oxeat n
npaBoBas onpegeneHHocTb npasa NC 6binu 66l HescHbl. (BepxosHbii cyn ®PI (cf. BGH, Blatt fir PMZ 1985,
p. 28, p. 29 - Acrylfasern -)).

B pewenun no pgeny «Biogen Inc v Medeva Plc» ([1996] UKHL 18) nopa XoddmaH 3ametun: «[...] ecnu
naTeHToobnagaTento yganock co3gaTe HOBbIN NPOAYKT, UMEIOLWNIA BbIMIPbILLIHbIE XapaKTEPUCTUKUN, HO OH He
MOXeT [oKa3aTb, YTO 3a 3TUM CTOMT OOWMIA NpuHUMn, Grarogaps KOTOPOMY 3TMMU XK€ BbIUMPbILUHLIMA
xapaktepucTtukamun 6yayt obnagate M Apyrve nNpoAykTbl TOFO Xe knacca, To eMmy 6yaer BblgaH naTeHT Ha
TaKoW NPOAYKT, @ He Ha BECb Knacc, AaXe HECMOTPS Ha TO, YTO MO3AHEE MOXET BbICHUTLCS, YTO HEKOTOPbIE
NPOAYKTbl OTMIMYAITCH TaKUMW >Xe BbIUIPbIWHBIMU xapaktepuctukamu [...]. C Opyrol CTOPOHbI, ecnu
naTeHToobnagaTenb OTKPbIN BbIUIPBILLHYIO XapakTepuCTUKy, KoTopasi TUNMYHa AN BCero krnacca, To emy
OygeT BblAaH NaTeHT Ha BCe NPOAYKTbl 9TOro knacca (Npu yCrnoBuW, YTO OHW SIBMSIKOTCS HOBbIMU), AaXe ecnu
OH cam co3aan TofbKO OAMH UK ABa Takvux NPOAYKTay.

73
74
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69. CrnepyeT OTMETUTb, YTO B LENsX WAMCTPauMM BoMpoca O MOATBEPXKOEHUM B

PYKOBOACTBAX MO 3KCMepTU3e HEKOTOPbIX BEAOMCTB MPUBOASATCS credyloliMe aHanornyHble
76

npumepsbl’:

0] dopmyna un3obpeTeHust OTHOCUTCA K ocobomy metogy obpaboTkm «dopm u3
CMHTETUYECKOM CMOMbl C UENbld  M3MEHEHWUS] WX XapaKTepUCTMKY»; eCnu
NPeACTaBEeHHbIE B OMMCaHMM NPUMEPbLI OTHOCATCS TONMbKO K TEPMOMNIAacTU4ECKUM
CMOnaM W 3asBUTENb He MOXET AoKa3aTb, YTO 3TOT METoh TakKe MPUMEHUM K
TEpPMOpEeaKTMBHbIM CMOfam, TO eMy NpuaeTcs orpaHnyunTb hopmyny nsobpeTteHns
TONbKO TEPMOMNIACTUYECKUMM CMONaMu; 1

(ii) dopmMyna mn3obpeTeHnst OTHOCUTCA K npoueccy obpaboTkM BCe BMAOB «CaKeHLEB
pacTeHu», B XOA4e KOTOPOro OHM MOABEPralTCs KOHTPOMPYEMOMY XOSI040BOMY
BO34ENCTBUIO, YTOObI NONYYNTbL ONpeaeneHHble pedynbTaThl; NPU 3TOM B ONUCaHUK
packpbiBaeTCs MNPOLECC MNPUMEHUTENbHO TOMbKO K OA4HOMY BuOY pPacTeHu.
MocKoMNbKy M3BECTHO, YTO XapaKTEPUCTUKM Pa3HbIX PACTEHUIA CUITbHO Pa3nnyaoTes,
€CTb Cepbe3Hble OCHOBaHMSA nonaraTb, YTO 3TOT MPOLECC HEMPUMEHUM KO BCEM
BMAaM caxeHueB. Ecnu 3asButenb He CMOXeT npenocTaBuTb ybeauTenbHble
AokasaTenbCcTBa TOro, YTO TakoW MpPOUECC [AEWCTBUTENbHO MMEET  LUMPOKOE
NPMMeEHeHne, eMy NpUAEeTCa OrpaHMYnTbL CBOK POpMYyrly M300peTeHus, ykasasB B
Hel TONbKO KOHKPETHbLIN BWA PacTEHW, O KOTOPOM WAET pedb B OMNUCaHWUW.
MpocToro yTBEPXAEHMS, YTO MPOLECC MPUMEHUM K CaXeHuaM BCEX PaCTEHWW,
HEe4O0CTaTOYHO.

B3aumocBs3b Mexay dopMynon M3obpeTeHust U packpbITUEM

70. 3asBneHHoe un300peTeHMe [OMKHO TMOMHOCTbIO MOATBEPXKOATbCA OMNMcaHMeM U
yepTexamu, TeEM caMbiM NMOKa3bIBasi, YTO 3asiBUTENb NPETEeHAYEeT NLb Ha OGBEKT, KOTOPLIN OH
ono3Han 1 onucan Ha aaty nogayu.

71. Kak npasuno, opmyrna n3obpeteHns He aBrseTca nocnegoBaTenibHOM U COM3MEPUMON C
OonucaHneM 1 YyepTexamm, ecrnim — nocre NpoYTEHUS 3asiBKM — 3asaBIEHHOro n3obpeTeHns Bce
eue HeT B pacnopsbkeHuu cneuuwanucta B [JaHHOW o06nacTh, NocKoSibKy B dhopmyne
n306peTeHnsa OTCYTCTBYET KaKoM-NMBOo aneMeHT, CywecTBEHHbIN AN (PYyHKLMOHUPOBAHUA Unn
paboTbl n3obpeteHnsa. Hanpumep, B Pykosoactee PCT no npoBefeHutio MexayHapogHoro
nomcka u MexayHapoaHOW npeaBapuTEnbHON 3KCNEPTU3bl NPUBOOATCSA criefylowme npumepsl,
KOTOpPbIE MOXHO Takke HaWTW B APYrMx PyKOBOACTBAX MO SKCMEPTUIE:

(1) dopmyrna mn3obpeTeHnss OTHOCUTCH K YNYYLEHHbIM COCTaBaM XWAKOro TOMnnvBea,
KOTOpble 06nagalT TeM UMM UHBIM KOHKPETHbIM XXerlaeMblM CBOMCTBOM. B onvcaHum
AaeTcs noaTBepXAeHMe OAHoro cnocoba nonmyyvyeHus XWAKMX BWOOB TONMBA,
obnagarwwmnx 3TMM CBOWCTBOM, @ WMEHHO 3a CYeT MPUCYTCTBMSA 3agaHHOro
KonuyecTtBa onpeaeneHHon nobaskn. He packpblBaeTCHa HUMKaAKUX ApYyrnx cnocobos
NOMy4YeHns XUOKNx BUMAOB TONnuBa, obnagarowmx xxenaeMmbiM CBOMCTBOM. Ecnu B
dopmyne m3obpeTeHns He ynomuHaeTcd 3Ta gobaska, popMyrnia He MONHOCTLIO
NOATBEPXOAETCS ONUCAHUEM;

(i) dopmyna wu3obpeTeHuss, He COOTBETCTBYIOLLAA pPacKpbITUO, Hanpumep, BBUAY
NPOTUBOPEYUIN MEXAY ANIEMEHTAMMU, YKa3aHHbIMU B hOpMyne, U ONNCaAHUEM; U

& OTn npumepbl npuBogaTca B pasgene 3.2.1 masbl 2 vactu Il PykoBoactBa No MaTeHTHOM 3KcnepTuae

[ocynapcTBEHHOro BeOoOMCTBa WMHTennekTyanbHom cobctBeHHocTn Kutawnickon HapogHoin Pecny6nuku,
rnaese 6 PykoBoacTBa no naTeHTHow akcnepTtnse Xopeatuu, rmase IV-6.3 yactu F PykoBoacTtea no nateHTHon
akcneptnse EMNB, a Tawke B nyHkte 5.53 Pykosoactea PCT no npoBefeHuio MeXayHapogHoro nowucka u
MeXayHapoaHOW NpefBapuTEnbHON SKCNepTU3LI.
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(i) C Y4eTOM onucaHusa u deptexen obbem dopmMynbl n3obpeTeHns oxBaTbiBaeT
obnacTb, KoTopas He Obina gokaszaHa 3asBUTENeM: Hanpumep, NPUBOASATCS NPOCTbIe
NPeAnoONOXeHUs OTHOCUTESLHO ELLE HE N3YYeHHbIX BO3MOXKHOCTENR' .

72. Kpome TOro, HecKkonbko NPUMEpPOB HecobnoaeHus TpeboBaHWs O NOATBEPKOAEHUM
npeacTaBneHbl B PYKOBOACTBAX MO 3KCMEPTU3E HEKOTOPbIX BEOOMCTB. Hanpumep, B
PykoBoacTBe no akcneptuse AnOHCKOro NaTeHTHOro BegoMcTBa NPUBOASATCA CUMTyauuu, Korga
TpeboBaHue 0 NoaTBEePXAEeHUN He COBNIAEHO:

0] OObeKkT, He 3asBfeHHblh W He nogpasymMeBaemblin B MNOAPOOGHOM onMcaHuu
n3obpeTeHus, 3asasneH B GopmMyre n3obpeTteHus;
(ii) TepMuHomorusa, ucnonbdyemas B ¢opMyne u300peTeHusi, He COOTBETCTBYET

TEPMUHOMOMNN, NCMONb3yeMon B NoapobHOM onucaHum n3obpeTeHus, B pedynbtaTe
yero B3aMMOCBA3b Mexay (opMyron n300peTeHuss U noapobHbIM  OMMCAHWEM
N300peTeHns HesiCHa; n

(iii) coaepkaHue, packpbiToe B NogpobHOM onucaHum n3obpeTeHnsi, He MOXET ObiTb HK
paclwmnpeHo, Hn o0606LweHo0 A0 macwTaboB 3asiBNEHHOrO M300peTeHus, gaxe C
y4eToM 3HaHuI obLiero xapakrepa B COOTBETCTBYIOLEeN obnacTu.

73. B pykoBoacTBe MO 3KCNepTU3e HEKOTOpbIX BEAOMCTB YKasblBaeTcs, 4YTO B dopmyIy
n3obpeteHnsa Moryt ObiTb BKIHOYEHbl (PYHKLUMOHANbHbIE XapaKTePUCTUKW, MPU YCIOBUU YTO
KBanuduumMpoBaHHbIM creuynanuct cmor 6bl nerko obecneunTb cnocobbl peanu3auum 3TuX
dyHKUM 6e3 NpuMeHeHnsa n3obpeTaTenbCkMX HaBbIKOB. Takas cuTyaums MOXeT MMEeTb MECTO,
ecnm B ONUCaHUM MNpPMBOOMTCA TONMbKO OOWH MNPUMEP  XapakKTEPUCTUKM U eCcnu
KBanMUUMPOBaHHbIA YnTaTernb MOr Obl MOHATb, YTO B LENsX peanu3auun 3Torm yHKUUn
mMornn 6bl MPUMEHATbCA W Apyrne cpeacTBa. Hanpumep, wcnonb3ywwasaca B dopmyne
n3obpeteHnsa opmynupoBka «cnocobbl onpeaeneHnUs KOHEYHOrO MOMOXEHUSA» MOXET ObiTb
noaKpenneHa TONMbKO  OOHUM  NpuMepoM  (KOHLEBOW  nepekniyatenb), Tak — Kak
KBanMuLMpOBaHHOMY CMeumanmucTy OYEBUAHO, YTO B 3TUX XKe LensaX MOXEeT UCMNONb30BaThCs,
Hanpumep, POTO3NEMEHT MUNn AaTtynk conpotueneHusa. OAHaKo B LLEnOM BO3paXKeHue MOXeT
ObITb BbIABUHYTO B TOM Cllydae, eCrnv BCe COAepXaHue 3asBKu co3faeT BrnedyaTneHune, 4To T1a
NN NHas PyHKUMS MOXET OCYLLEeCTBNATLCA TONbKO onpenerieHHbIM 06pa3oM, 1 B 3asiBKE HeT
yKasaHWui Ha TO, YTO NPeayCMOTpPeEHbI Kakne-nubo anbTepHaTuBHbIE CNOCO6bI, U MPU 3TOM MYHKT
dopmyrbl n30bpeTeHnss chopmMynupoBaH Takum obpasom, YTo nNpeanonaralTca UHbIE UNn Bce
BO3MOXHbl€ CMNOCOObI OCyLLEeCTBNEHNS Takon pyHKuMM. Kpome Toro, Hea4oCTaTOMHO MPOCTO
yKkasaTb B OMNMCaHuM B CaMbiX OOLMX (POpMynmnpoBKax, YTO MOFyT MCMONb30BaTbCs Apyrue
crnocobbl, ecrnv HeT pas3yMHbIX OCHOBaHW nonaraTb, Kakue MMEHHO cnocobbl MMETCS B BUAY U
KaK OHW MOryT BbiTb MCNOMNb30BaHbI .

77 Cwm., Hanpumep, PykoBoacTeo no akcneptuse ENB, F-1V, 6.3, n nyHkT 5.5 Pykosogctea PCT no nposegeHuto

MeXAyHapOAHOro Noncka U MexayHapogHON npeaBapuTenbHON 9KCNepTU3bl.

Mpumepsbl (i). 1. MNyHKT opmynbl N306pEeTEHUS MMEET YUCINEHHbIE OrpaHUYeHusl, Toraa Kak kakoe-rnmbo
KOHKpETHOE YMUCIOBOE 3HayeHMe He YyKasblBaeTCd W He noapasymeBaeTcs B NogpobHOM onucaHum
n3obpetenns; 2. B nyHkTe dopmynbl M306peTeHnss 3asaBnseTcss M3obpeTeHne, B KOTOPOM MCMOSb3yeTcs
ynbTpa3ByKOBOM MOTOp, TOraa kKak B NogpobHOM onucaHum u3obpeTeHus 3asiBnseTcsi, YTo B n3obpeTeHun
UCMonb3yeTcsl TONbKO ABUraTtenb NOCTOSIHHOIO TOKa M HUYEro HE CKka3aHo M He noJpa3lyMeBaeTcs kacaTernbHO
ncnonb3oBaHusa ynbTpassykoBoro aguratens. [lpumep (ii). HesicHO, cooTHOCUTCS MU TEPMUH «CpeacTBa
06paboTku JaHHbIX» TEKCTOBOrO pefakTtopa, 3asiBfieHHoro B popmyne nsobpeTteHusi, ¢ TEPMUMHOM «CpeacTBa
U3MeHeHus pasmepa wpudTay, UCMonb3yemMbiM B NogpobHOM onucaHun ns3obpeTeHus, nnm ¢ TEPMUHOM
«CPeAcTBa M3MEHEHWNs] MEXCTPOYHOIO MHTEpBana», UCNonb3yemMbiM B NoapobHOM onucaHum nsobpeTteHus,
unu ¢ obonmmn TepmuHamn (PykoBoacTBO No akcnepTuse, pasagen 2.2.1.3 rnassl |).

Cwm., Hanpumep, pasgen 14.156 PykoBoacTBa MO NaTeHTHOW npakTuke BegomcTBa MHTENNeKTyanbHON
cobcTtBeHHocTM CoeguHeHHoro KoponescTsa; pasgen 6.5 rnasbl IV yacTn A PykoBodcTBa MO 3aKcnepTuse
EMB; n nynkt 5.56 Pykosoactea PCT no npoBefeHWIo MexAyHapodHOro nowucka u MexayHapoaHou
npeaBapuTENbHON 3KCNepTU3bI.
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Heobx0amMmo yunTbiBaTh NOSHOE COAEPKAHME ONUCAHMS

74. B uenom, npu onpegeneHun Toro, NOATBEPXKAAETCS NN TOT UMW MHOM MYHKT ¢popMynbl
n30bpeTeHnsa onvcaHmemMm, HeobxoanMMo NPUHMUMAaTL BO BHUMaHWE BCE COAepXXaHue OnucaHus
BMecTe co Bcemmn udepTexamm®. Kak nosicHsetcsa B npeacTaBneHHbIx Kutaem maTepuanax,
«[...] akcnepTy cnegyeT NpuHMMaTbL BO BHMMaHMe MosiHoe coaepkaHue OnucaHusl, a He nNpocTo
Ty 4acCTb OMUCaHUA, KOTOpas KacaeTcs KOHKpeTHOro crnocoba ocyliecTBneHuss n3obpeTeHus
[...]. Ecnu copepxaHue Opyrnx 4yacTerh OonucaHus Takke KacaeTcs hopM peanusaumuv unu
NPMMEPOB M €ecnn MoXeT OblTb YCTaHOBMNEHO, 4YTOo 0600weHne d¢opmynbl n3obpeTeHus
ABNAETCH Hagnexalwmm C TOYKM 3peHust MOMHOro codepXXaHusi onucaHusl, TO CYMTAETCs, YTO
cbopmyna n3obpeTeHns MMeeT NOATBEPXAEHNE B onncaHum»®:,

75. Y70 KacaeTcs He3aBMCUMbIX W 3aBUCUMbIX MYHKTOB (pOpMynbl M306peTeHus unm
pasnMyHbIX BUOOB MNYHKTOB (QOPMYyrbl M300pETEeHUs, TO Kaxablh U3 HUX [OSKEH ObiTb
pPacCMOTPEH Ha npeaMeT HanuMuus NOATBEPXKAEHUS B onucaHun. Ecnu HesaBUCUMBIN MYyHKT
dopmynbl N306peTEHUS NOATBEPXKAEH OMNUCAHMEM, TO 3TO HE 3HAYUT, YTO 3aBUCMMbIE OT HEro
MYHKTbl Takke MNOATBEPXAEHbl OnMcaHMeM. AHanorndyHbiM obpasom, ecnu nyHKT cpopmMyribl
N300peTEHNs), OTHOCSALLMINCS K MpoLeccy, NoATBEPXKAAETCA B OMUCAHUW, 3TO HE 3HAYUT, YTO
MYHKT d)(gszyJ'lbl N300peTeHnsi, OTHOCALLMINCS B MPOAYKTY, Takke MoATBEPXOAETCA B
OnMCcaHnUn™",

Nonpagku

76. B cnyyae Hanmuusa Cepbe3HOro HeCcOOTBETCTBMS Mexay dopmynon usobpeteHus wu
onucaHunem, TpebyeTcsi BHECEHME U3MEHEHWI 4Ns1 UCNPAaBREeHNsa Takon cutyaumn. Hanpumep,
B OMMCaHMM MOXET YTBEPXKAATbCA UMM nogpasymeBaTbCs, YTO Ta UMM MHAA TexHW4Yeckas
XapakTepucTuka, He YyKasaHHas B opmyne u3obpeteHus, SABNAETCS CyWeCTBEHHOW AN
ocyuiecTBrneHns um3obpeteHus. B atom cnyvae B dopmyny usobpeteHus, kak npasuIio,
BHOCSITCA MONPaBKN M Takas XapakTepucTuka ykasbiBaeTcs. OpHako ecrnuv 3asBuTenb MOXeT
ybeouTenbHO nokasatb, YTO creuManucty B AdaHHom obrnactm 6bino Obl MOHATHO, 4TO B
OMNUCaHUN HEBEPHO YKa3aHO Ha CYLLECTBEHHY 3HAYMMOCTb TaKOW XapaKTepUCTUKW, U 4YTO
NyHKT dopmynbl  n300peTeHns, rae noppasymeBaeTcs (NOCPeACTBOM  OMyLLEHUS), 4YTO
XapakTepuCTMKa HeCcyLecTBEHHa, NPUCYTCTBOBan B AaTy Mofaunm 3asiBKM, TO BO3MOXHO
BHECEHWe MoMnpaBkn B On1caHue, a He B popmyny nsobpeteHns™.

77. Ecnn kakon-nnbo oO6beKT sBHbIM 0b6pa3oM packpbiBaeTcd B MyHKTE opMynbl
n3obpeTeHna, copepxallemcss B NOOAHHOW 3asiBKe, HO He ynomuHaeTca rge-nnbo ewe B
onucaHun, To, Kak npasuro, 4oMyCTMMO BHECEHME MONPaBoK B ONUCaHME U BKIOYEHUE TaKoro
06bekTa®®,

8 B HEKOTOpLIX 3aKOHaxX Takke pedb UAET O nepeyHe nocrneaoBartenbHocTen. CM., Hanpumep, TEKCT CHOCKKU 35

B YacTu, kacaroLlencsa ABcTpanuun.

Cwm. Hanpumep, pa3gen 3.2.1 masbl 2 yacTu || PykoBoacTBa no nateHTHoM akcneptuse Kutas.

Tam xe.

Cwm. Paspgen 14.144 PykoBoAcTBa No naTeHTHOW NpakTuke BenomctBa WHTENnNekTyanbHOW COBCTBEHHOCTU
CoepunHeHHoro KoponescTea.

Cwm., Hanpumep, pasgen 3.2.1 rnasbl 2 yactu || PykoBoactea no nateHTHoW akcneptude Kutas; nyHKT 4.6.11
PykoBoactea AHAckoro cooblecTBa (rae Takke NosiCHAETCS, YTO NoAobHas moandukaums He npegnonaraet
pacluMpeHnsi, ecnv nepBoHavasnbHble MYHKTbl QOPMyIbl  M3006peTeHnss ObinM NogaHbl COBMECTHO C
onucaHvem); pasgen 14.145 PykoBoacTBa MO MATEHTHOW npakTuke BegomcTBa WHTENNEKTyanbHON
cobcrBeHHocTM CoeunHeHHoro KoponeBcTBa (rge Takke MOsICHSAETCH, YTO B Clyvae, ecnu nepBoHavarbHble
NyHKTbl popMynbl N3006peTeEHUs, NOAaHHbIe NO3AHee AaTbl NnoJayn 3asiBKW, coaepXaT oO6bekTbl, KoTopble
OTCYTCTBYIOT B OMMUCaHNK, TO Takne 0ObeKTbI JOIMKHbI ObITb yaaneHhb!).

YT0 kacaeTcs nocneacTBuin HecobniogeHns TpeboBaHNUA O NMOATBEPXKAEHUM, TO B HEKOTOPbIX HOPUCOUKLUNSX
(Hanpumep, B ABCTpanuu) OTCYTCTBME MOATBEPXKAEHUSA SBNAETCH OCHOBaHMEM [Ns BO3paXeHus WU

[Footnote continued on next page]
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TpeboBaHMe O OOCTAaTOMHOM _Ansi  BOCMOPOM3BEAEHUs  packpblTuM K TpeboBaHne o
noareepxneHnn

78. Kak npaBuno, cobniogeHve TpeboBaHMA O [OOCTAaTOMHOM AN BOCMPOW3BEAEHUS
pacKpbITUM 1 TpeboBaHMA O MOATBEPXOEHUN B OTHOLLEHUW (bopMyn M300peTeHns B pamkax
packpbITUA onpegenseTcsa He3aBUCMMO Opyr OT Apyra. B HekoTopbIX crnyyasix, korga MyHKT
dopmynbl M300peTeHnss SABNSIETCA CIULLIKOM LUMPOKMM ANS NOATBEPXKOEHUS C MOMOLLbIO
OMUCaHNS U YepTEXeW, packpbiTUe MOXEeT Takke OblTb HeAoCTaTOYHbIM AN TOro, 4YToObl
cneunanuct B [OaHHOM o6nactm Mor peanu3oBaTb 3asiBNEHHOE WU300peTeHne Mo BCen
3aaBrieHHon obnactu. Takum o6pa3omM, MOXET MMETb MECTO HecobntogeHne kak TpeboBaHUs o
NOATBEPXAEeHUN, Tak N TpeboBaHNsl 0 4OCTAaTOYHOM ANsi BOCNPOU3BEAEHUS PACKPbITUN.

TPEBOBAHME O MNCbMEHHOM OIMMNCAHUN

79. TpeboBaHMe O nMNUCbMEHHOM ONUCaHUM — 3TO TpeboBaHWe, npeaycMOTPEHHOE
3akoHogatenbcTBoM CoeamHeHHbix LtatoB Amepukn. TlyHkT 112(a) pasgena 35 Kopgekca
3akoHoB CLIA Tpebyetr, u4TOOBI «CheuMdpuKkauma coaepxana MNMCbMEHHOE onucaHue
n3obpeteHna [...]». XoTa nyHKT 112(a) kacaeTcsa Takke TpebGoBaHMs O [OCTAaTOMHOM ANs
BOCNPOM3BEAEHNST PaCKpbITUN, TpeboBaHNE O MMCbMEHHOM OMUCaHUN CYATAETCS OTAENbHbLIM U
OTNWNYHBLIM OT TPeBGOBaHNA O JOCTATOYHOM PacKpPbITUN™.

80. TpeboBaHve O MMCbMEHHOM OMWCAHUWU MpecriegyeT HEeCKOMNbKO CTpaTerMdyeckux uenew.
Kak ckaszaHo B mmase 2163() PIrMN3 BMT3 CLWA, rmaBHasa uenb atoro TpeboBaHus
3aKnyaeTca B TOM, 4YTOObl «4eTKO nepedatb MHoOpmMauuio O TOM, YTO 3asBUTENb U3obpen
3asBneHHbI 06bekT». Elle ogHa Lenb coCTouT B TOM, YTOObI NpefoCTaBUTb B pacnopsxeHue
0BLLIECTBEHHOCT TO, YTO 3asBUTENb 3asBnseT B kavectBe waobpeteHus ®’. Kpome Toro,
TpeboBaHNe O MMCbMEHHOM OMUCAHUN COOEWCTBYET Pa3BUTMIO MPOMbILISIEHHBIX CMOCO60B
NMPoM3BOACTBA, CrnocobCcTBYs TOMy, 4TOObI naTteHToobnagjaTtenu Hagnexawum obpasom
onucbiBany cBou n3obpeTeHnst B NaTeHTHbIX cneumdurkaumsax B oOMeH Ha NpaBo He JomnycKaTb
APYrMX K MONb30BaHUI0 M300peTeHeM B TeYEHNE Cpoka AeNCTBUS NaTeHTa.

81. BbinonHeHne TpeboBaHMA O MUCbMEHHOM OMNUCaAHUW npeanonaraeT [OCTaTOYHO
nogpobHoe onucaHue 3asiBIEHHOTO WM300peTeHnss B NaTeHTHOW chneumdukaumm, 4Tobbl
crneumanucT B AaHHon obnactn mor 060CHOBaHHO MPUIATU K BbIBOAY O TOM, YTO M3obpeTartenb
obnagan 3asBfeHHbIM M3006peTeHMeM Ha MOMEHT nogayun 3asBku. OpHako AeMOoHCTpauus
obnapaHusa cama no cebe He McnpaBnseT OTCYTCTBME NMCLMEHHOrO onncaHns™.

[Footnote continued from previous page]

aHHYNUPOBaHWs. B HEKOTOPbLIX APYrMX CTpaHax 3TO SABMSETCA OCHOBAHWEM NS aHHYNIMPOBAHUS (Hanpumep,
B Kutae, OkBagope, MaHe, AnoHum n Mekcuke).
86 Cwm., Hanpumep, geno «Univ. of Rochester v. G.D. Searle & Co.», 358 F.3d 916, 920-23, 69 USPQ2d 1886,
1890-93 (Fed. Cir. 2004) (roe obcyxagaeTcs UCTOPUS BO3HWKHOBEHUSI U Lenb TpeboBaHWS O NMUCbMEHHOM
onucaHun); matepuanesl gena «Curtis», 354 F.3d 1347, 1357, 69 USPQ2d 1274, 1282 (Fed. Cir. 2004)
(«ybeguTenbHoe noaTBEPXKAEHME TOro, YTO MYHKT hopMyrnbl n3o6peTeHnst obnagaeT AOCTATOMHOCTLIO ANs
BOCNPOM3BEAEHUS], HE SIBNSIETCA B PaBHOW CTeneHn ybeavTenbHbIM NOATBEPXKAEHNE TOrO, YTO TAKOW MYHKT
COOTBETCTBYET TpeboBaHMIO O MMUCbMEHHOM OMUCaHWUY), UMTUpyemble B rnaese 2163 PykoBoactea no
nopsaKy npoBegeHns nateHTHow akcnepTuasbl (PIMN3) BMT3 CLUA.
«B TpeboBaHMM O "MMCbMEHHOM OMMCaHuWU" peanuayeTcsl NPUHLUMMN, B COOTBETCTBUMM C KOTOPbIM MaTEHT
OOIMKEH cofepXaTb OMUCAHWE TEXHONOMMU, KOTOPYK CTPEMSITCA 3anaTeHToBaTb; Takoe TpeboBaHMe Kak
obecneymBaeT BLINOMHEHNE 00s3aTenbCTBA M3obpeTaTens Mo pPackpbiTUIO fieXallero B OCHOBE MaTeHTa
TEXHONMOMMYECKOro 3HaHuUs, Tak W nokasbiBaeT, 4YTO naTeHToobnagaTtens ob6nagaeTr 3asBMNeHHbIM
n3obpeteHmemy. (Capon v. Eshhar, 418 F.3d 1349, 1357, 76 USPQ2d 1078, 1084 (Fed. Cir. 2005)).
88 Enzo Biochem, Inc. v. Gen-Probe, Inc., 323 F.3d 956, 969-70, 63 USPQ2d 1609, 1617 (Fed. Cir. 2002).
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82. Bonpoc o Tom, obecneunBaet nu cneundunkauna 4OCTAaTOMHOE NMUCbMEHHOE OMMCaHue,
MOXET BO3HMKHYTb B KOHTEKCTE TOro, 4YTO nepBOHayanbHas ¢opmyna usobpeTeHns He
noaTBepPXXOaeTcsl packpbiTUEM 3asBKM B TOM BUAE, B KAKOM OHa nofdaHa. Kpome Toro, Hemanas
YacTb NpeLueneHTHOro npaea, Kacarowerocsi MMCbMEHHOrO OMMcaHus, 3aTtparnBaeT BOMPOC O
TOM, NOATBEPXAAaeT Nu cneundunkaumsa B NepBoOHaYanbHO NOA4AaHHOM BMAE MYyHKTbl dOpMyIbl
N300peTeHnsi, KOTOPbIX M3HA4YarnbHO He Obio B 3asiBke. Bonpoc, KOTopbI CTaBUTCHA B TaKuX
cnydvasix, Yawe Bcero copmynupyetca cnegyoowmm obpasom: obecneuvmBaeTr nn
nepBoHayanbHas 3asiBKa QOCTaTOvHOE MoATBEPXKOEHME paccmaTpuBaemon  opmyribl
N300peTEHNA NN COAEPXKMUT N MNomnpaBka K cneumdukaumm «HOBbI NPpeaMeT» B HapylleHune
nyHkta 132 pasgena 35 Csopa 3akoHoB CLUA®. Bonpoc 0 «MMCbMEHHOM OnmMcaHum» Takke
BO3HMKAET B KOHTEKCTEe crnopa O NpuUOpUTETE, Korda BCce CBOAUTCH K TOMy, obecrneumBaeTt nu
cneundukaums nogTBepXKaeHne nyHkTa opmynbl M300pPETEHUs, COOTBETCTBYIOLLEIO MYHKTY

cropa o npvioputeTte®.

83. BasButenb nokasbiBaeT obnagaHve 3asBneHHbIM U306peTeHMeM NOCpeacTBOM OnMcaHus
3asBMIEHHOO0 M306peTeHnMs CO BCEMU €ero OrpaHWYeHuUsIMM C  WUCMONb30BaHUEM  TaKuX
onucaTtenbHbIX CPeACTB, Kak CrnoBa, CTPYKTYpbl, rpadvkun, avarpaMmmbl U hOpMyribl, KOTOpble
MO3BONAOT MOSHOCTLIO U3MNOXUTb 3asBrieHHoe u3obpeTteHne. O6nagaHne moxeT ObiTb
AoKaszaHO pasnuyHbiMM  crnocobamu, BknoYasa cregywowme: (i) nubo nytem onucaHus
AENCTBUTENBHOTO A0BeAeHMs W300peTeHuss A0 CTEeneHu NPakTUYecKOro OCYLLECTBIEHWUS;
(i) nnbo nyTem OeMOHCTpaLMM TOro, YTO M30OPETEHNE «TOTOBO K MATEHTOBAHUIO», HAanpuMmep,
NyTEM PacCKpbITUS YepTexen UM CTPYKTYPHbIX XMMUYECKMX (POPMYI, KOTOpble NOATBEPXAatoT
nonHoty u3obpeteHus; (i) nmMbo nyTem onucaHus, pasrpaHuyeHus, uaeHTudrKaumm
XapaKTepucTuK, [OCTaTOMHbIX AN MNOATBEPXAEHUs TOoro, 4To 3asBuTenb obnagaet
3asBMeHHbIM n3obpeTeHnem.

84. Cneundukaums MoxeT noaTBepxAaTb akTMdeckoe [JoBedeHMe un3obpeTeHnss 0o
CTEMNeHn NPaKTUYEeCKOro OCYLLECTBIEHUsI, €CIIN B HEW OMUCBLIBAETCS UCMbITaHNE 3aSBIIEHHOMO
n3obpeteHna unu (korga peyb mageTt o BuonormvyeckoM martepuane) ecrnv B Hem cogepxartcs
KOHKPETHbIE yKa3aHusl kacaTenbHO CAayn Ha XpaHeHwe matepuana B cootBetcTBum ¢ 37 CFR
1.801 et seq”.

85. Ha JKCnepTe nexumt nepBoHa4valibHoOe 6peM$|, CBA3aHHOE C TEM, YTO Mocrie TwaTteribHOoro
NpoYTEHNA N OUEHKM coOdepXXaHuA 3adaABKU eMy Heobxoanmo npeacrtaBmnTb aprymMeHTbl U

89 Mynkt 132 paspena 35 Csopa 3akoHoB CLUA rmacut: «Ecnm B xope 9KCnepTusbl MyHKT QOpMyrbl

n300peTeHNs OTKIIOHAETCA WM B €ro OTHOLUEHWU BbLIHOCUTCH BO3paxeHwe unu TpebosaHue, OdupekTop
yBegoMnsieT 06 3TOM 3asBuUTens, coobLiasi NPUYNHY Takoro OTKIOHEHWS UMW BO3paxeHusl, unu TpebosaHus,
a Takke npefocTaBnsieT MHGOPMAUMIO W CrpaBOYHblE MaTepuarnbl, KOTOpble MOryT ObiTb MONesHbl Ans
onpeneneHnsi onpaBgaHHOCTU MPOAOIMKEHNST PACCMOTPEHUS] €ro 3asiBKU; U eCnv Mocre MNony4YeHnst Takoro
YBEOMIEHNS 3asiBUTENb HACTauBaeT Ha CBOEM MyHKTE MATEHTHOW cpopmynbl, C nonpaekamu unu 6es, To no
3asiBke NPOBOAMTCS MOBTOPHAas aKcrnepTusa. [MonpaBku He OOMKHbI BHOCUTb HOBblE OOBLEKTbI B packpbiTue
n3obpetenusa». Cm. ctatbio 2163(1) PIMN3.

CornacHo nyHkTy 135(a) pasgena 35 Ceoga 3akoHoB CLUA cTonkHoBeHME — 3TO Crop O NpUopuUTeTe Mexay
3asBKOM M elle ofHOW 3asBKow unu nateHtom. O cTonkHoBeHWM obbABnsAeTCA Ans TOro, 4Tobbl MOMOYb
Oupektopy BMNT3 CLUA npuHATE pelleHne o npuopuTteTe, TO eCTb OnpeaennTb, Kakas CTOpPOHa MNepBoOW
n3obpena napannenbHo 3asiBlieHHOe M300peTeHue ¢ ToukuM 3peHuss nyHkta 102(g)(1) rnaebl 35 CBoga
3akoHoB CLUA. [Mocne Toro, Kak NoOSIBUNMCbL OCHOBaHWUA Npegnonaratb Hanu4Me CTONKHOBEHUSA cornmacHo 37
CFR 41.202, akcnepT nepefaeT npegnonaraemoe CTONKHOBEHUE Ha paccmoTpeHne B CoBET MO NaTeHTHbIM
anennaumam n npeteHsusam (Coset). Cyabs N0 aAMUHUCTPATMBHBLIM MATEHTHLIM Aenam 3asBrsieT 0 Hanuuum
CTONIKHOBEHMSA, KOTOpoe 3atem paccmatpuBaeTca CoBeTom. YneHbl coBeTa BbLIHOCAT OKOH4YaTernbHOe
NMoCTaHOBIEHNE MO BONPOCaM NpUopuTeTa 1 NaTEHTOCNOCOBHOCTU, BO3HMKLLUM B pe3yrnbTaTte CTONKHOBEHMS.
Kaxabii CNOpHbBIA MYHKT copepXuT onucaHne CoOBETOM TOro BOMpOCa, KOTOpbIA SBNAETCA npegMeToMm
CTONIKHOBEHMS WM KOTOpble ornpegenseT obbem npuemnembix AoKasaTenbCTB npuoputeTta. Ecnm cnopHbix
NyHKTOB GOMblUEe OAHOr0, TO KaXAbIA CMOPHLIA MYHKT JOJIKEH OMUCbIBATb OTAENbHOE U3006peTeHMEe C TOUKM
3peHust ero naTeHTocnocobHocTn. (Cm. rmaey 2301 PIMDJ).

Tam xe.
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CBMAETEeNbCTBa, NoATBEPXAAOWME, YTO crneumanucT B AaHHOW obnactu He cornacurcs 6bl ¢
TeM, 4YTO MUCbMEHHOEe onucaHue wu3obpeTeHns obecneumBaeT nNoATBepXAeHUEe opMynbl
n3obpeteHunsi. CyulecTByeT TBephass npe3ymnuusi no MoBOoA4y TOro, YTO B MOAAHHOM
cneumdmKauum NpUcyTCTBYeT afeKkBaTHOe NMUCbMEHHOE OnMcaHue 3asiBNEeHHOro M306peTeHus;
O[HaKo B OTHOLLEHMUN HeaBHO A00ABMEHHbIX MYHKTOB UMW NMYHKTOB, B KOTOpble BbiN BHECEHDI
nonpasku, 3asiBUTENO crnedyeT AokasaTb, YTO B MepBOHaYanbHOM PaCKPbITUM COOEPXKUTCS
NOATBEPXAEHNE HOBLIX WM WCMPaBMEHHbIX MYHKTOB hOpMynbl n3obpetenns 2.  Takum
0o6pa3oM, OTKIOHEHME MepBOHAYanbHOrO MyHKTa OpMynbl M306peTeHnss Mo npuYMHe
HeQoCTaTOMHOIO MUCbMEHHOrO OnMcaHust BeTpevaeTcs peako. CobniogeHve TpebGoBaHMs O
MUCbMEHHOM OMNMCaHWUM SIBMSIETCS BOMPOCOM (hakTa, KOTOPbI AOMKEH pellaTbCs B KaXaoMm
OTAEenbHOM cryyae.

86. [ns onpegeneHusa [oOCTaTOYHOCTM TpeboBaHMA O MUCBMEHHOM OMMCAHWMM 3KCNEpPTbI
BMT3 CLWA npeanpuvHumatoT crnegylowme warn: (i) B OTHOWEHUN Kakgoro nyHkTa dopmyribl
n3obpeTeHns onpegensitoT obbvem dopmynebl; (i) paccMaTpMBalOT BCHO 3asiBKy B LIENTIOM Ha
npeameT TOoro, kak 3asBuTeNnb obecnevvBaeT NOATBEPXKAEHME 3asBNEHHOro M300peTeHus,
BKMOYAs KaXKObl 3MNeMeHT Wunu Kakayl CcTyneHb; u (iii)) onpegensaT A0CTaTOYHOCTb
MMCbMEHHOIO OMMUcaHusa Ans MHPOPMMPOBaHMA cneunanucTa B JaHHOW obnactn O TOM, YTO
3anBuTEnNb 6biN BNagenbLeM 3asBNeHHOro N306peTeHns B LLIeNIoM Ha MOMEHT nodaum 3assku™.

87. YTOGbLI NMpoBECTU aHanmu3 COOTBETCTBMA creumdurkaumm TpeboBaHMIO O MUCBMEHHOM
onucaHnn, 3KCNepTy crieqyeT cpaBHUTL 06bem hopMyIbl M300peTeHMs U 06beM onucaHns n
onpeaenuTb, Aokasan nu 3asBuTenb akT obnagaHus 3asiBNeHHbIM M30bpeteHnem. Takon
aHanu3 npoBOAUTCA C Mo3vUMM nuua, obnagalollero AoCTaTOMHOW KBanudukaumen B
cooTBeTcTByOWEen obnactn, U Ha MOMEHT nodayu 3asBku [...], a Takke npegnonaraet
onpeaeneHne obnactn n3obpeTeHns U ypoBHS KBanuvdukauum n 3HaHUA B COOTBETCTBYHOLLEN
obnactn. B uenom cyuiectByet obpaTHas 3aBUCMMOCTb MeXAy YPOBHEM KBanudukauum m
3HaHWA B COOTBETCTBYHOLLEN 0OBMacTM M CTEeneHb KOHKPETHOCTWU pacKpbiTUSA, Heobxoammon
ans cobntogeHus TpeboBaHMss 0 NMUCbMEHHOM onucaHun. KHdopmaumto, KoTopasi XOpoLlo
M3BeCTHa B JaHHOI 06NnacTyh, HeT HeoBX0AMMOCTM NoApPOBHO ManaraTte B cneuudukaumm®.

[KoHeL, pokymeHTa]

92 Cwm. masbl 714.02 n 2163.06 PIM3 («3asBuTenb OOMKEH... KOHKPETHO yKasaTb NoaTBepXKAeHNe ANns KaxXaon

nonpaekW, BHECEHHOW B packpbiTue.»); n rnasy 2163.04 PIMN3O («Ecnu 3asBuTenb BHOCUT NOMpaBKu B
opMyny M300peTeHns U ykasbiBaeT, rae u/unu kakum obpa3oMm B nepBoHavanbHO MOAAHHOM packpbIiTUK
COLEpPXUTCHA MOATBEPXKAEHNE TakuM MonpaBkam, a 3KCMEPT YCTaHaBMUBAET, YTO B PACKPbITUN [OIBKHbLIM
06pa3om He OTpaxeHo, 4YTo n3obpeTtaTens obnagan NnpeaMeToM NoMnpaBkM HA MOMEHT NMogaym 3asiBKU, TO Ha
3KCnepTe NeXuT nepBoHadvanbHoe Opems, CBA3aHHOe C HeoOXOOMMOCTbIO MPEACTaBUTb aprymMeHTbl UMn
cBUAeTEeNbCTBa, NOATBEPXKAAKLWMe, YTO CneunanmncT B AaHHON obnacTty He cMor Gbl COOTHECTU pacKpbITUE U
onucaHue wun3obpeTeHus, NpeAcTaBrieHHOro B opMyre u3obpeTeHus.»); untupyetca no rnaese 2163(ll)
PMNa3.

Tam xe.

Tam xe.
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