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INTRODUCTION

1.  The Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications (hereinafter referred to as “the Standing Committee”) held itsfirst
sesson in Geneva from July 13 to 17, 1998.

2. Thefollowing States members of WIPO and/or the Paris Union for the Protection of
Industrial Property were represented at the meeting: Andorra, Argentina, Australia, Austria,
Bangladesh, Barbados, Belarus, Belgium, Brazil, Burundi, Cameroon, Canada, Chile, China,
Cogta Rica, Croatia, Czech Republic, Denmark, Ecuador, Egypt, El Salvador, Finland, France,
Germany, Ghana, Greece, Guatemala, Hungary, India, Indonesia, Iran (Iamic Republic of),
lsrad, Italy, Japan, Kenya, Latvia, Libya, Lithuania, Madagascar, Malaysia, Malta, Mexico,
Morocco, Netherlands, New Zealand, Norway, Oman, Pakistan, Philippines, Poland, Portugal,
Qatar, Republic of Korea, Republic of Moldova, Romania, Russian Federation, Senegal,

" Subject to adoption at the second session of the SCT. Following comments received on the Draft
Report (document SCT/1/6 Prov. 1), paragraphs 26 and 33 were modified, and a new paragraph 44bis
was added.
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Singapore, Slovakia, Slovenia, South Africa, Spain, Sudan, Sweden, Switzerland, Syria,
Thailand, The Former Yugodav Republic of Macedonia, Trinidad and Tobago, Tunisia,
Ukraine, United Kingdom, United States of America, Uruguay (74).

3.  Inaccordance with the Standing Committee's decision (see paragraph 16, below), the
European Communities (EC) participated in the meeting in a member capacity, without the
right to vote.

4.  Thefollowing intergovernmental organizationstook part in the meeting in an observer
capacity: World Health Organization (WHO), World Trade Organization (WTO), Bendux
Trademark Office (BBM) and International Vine and Wine Office (OIV).

5.  Representatives of the following international non-governmental organizations took part
in the meeting in an observer capacity: American Intellectual Property Law Association
(AIPLA), Asian Patent Attorneys Association (APAA), Association francaise des praticiens du
droit des marques et des modeles (APRAM), Centre for International Industrial Property
Studies (CEIPI), European Brands Association (AlM), European Communities Trade Mark
Association (ECTA), International Association for the Protection of Industrial

Property (AIPPI), International Chamber of Commerce (ICC), International Federation of
Industrial Property Attorneys (FICPI), International League of Competition Law (LIDC),
International Trademark Association (INTA), Japan Intellectual Property Association (JIPA),
Japan Patent Attorneys Association (JPAA), Japan Trademark Association (JTA), Union of
European Practitionersin Industrial Property (UEPIP), Union of Industrial and Employers
Confederations of Europe (UNICE) (16).

6. Thelist of participantsis contained in Annex Il of this Report.

7.  Discussions were based on the following documents prepared by the International
Bureau of WIPO: “Agenda’ (document SCT/1/1), “Organizational Matters and Overview of
the Issues to be Considered by the Standing Committee on the Law of Trademarks, Industrial
Designs and Geographical Indications’ (document SCT/1/2), *Protection of Well-Known
Marks’ (document SCT/1/3) and “Draft Articles on Trademark Licenses’

(document SCT/1/4).

8.  The Secretariat noted the interventions made and recorded them on tape. Thisreport
summarizes the discussions without reflecting all the observations made.

GENERAL DISCUSSION

Agenda Item 1. Opening of the sesson

9. Thesesson was opened by Mr. Albert Tramposch, Director, Industrial Property Law
Division, who welcomed the participants.
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Agenda Item 2: Election of a Chair and two Vice-Chairs

10. The Standing Committee unanimoudly elected Ms. Lynne G. Beresford (United States of
America) as Chair, and Mrs. Elizabeth Owiredu-Gyampoh (Ghana) and

Mr. Ricardo Garcia Rojas Alarcon (Mexico) as Vice-Chairs. Mr. Albert Tramposch (WIPO)
acted as Secretary to the Standing Committee.

Agenda Item 3: Adoption of the Agenda

11. The Agenda (document SCT/1/1) was adopted without modification, on the
understanding that the Summary by the Chair (Agenda item 9) would be presented to the
Standing Committee in writing.

Agenda Item 4: Rules of Procedure

12. The Standing Committee discussed organizational and procedural matters, under Part 11
of document SCT/1/2.

13. The Delegation of Austria, speaking in its capacity as the Presidency of the European
Communities and on behalf of its Member States declared that the EC had played a significant
role in the work which had been undertaken to date in WIPO in the areas for which the
Standing Committee will have responsibility. In particular, it referred to the contributions of
the EC to the recent Committee of Experts on Well-Known Marks, consultations on Internet
domain names and the Diplomatic Conference on the Protocol to the Madrid Agreement
Concerning the International Registration of Marks. Theinterest of the EC in the work of the
Standing Committee was due to Community legidation in relevant areas, including a Council
Directive to Approximate the Laws of the Member States Relating to Marks, the Council
Regulation on the Community Trade Mark and several Council Regulations on the protection
of geographical indicationsin the field of agriculture. Moreover, it was expected that the
Council of the EC would adopt, in September, a Directive on the Harmonization of the Laws
of the EC Member Stateson Industrial Designs. Within the legal order of the EC, legidation
adopted at Community level provided the basis on which the EC acquired authority to conduct
international relationsin areas covered by that legidation. For these reasons, the EC had been
accorded member delegation status in the context of previous Committees of Experts and
Diplomatic Conferences within the framework of WIPO. Considering the particular
competence of the EC in the matters to be discussed by the Standing Committee and the status
of the EC Delegation in previous meetings of various WIPO Committees of Experts and
conferencesin thisfield, the EC and its Member States deemed it to be appropriate and
judtified that the EC be granted the status of member of the Standing Committee on the Law of
Trademarks, Industrial Designs and Geographical Indications. The Delegation therefore
proposed the adoption of a special rule of procedure to allow the EC to participate as a
member delegation in the Standing Committee.

14. The Delegation of the United States of America declared that, while it recognized the
contribution which the European Communities and its Member States had made to the
enhancement of international protection of intellectual property rights, it was concerned that
the status of member of the Standing Committee would give the European Communities a
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right to vote in addition to those of its Member States, to which the United States of America
was opposed.

15. The Delegation of Audtralia, supported by four other delegations, suggested that,
following the example of the Standing Committee on Information Technologies (SCIT), the
European Communities be given the status of a member of the Standing Committee without a
right to vote.

16. Asinvited in paragraph 11 of document SCT/1/2, the Standing Committee adopted the
special rules of procedure proposed in paragraph 5 of that document. In addition, the Standing
Committee adopted one additional special rule of procedure, namely, that membership in the
Standing Committee would also be extended to the European Communities, provided that it
shall not have the right to vote.

17. The Standing Committee noted the working arrangements described in paragraphs 6
to 10 of the same document with the following understandings:

18. The question of languages with respect to interpretation and trandation of documents
(paragraph 7 of document SCT/1/2) would be revisited at a future meeting of the Standing
Committee in the light of any decision taken by the Assemblies of the Member States of WIPO
on that issue.

19. Inthe process of circulating the draft Report for comment following the sessions of the
Standing Committee (paragraph 8 of document SCT/1/2), the International Bureau would, if
possible, circulate the first draft in three languages within two weeks of the meeting, and
would make arrangements for participants to have the opportunity to comment on proposed
changesto the Report. The time limit for commenting on the draft Report would be counted
from the date on which all language versions have been distributed, and holiday periods would
be taken into account.

20. The Standing Committee agreed that there would be no general declarations at the
beginning of its sessions, but that delegations and representatives would have the opportunity
to make general statements at the opening of discussions on each of the issues to be discussed.
Summaries of these general statements, a summary of the discussions concerning the issues to
be discussed, and references to specific reservations expressed by member del egations would
be included in the Report.

21. An SCT Electronic Forum would be established prior to the second session of the
Standing Committee, for the electronic distribution of, and submission of comments on, a
provisional draft working document for the second session concerning the use of trademarks
on the Internet. The procedures that had been adopted by the Standing Committee on the Law
of Patents (SCP) for the SCP Electronic Forum would be followed as an interim matter, and
the Standing Committee would review the procedures for the SCT Electronic Forum at its next
meeting.

22. Thequestion of languages for interpretation and trandation of documents and of funding
for participation of delegates at any future Working Group of the Standing Committee
(paragraph 10 of document SCT/1/2) would follow any procedures decided by the Assemblies
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of the Member States of WIPO on those issues, and meetings of the Working Group would be
scheduled, if possible, on dates adjoining the dates of a meeting of the Standing Committee.

Agenda Item 5: Issuesto be considered by the Standing Committee

23. The Standing Committee discussed the issues to be considered by that Committee, under
Part 111 of document SCT/1/2, asfollows:

Provisions on Wdl-Known Marks

24. Concerning thisissue (paragraphs 14 to 19 of document SCT/1/2), a number of
delegations and representatives of observer organization stated that it was important that the
work on the Provisions on Well-Known Marks was brought to an end in an expeditious
manner. Some of those delegations and representatives pointed at some overlap between the
problems dealt with in draft Article 6 of the Provisions (i.e., “Protection of Well-Known Marks
Againg Conflicting Domain Names’) and the issue of use of trademarks on the Internet. In
response to the interventions of two del egations, the International Bureau explained that the
Standing Committee was entitled to make a recommendation to the WIPO General Assembly
concerning the form in which the Provisions should be adopted and, given the advanced state
of the work on the Provisions, the time seemed to be ripe to make such a recommendation.

25. It wasagreed that the Provisions on Well-Known Marks should be discussed with
highest priority at the first session of the Standing Committee, and that it should be included on
the agenda for the next session.

Trademark Licensing

26. The Standing Committee discussed thisissue (paragraphs 20 to 23 of

document SCT/1/2) and agreed that this issue should be discussed with second priority at its
first session (see paragraph 108, below), and that it should be included on the agenda for the
third session.

Trademarks and the Internet

27. The Standing Committee discussed thisissue (paragraphs 24 to 27 of

document SCT/1/2). Almogt all delegations and representative of observer organizations
which took the floor emphasized that there was great urgency to address thisissue, and the
International Bureau was asked to take up work on it as soon as possible. It was decided that
the issue should be included on the agenda for the next session with highest priority. In
preparation for that session, the International Bureau would prepare a study, with the help of
consultants, on the following two questions, for discussion by the Standing Committee:

(i) How can areationship be determined between a sign or mark that is used on the Internet
and particular goods or services? and (ii) How can a relationship be determined between a
sgn or mark that is used on the Internet and a particular country or territory?
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Geographical Indications

28.  With respect to thisissue (paragraphs 28 to 32 of document SCT/1/2), four delegations
recalled that work on the protection of geographical indications was ongoing within the
framework of the TRIPS Council of the World Trade Organization (WTO) and that, in order
to avoid unnecessary duplication, the Standing Committee should not deal with the question.
One of those delegations declared that, in its view, geographical indications were best
protected under trademark and unfair competition law. Furthermore, that delegation said that
trademark rights which had been acquired in good faith had to be safeguarded against
conflicting geographical indications.

29. Three delegations were of the opinion that the Standing Committee should give a high
priority to work on geographical indicationsin parallel with the work of WTO in that field.
Two delegations said that, although WTO’swork did not preclude the Standing Committee
from dealing with that issue, the two Organizations should draw from each other’ s experience,
and that cooperation between the two Organizations should be pursued.

30. The Representative of the International Vine and Wine Office (OIV) referred to the
existing links between his organization and WIPO and gave a summary of the present state of
OIV’swork in the field of geographical indications for wine. In conformity with the
recommendations adopted at several meetings of its General Assembly, OIV had created an
electronic database in order to publish geographical indications. Currently, this database
contained 1,761 geographical indications which were often composed of one or several
protected names, amounting to more than 4,000 relevant entries. For each name, the database
contained a reference to the official text under which the name was protected, the applicable
international or national system of protection and, as the case may be, the region of protection
and type and color of the produced wine. This database was monitored for accuracy and
updated regularly. The representative concluded by expressing the wish of his organization
that a collaboration between OIV and WIPO concerning work in the field of protection of
geographical indications be established, allowing WIPO to take advantage of the results
already accomplished by OIV inthat field.

31. It wasagreed that the question of geographical indications would be revisited at the next
sesson. In the meantime, the International Bureau would continue monitoring devel opments
in thisfield, and would continue preparations, as contemplated in the WIPO Program and
Budget for 1998-99, for a world-wide symposium to be held in the biennium.

Trademarks and International Nonproprietary Names for Pharmaceutical
Substances (INNs)

32. The Standing Committee discussed thisissue (paragraphs 33 to 36 of
document SCT/1/2).

33. The Representative of the World Health Organization (WHO) declared that her
Organization was traditionally seeking collaboration with its Member States and other
intergovernmental organizationsin order to reduce existing problems concerning drug
nomenclature. Possible conflicts between International Nonproprietary Names for
Pharmaceutical Substances (INNs) and trademarks were, inter alia, addressed in a World
Health Assembly Resolution passed in 1993. Following the request of its Member States,
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WHO had established policy guidelinesin order to discourage use of names derived from INNs
and to minimize the risks for users of pharmaceutical substances. To illustrate the seriousness
of the problem, the representative said that, during the course of last year, the WHO secretariat
had notified its awareness of possible conflicts between INNs and trademarks in more than 200
cases. It was againg this background that the representative thanked WIPO for the possibility
to cooperate on thistopic and that she supported, on behalf of the WHO Secretariat, the
proposal to conduct the survey.

34. It was agreed that the International Bureau would conduct the survey referred to in
paragraph 36 of document SCT/1/2, and that it would present the results of that survey to the
Standing Committee at itsthird session.

PROVISIONS ON WELL-KNOWN MARKS
Agenda Item 6. Draft Provisons on Well-Known Marks

35. The Standing Committee discussed the document concerning the draft Provisons on
Weéll-Known Marks (document SCT/1/3).

36. The Committee agreed that a decision would be taken at this session on the text of each
provision, as to whether that provision was adopted, adopted with modifications, deleted,
reserved for further discussion or referred to the International Bureau for further study, with
the understanding that provisions which had been adopted, adopted with modifications or
deleted would be closed for further discussions, except if there were an exceptional reason to
re-open discussion.

37. Concerning the issue of well-known marks in general, the Delegation of Japan stated that
the Japanese Patent Office was currently collecting information on marks of Japanese and
foreign companies and that it planned to publish them on the Internet during the year 1998.
However, any information published together with the marks was neither comprehensive nor
conclusive as to the status of that mark and a decision whether a given mark was well known
had to be made on a case by case basis. Nevertheless, the publication of such lists was seen by
the Japanese Patent Office as afirgt step in strengthening the protection of well-known marks.

38. The Deegation of the Republic of Korea referred to the importance for its country of
international investment and, in this context, expressed its hopes for the expeditious
completion of the work on the draft Provisions for the Protection of Well-known Marks. It
proposed that protection of well-known marksin foreign territories should not require
registration or use in cases where there was an unfair intention to obstruct the market entry of
the true holder of the well-known mark, or to dilute the distinctive character of the well-known
mark in an unfair manner. However, in other cases, well-known marks should only be
protected when the mark had become well known through promotion in respect of the given
territory.

39. The Delegation of South Africa expressed its support for the Provisons on Well-Known
Marks asawhole. However, it reserved its position as regards any retroactive effect of the
Provisions.
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40. Therepresentative of the International Trademark Association (INTA) stated his belief
that the protection of the global trading system through the prevention of piracy and unfair
competition of well-known marks was of great significance to contemporary commerce and
that it was the function of the Standing Committee to examine measures that would further an
increasing level of legal justice, commercial fairness and consumer protection. In particular, he
emphasized the importance of the element of bad faith, and believed that, where there was a
substantial smilarity between the well-known mark and the infringing mark, and the fact that
the mark was well-known had been determined, then the burden of proof and a presumption of
bad faith should be placed on the defendant, who was very easily in a position to justify the
coincidence or smilarity between his mark and the well-known mark.

Draft Article 1. Definitions
41. ltem(i). Thisitem was adopted as proposed.

42. Item (ii). Thisitem was adopted as proposed, subject to the omission of the word
“contractante” in the French text.

43. Item (iii). Thisitem was adopted as proposed.

44. Item(iv). It was pointed out that the term “empresa” in the Spanish version of the text
was ambiguous with respect to whether a business was carried out by a natural or by a legal
person. However, it was also pointed out that the addition of the words “of a natural or alegal
person” would omit the business activities of not for profit organizations which in some
countries were not considered legal entities. Further, it was proposed to replace the word
“intended” with the word “used,” to remove the subjective element. In conclusion, it was
decided that item (iv) would be re-drafted asfollows. “a‘businessidentifier’ meansany sgn
used to identify a business of a natural person or legal person, an organization or an
association.” It was further agreed that the list of examples of signsthat can be considered
business identifiers which was contained in the present draft would be moved to the notes.

44his. The representative of one observer organization pointed out that, as regards the
example used in Note 1.4, the correct spelling should be “The Coca-Cola Company” and
“Coca-Colad”.

45. Item(v). Thisitem was adopted as proposed, subject to the replacement, in the Spanish
text, of theword “sarta’ by theword “serie.” One delegation asked whether the term “domain
name’ was also intended to cover athird level domain name, and words which appear to the
right of the top-level domain namein a unified resource locator (URL). In reply to that
delegation, the Secretariat pointed out that the definition related a “domain name” to a
numerical address on the Internet, and therefore would cover any name which corresponded to
adteidentified by a numerical address. Another delegation said that it was essential that the
second and third level domain names were covered by the definition.

46. Therepresentative of an observer organization pointed out that the term *business
circles’ used in Article 2(3) was not defined and that such a definition was perhaps desirable.
There was no support for this suggestion.
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Draft Article 2: Conditions of Protection
Draft Article 3: Criteria for Determining Whether a Mark is Well Known

47. These draft Articles were the subject of lengthy debate.

48. Article 2(1). The Delegation of Canada declared that, while it supported the proposal
that protection for well-known marks should be granted without a requirement as to
registration or use as regardsidentical or smilar goods, this kind of protection would be too
broad with regard to dissmilar goods or services. The Delegation said that it could accept the
protection as provided by draft Article 4(1)(c)(i) without a requirement of registration, but was
opposed to extending that to items (ii) and (iii) of the same provison. The Delegation
explained that protection againgt dilution was a very broad right which should be made subject
to the registration of the mark in question, since the legitimate rights of prior users could
otherwise be jeopardized. To that end, the Delegation suggested the deletion of the words
“regidration or” in Article 2, paragraph (1). This proposal was supported by the Delegations
of Spain, Andorra, Brazil and Chile.

49. One delegation, supported by two other del egations was opposed to the principle of
protection of well-known marks without any registration or use in the territory in which they
were to be protected.

50. A number of delegations and representatives of observer organizations supported the
present text.

51. The Delegation of Spain suggested to replace, in the Spanish text, the words “podra no
exigirse” by the words “no podra exigirse’ and the words “ha de protegerse” by the words
“haya de ser protegida.”

52. The Chair explained that, as regards the protection of well-known marks against
unauthorized use or registration in respect of dissmilar goods and services, a registration
reguirement in order to protect honest users of the well-known mark was not useful, since
smilarity searches were usually carried out with regard to smilar goods or services, and
trademark registers normally did not show whether a registered mark was considered to be
well known or not.

53. Article 2(2) and (3). After lengthy discussion, it was decided that these paragraphs
would be re-drafted by the International Bureau and then re-opened for further discussion.

54. Article 3. Several delegations and representatives of observer organizations stated that it
should be made clear that thelist of criteria used in this Article is not to be considered as either
exhaustive or cumulative.

55. The Delegation of Brazil declared that, under the law of its country, consumer surveys
were used to determine whether a mark was well known, and suggested that this criterion be
included.

56. Article 3(i). One delegation stated that it would prefer to replace the term
“circumstances’ by “evidence.” In view of the technical meaning the term “evidence’ could
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take under the national laws of some countries, it was decided not to make that change.
The Delegation of Portugal believed that the scope of thisitem was too broad and therefore
reserved its position.

57. Article 3(ii). Therewasa general understanding that thisitem did not intend to affect
substantive rules under national laws as concerns the use of marks.

58. Article 3(iii). One delegation proposed to delete thisitem since it deemed it to be of
marginal relevance.

59. Therepresentative of one observer organization pointed out that it was important that
not only existing registrations, but also applications for registration be taken into account
under thisitem.

60. There was agreement on the substance of thisitem, on the understanding that
registrations or applications should only be taken into account to the extent that they reflected
use or recognition of the trademark.

61. Article3(iv). The Delegation of Spain suggested to replace, in the Spanish text, the
words “the mark was recognized as well known” by “the mark had been declared as well
known.” One delegation wasin support of the criterion as suggested, since its Congtitution
required that foreign law be taken into consideration. Another delegation suggested to delete
the item.

62. Article 3(v). One delegation declared that, in view of the existing variety of methods for
evaluating trademarks, thisitem was only useful if concrete guidelines for how to use it
existed. In the absence of any such guidelines, the delegation suggested that the item be
deleted.

63. Another delegation suggested that the word “financial” in that item be replaced by the
word “economic.” Alternatively, it was suggested that the expression “the value associated
with the mark” could be used. Moreover, that delegation supported the suggestion proposed
that work be undertaken on guidelines that could be used for the evaluation of intangible
assets.

64. Inconclusion, it was agreed that the item would be re-drafted to read, “the value
associated with the mark.”

65. Inaddition to the criteria already proposed, the representative of an observer
organization suggested that an additional criterion be added to this Article, namely the inherent
or acquired digtinctiveness of the mark.

66. One delegation suggested that, as a general principle, a well-known mark should only be
consdered to be well known if it waswell known to a substantial part of the public. Inreply
to that delegation, another delegation declared that the term “substantial” would unduly raise
the criterion for protection of well-known marks.

67. After afull discusson of Articles2 and 3, it was agreed that their substance would be
merged by the International Bureau into a revised draft Article 2, to be submitted to and
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discussed by the Standing Committee at the present meeting. The text of the revised draft
Article 2, as presented to the Standing Committee, is reproduced in Annex | of this document.
The discussion concerning that text is summarized below.

Revised Draft Article 2: Determination of Whether a Mark is a Well-Known Mark in the
Territory of a Party

68. The Representative of INTA, speaking on behalf of alarge number of representatives of
observer organizations, stated that those organizations wel comed the revised draft Article 2
and that they fully supported the text as proposed.

69. Introductory words. One delegation proposed that the reference to the Paris Convention
and the TRIPS Agreement in the introduction to that Article also contain a summary of the
level of protection required under those treaties. In reply to that delegation, the Secretariat
pointed out that the introduction aimed merely at recognizing the existence of an international
standard for protection for well-known marks, without giving an interpretation of it. There
was no additional support for the proposal.

70. Subject to drafting changes in the French text, the introductory wordsto revised
Article 2 were adopted as proposed.

71. Paragraph (1)(a), introductory words. The Secretariat explained that the substitution, in
this draft, of the words “a relevant sector” for “the relevant sector” was intended to emphasize
that there could exist several relevant sectors which could be taken into account when
determining whether a mark was a well-known mark.

72. The Delegation of the United States of America suggested changing the words “if the
mark iswell known in a relevant sector” to “if the mark isknown in arelevant sector,” since
Article 16.2 of the TRIPS Agreement referred to taking account of “the knowledge of the
trademark in the relevant sector of the public,” and stated that, without such a change, it would
reserve its position on the provison. The International Bureau observed that a Party would
still be free under the draft Provisions to adopt a standard of “known in a relevant sector of the
public.” The Delegation of Canada pointed out that it was appropriate and necessary to keep
the present wording of the text, so that the test that would be applied could be whether a mark
was “well known in a relevant sector of the public.”

73. The Ddegations of South Africa, Brazil, Chile and Spain also opposed the suggestion of
the Delegation of the United States of America. In particular, the Delegation of Brazil,
supported by the Delegation of Spain, pointed out that the Spanish text of Article 16.2 of the
TRIPS Agreement referred to “la notoriedad de esta marca,” which could be trandated as the
“well-known-ness’ of the mark. The same wastrue of the French text of the TRIPS
Agreement (“la notoriété de cette marque’).

74. One delegation suggested the addition of the words “at least one” after the words “is
well known in,” to improve clarity.

75. Inconclusion, the introductory words of paragraph (1)(a) were adopted as proposed,
subject to the reservation expressed by the Delegation of the United States of America, and the
addition of the words “at least one.”
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76. Item(i). Thisitem was adopted, subject to re-drafting by the International Bureau to
make it clear that this sector could be made up of potential consumers only.

77. ltems(ii) and (iii). Theseitemswere adopted as proposed.

78. Paragraph (1)(b). Inreply to the representative of an observer organization, the Chair
explained that this provision was intended to set out clearly that a Party would be free to give
protection for well-known marks which were not well known in any relevant sector of the
publicinitsterritory, for example, those which were well known only in another territory. The
sub-paragraph was adopted, subject to re-drafting by the International Bureau to clarify the
purpose of the sub-paragraph, namely to emphasize that sub-paragraph (a) is a maximum
reguirement.

79. Paragraph (2)(a). Thissub-paragraph was adopted as proposed, subject to the
replacement of “all circumstances’ by “any circumstances.”

80. Paragraph 2(b). Thissub-paragraph was adopted as proposed subject to re-drafting to
clarify the relationship of this sub-paragraph to sub-paragraph (a), it being understood that the
term “competent authority” would also include courts of justice.

81. Paragraph (2)(c). One delegation suggested to amend the drafting of that provision as
follows: “Thefactorslisted in Annex | are guidelinesto assist the competent authority of the
Party in deciding whether a mark isawell known mark in itsterritory, not prior conditions for
reaching that decison. The finding will depend on the particular circumstances of each case.
All, some or none of the factors may be taken into account, as the case may be. Additional
factorsthat are not listed in the Annex may be relevant, either in isolation or in combination
with othersthat are listed.”

82. Subject to re-drafting for clarity, this paragraph was adopted as proposed.

83. Paragraph (3)(a), item (i). Thisitem was adopted as proposed, subject to the addition
of language that would make it clear that a Party cannot require that an application for the
registration of that mark wasfiled in, or in respect of, the territory of the Party.

84. Item(ii). Thisitem was adopted as proposed, subject to the addition of language that
would make it clear that a Party cannot require that a mark be registered, or that an application
for registration wasfiled in, or in respect of, any territory other than the territory of the Party.

85. One delegation was concerned that if registration of a well-known mark was no longer
required in order to protect that well-known mark against registration or use for dissmilar
goods or services, well-known marks would no longer be registered. A number of
representatives of observer organizations pointed out that the remedies available under the
draft Provision only had effect inter partes and that, for the purposes of enforcement, owners
of well-known marks would always prefer to rely on the registration of the marks, rather than
proving that the mark waswell known. However, obtaining and maintaining registrations of
well-known marksin al territoriesin the world was an almost impossible task. Therefore, it
was absolutely vital for the interest of owners of well-known marks that the proposed
protection would be available without a registration requirement.
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86. Item (iii). Thisitem was adopted as proposed.

87. Paragraph (3)(b). Thissub-paragraph was adopted as proposed, subject to the deletion
of thewords “in itsterritory” in the third line.

Revised Draft Article 2, ANNEX |: Factors for Consideration in Determining Whether a
Mark is a Well-Known Mark

88. No. 1. Thisitem was adopted as proposed, subject to drafting improvementsin the
Spanish text.

89. Nos. 2to 6. Theseitemswere adopted as proposed.
Draft Article 4: Protection of Well-Known Marks Against Conflicting Marks

90. One delegation suggested to merge Articles 4, 5 and 6, in order to avoid unnecessary
duplication. The new Article, which would contain the contents of the said three Articles,
could be constituted of two parts, one part dealing with the scope of protection, and another
part dealing with enforcement.

91. Paragraph (1)(a). The Delegation of the Republic of Korea supported by the Delegation
of Japan stated that mere knowledge of the existence of a well-known mark in another territory
should not be sufficient for assuming bad faith on the part of an alleged infringer. The
delegation further stated that only unfair intention on the part of the defendant could constitute
bad faith and, consequently, suggested that the concept of “unfair intention” be used instead of
“good faith” or “bad faith.”

92. Concerning the question as to who should bear the burden of proof of whether a
defending party was acting in bad faith, a number of delegations expressed their concern about
placing that burden of proof on defending parties. The representatives of two observer
organizations said that the question of burden of proof should be left to national law.
However, they were of the opinion that, since bad faith involved a subjective inquiry, its
presence was impossible to prove, and it should therefore be for the defendant to justify any
resemblance between the mark he was registering or using and the well-known mark.

93. After somediscussion, it was decided to delete the words “[in good faith]”, and to add
the following at the end of paragraph (1): “unlessthe mark was used or registered, or an
application for itsregistration wasfiled, in bad faith.” 1t was agreed that the question of which
party would bear the burden of proof would be left to national law. The provison was
referred to the International Bureau for re-drafting, to improve clarity and reduce redundancy.

94. Paragraph (1)(b). Thissub-paragraph was adopted as proposed, subject to deletion of
the comma after “a trandation,” replacement, in the French text, of the word “semblables’ by
the word “smilaires,” and re-drafting of the French of Spanish texts to assure conformity with
the official versions of the Paris Convention.

95. Paragraph (1)(c), introductory words. A large number of delegations and
representatives of observer organizations were in favor of deleting the words “liable to create
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confusion.” One delegation supported the text as proposed. The introductory words were
adopted, subject to deletion of the words “liable to create confusion.”

96. Item(i). Thisitem was adopted as proposed, subject to correctionsin the Spanish text.

97. Items(ii) and (iii). The Deegation of Japan, supported by the Delegation of

the Republic of Korea, proposed the addition of the words “and would be likely to damage his
interest” at the end of items (ii) and (iii). The representative of an observer organization
opposed this addition on the ground that it was already included in the concepts of “impair or
dilute in an unfair manner” and “take unfair advantage.”

98. The Delegation of Canada, supported by several other delegations, proposed the addition
of the words “and the well-known mark has been registered” to items (ii) and (iii). Inthe
course of the discussion, avery large number of delegations and representatives of observer
organizations supported the text as proposed, but a number of delegations stated that they
could accept items (ii) and (iii) only if registration of the well-known mark was added as a
separate condition, and several delegations proposed deletion of items (ii) and (iii) altogether.
The delegations of Argentina, Brazil and Mexico expressy reserved their position concerning
theseitems. In conclusion, items (ii) and (iii) were adopted as proposed, subject to the
expressed reservations, and subject to corrections in the Spanish text.

99. New Paragraph (1)(d). The representative of one observer organization suggested that a
new sub-paragraph be added to Article 4(1) asfollows. “(d) bad faith may be considered asa
factor in assessing competing interests in applying sub-paragraphs (b) and (c), above.” This
suggestion was supported by a number of delegations. One delegation said that it was
concerned that a Party might rely on this provision to deny protection if there is no finding of
bad faith.

100. New paragraph (1)(d) was adopted, subject to re-drafting, and taking into account the
concerns raised.

101. Paragraph (2). Inreply to a question of one delegation, the International Bureau
explained that, although Article 4 no longer provided for an obligation for offices to refuse the
registration of a well-known mark ex officio if that mark was not filed by the true owner,
offices should gill make such decisonsif an appropriate legal basis existed. Two delegations
supported the text of paragraph (2) as proposed.

102. Dueto lack of time, discussion of the remaining paragraphs of Article 4 and Articles5
and 6 was deferred.

Form in which the Provisions on Well-Known Marks should be adopted

103. The Standing Committee discussed the question of the form in which the Provisions on
Well-Known Marks should be adopted, as presented in paragraph 16 of document SCT/1/2.

104. While some delegations and representatives of observer organizations expressed a
preference for adoption of the Provisonsin the form of an internationally binding treaty, the
majority of delegations and representatives of observer delegations were in favor of the
suggestion that the Provisions should be adopted in the form of a resolution of the
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General Assembly of WIPO. It was understood that the latter option would not exclude the
possibility of concluding atreaty in that field in the future, perhaps in conjunction with related
provisions that are discussed and adopted in other contexts, or in other fora.

105. The Standing Committee agreed, subject to the express reservation of one delegation,
that, in the short term, it should be recommended to the WIPO General Assembly that the
Provisions become a Resolution of the WIPO General Assembly once the Committee agreed
on afinal version of the Provisons, and that, in the long term, it would be preferable for the
provisions to be incorporated into a treaty.

CONCLUSION OF THE MEETING

Agenda Item 7: Draft Articleson Trademark Licenses

106. Discussion of this agenda item was deferred.

Agenda Item 8: Future work

107. The Standing Committee agreed that, at its second session, it would devote two daysto
finalizing the Provisons on Well-Known Marks, and three days to a discussion of issues
concerning the use of trademarks on the Internet.

108. Although the Standing Committee had decided that the issue of trademark licensing
should be discussed with second priority at itsfirst session, and reverted to at itsthird session,
the Standing Committee did not in fact discussthisissue at itsfirst session, due to the extended
discussion of the issue of well-known marks. The Committee agreed that it would revert to
thisissue at itsthird session.

109. The datesfor the second session were tentatively announced as January 18 to 22, 1999,
and the possibility of holding a longer meeting at the Standing Committee’ s third session
would be considered.

Agenda Item 9: Brief Summary by the Chair

110. The Chair presented a draft Summary (document SCT/1/5 Prov.) and received comments
from the participants.

Agenda Item 10: Closing of the Sesson

111. The Chair closed the first session of the Standing Committee.

[Annexes follow]
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The following isthe text of revised draft Article 2, combining the substance of former
Articles 2 and 3, as prepared by the International Bureau and submitted to the first session of
the Standing Committee for discussion:

Revised Draft Article 2
Determination of Whether a Markisa
Well-Known Mark in the Territory of a Party

It isrecognized that protection for well-known marks must be provided, under the Paris
Convention for the Protection of Industrial Property and the Agreement on Trade-Rel ated
Aspects of Intellectual Property Rights (TRIPS), by Parties that are bound to apply the
relevant provisions of those treaties. For the purposes of that protection and Articles[4 to 6],
a Party shall apply the following provisions in determining whether a mark is a well-known
mark initsterritory:

(1) [Relevant Sector of the Public] (a) It shall be sufficient, for amark to be
considered to be a well-known mark in the territory of the Party, if that mark iswell known in
arelevant sector of the public in that territory. Relevant sectors of the public shall include, but
shall not necessarily be limited to:

(i) actual and potential consumers of the type of goods and/or servicesto
which the mark applies,

(i) personsinvolved in channels of distribution of the type of goods and/or
services to which the mark applies;

(ili) business circles dealing with the type of goods and/or services to which
the mark applies.

(b)  Notwithstanding sub-paragraph (a), a Party shall be free to determine that a
mark is considered to be awell-known mark in itsterritory, even if it is not well knownin a
relevant sector of the public.

(2) [Factorsfor Consideration] (a) All circumstancesfrom which it may beinferred
that the mark iswell known shall be taken into account.

(b) The competent authority of the Party shall consider information submitted to it
with respect to factors from which it may be inferred that the mark is, or is not, well known,
including, but not limited to, information concerning the factors listed in Annex 1.

(c) Thefactorsin Annex |, which are guidelinesto assist the competent authority
of the Party to determine whether the mark is a well-known mark in itsterritory, are not
pre-conditions for reaching that determination. Rather, the decision in each case will depend
upon the particular circumstances of that case. In some cases all of the factors may be
relevant; in other cases some of the factors may be relevant; in ill other cases none of the
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factors may be relevant. Additional factorsthat are not listed in the Annex may be relevant,
alone, or in combination with one or more of the factors listed in the Annex.
(3) [Factors Which Shall Not Be Required] (a) A Party shall not require:

(i) that the mark beregistered or used in, or in respect of, the territory of

the Party;

(i) that the mark be well known in any territory other than the territory of
the Party; or

(iii)  that the mark be well known by the public at large in the territory of
the Party.

(b)  Notwithstanding sub-paragraph (a)(ii), a Party shall be free to determine
that a mark which is not well known in itsterritory is nevertheless considered to be a
well-known mark in itsterritory, on the grounds that the mark iswell known in one or more
other territories.
ANNEX | to Revised Draft Article 2
Factors for Consideration in Determining
Whether a Mark is a Well-Known Mark

The factorsreferred to in Article 2(2)(b) include, but are not limited to, the following:

1. thedegree of knowledge or recognition of the mark in the relevant sector of the
public;

2.  theduration, extent and geographical area of any use of the mark;
3. theduration, extent and geographical area of any promation of the mark, including
advertising or publicity and the presentation, at fairs or exhibitions, of the goods and/or

services to which the mark applies;

4.  theduration and geographical area of any registrations, and/or any applications for
registration, of the mark, to the extent that they reflect use or recognition of the mark;

5.  therecord of successful enforcement of rightsin the mark, in particular, the extent
to which the mark was recognized as well known by courts or other competent authorities;

6. thevalue associated with the mark.

[Annex Il follows]
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LISTE DES PARTICIPANTSLIST OF PARTICIPANTS

|. MEMBRESMEMBERS

(dans |’ ordre al phabétique des noms francais des Etats)
(in the alphabetical order of the namesin French of the States)

AFRIQUE DU SUD/SOUTH AFRICA

Theo HENDRICKSE, Member of Ministerial Advisory Committee on Intellectual Property
Law, Rondebosch

Macdonald NETSHITENZHE, Registrar, Office of the Registrar of Patents, Trademarks,
Designs and Copyright, Department of Trade and Industry, Pretoria

ALLEMAGNE/GERMANY

Johannes Christian WICHARD, Counsdllor, Federal Ministry of Justice, Bonn

Hans-Chrigian METTERNICH, Head of Trademark Divison, German Patent Office, Munich

ANDORRE/ANDORRA

Eusebi NOMEN, Advisor to the Prime Minister for Industrial Property, AndorraLaVela

ARGENTINE/ARGENTINA

Andrea REPETTI (Sra.), Tercer Secretario, Mision Permanente, Ginebra

AusraliedAUSTRALIA

Ross WILSON, Regidtrar of Trade Marks, IP Australia, Department of Industry, Science and
Tourism, Phillip

Barbara BENNETT (Mrs.), Deputy Registrar of Trade Marks, IP Augtralia, Department of
Industry, Science and Tourism, Phillip
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AUTRICHE/AUSTRIA

Robert ULLRICH, Legal Officer, Legal Divison, Austrian Patent Office, Vienna

Ewald GLANTSCHNIG, Miniser Counsdlor, Permanent Misson, Geneva

BANGLADESH

Mohammed Abdul Karim KARIM, Joint Secretary and Head, Directorate of Patents, Designs
and Trademarks, Ministry of Industries, Dhaka

Khalilur RAHMAN, Counsdlor, Permanent Mission, Geneva

BARBADE/BARBADOS

MarciaA. MURRAY (Mrs.), Deputy Registrar, Corporate Affairs and Intellectual Property
Office, St. Michael

BELARUSBELARUS

Valery KUDASHOV, Chairman, State Patent Committee, Minsk

Uljana BOBROVA (Mrs.), Deputy Head, Trademark Examination Department, State Patent
Committee, Minsk

Vyachedav KACHANQV, Head, Department of Information, Ministry of Foreign Affairs,
Minsk

BELGIQUE/BELGIUM

Monique PETIT (Mme), conseiller adjoint, Ministere des affaires économiques, Bruxelles
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BRESIL/BRAZIL

Carlos Alberto SIMAS MAGALHAES, Minister Counsdllor, Permanent Mission, Geneva

Augusto Sergio DO ESPIRITO SANTO CARDOSO, Director for Trademarks, National
Ingtitute of Industrial Property, Ministry of Industry, Commerce and Tourism, Rio de Janeiro

Luiz Cesar GASSER, Second Secretary, Permanent Mission, Geneva

Eduardo GAZAL SILVA, Trademark Examiner, National Institute of Industrial Property,
Minigtry of Industry, Commerce and Tourism, Rio de Janeiro

Jane PINHO (Ms.), General Coordinator, Department of Technological Policy, Ministry of
Industry, Commerce and Tourism, Rio de Janeiro

BURUNDI

Adolphe NAHAY O, ambassadeur, Mission permanente, Genéve

Epiphanie KABUSHEMEY E-NTAMWANA (Mme), premier conselller, Mission permanente,
Genéve

CAMEROUN/CAMEROON

Jacqueline Nicole MONO NDJANA (Mme), chef du Service de la propriété industrielle,
Ministére du développement industriel et commercial, Y aoundé

CANADA

Suzie BEAULIEU (Mrs)), Legal Policy Analys, Intellectual Property Policy Directorate,
Industry Canada, Ottawa

Alan TROICUK, Legal Counsdl, Canadian Intellectual Property Office, Hull

Lisa POWER (Mrs.), Assstant Director, Trade Marks Branch, Canadian Intellectual Property
Office, Hull

Quan-Ling SIM, Firgt Secretary, Permanent Mission, Geneva



SCT/1/6
Annexe Il1/Annex 11, page 4

CHILI/CHILE

Vladimir GARCIA-HUIDOBRO, Jefe del Departamento de Propiedad Industrial dela
Subsecretaria de Economia, Santiago

CHINE/CHINA

WU Qun, Head, International Registration Division, Trademark Office, State Administration
for Industry and Commerce, Beijing

JHAO Yangling, First Secretary, Permanent Mission, Geneva

Teresa GRANT (Mrs)), Assistant Director, Intellectual Property Department, Hong Kong

COSTA RICA

José Joaquin ALVAREZ, Ministro Consgjero, Mision Permanente, Ginebra

CROATIE/CROATIA

Zeljko TOPIC, Assigtant Director, State Intellectual Property Office, Zagreb

SlavicaMATESIC (Mrs.), Head, Trademark Department, State Intellectual Property Office,
Zagreb

DANEMARK/DENMARK

Knud WALLBERG, Head of Divison, Danish Patent Office, Taastrup

EGYPTE/EGYPT

Alaa Y OUSSEF, Second Secretary, Permanent Mission, Geneva

EL SALVADOR

Lilian ALVARADO-OVERDIEK (Sra.), Consgera, Mision Permanente, Ginebra
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EQUATEUR/ECUADOR

Federico MENESES, Ministro, Misién Permanente, Ginebra

ESPAGNE/SPAIN

Juan Francisco CARMONA Y CHOUSSAT, Director de Programa, Oficina Espaiiola de
Patentesy Marcas, Madrid

Maria Teresa YESTE (Sra.), Consgera Técnica, Departamento de Signos Digtintivos, Oficina
Egspariola de Patentesy Marcas, Madrid

ETATSUNIS D’ AMERIQUE/UNITED STATES OF AMERICA

Lynne G. BERESFORD (Ms.), Attorney-Advisor, Office of Legidative and I nternational
Affairs, Patent and Trademark Office, Department of Commerce, Washington, D.C.

Timothy TRAINER, Attorney Advisor, Patent and Trademark Office, Department of
Commerce, Washington, D.C.

Eleanor MELTZER (Mrs.), Attorney Advisor, Patent and Trademark Office, Department of
Commerce, Washington, D.C.

Thaddeus J. BURNS, Intellectual Property Attaché, Office of the United States Trade
Representative, Geneva

EX-REPUBLIQUE YOUGOSLAVE DE MACEDOINE/THE FORMER YUGOSL AV
REPUBLIC OF MACEDONIA

Valentin PEPELJUGOSKI, Assistant Director, Industrial Property Protection Office, Skopje
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FEDERATION DE RUSSIE/RUSSIAN FEDERATION

Valentina ORLOVA (Ms.), Head of Department, Russian Agency for Patents and Trademarks,
M oscow

|zolda VEDERNIKOVA (Mrs.), Deputy Director of Department, Russian Agency for Patents
and Trademarks, Moscow

Alexe LY JENKOV, Firg Secretary, Permanent Mission, Geneva

Mikhail CHVEDOQV, Attaché Permanent Mission, Geneva

FINLANDE/FINLAND

Ben Michad RAPINOJA, Government Secretary, Legal Affairs Divison, Ministry of Trade
and Industry, Helsinki

Paivi RAATIKAINEN (Ms.), Head of Section, Trademarks, National Board of Patents and
Regidtration, Helsnki

FRANCE

Agnés MARCADE (Mme), chef du Service des affaires juridiques et contentieuses, Institut
national de la propriété industrielle, Paris

Stéphane BESLIER, chargé de mission aux affaires internationales, Ingtitut national de la
propriété industrielle, Paris

GillesREQUENA, chargé de mission du Service des affaires juridiques et contentieuses,
Ingtitut national de la propriété industrielle, Paris

GHANA
Elizabeth OWIREDU-GY AMPOH (Mrs.), Acting Registrar-General, Registrar-General’s

Department, Ministry of Justice, Accra

GRECE/GREECE

Emmanouil ANTONOPOULOS, Juriste, Direction de la propriété commerciale et industrielle,
Ministere du dével oppement, Athenes
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GUATEMALA

Luis Alberto PADILLA MENENDEZ, Embajador, Representante Permanente, Mision
Permanente, Ginebra

Beatriz MENDEZ DE LA HOZ (Srta.), Tercer Secretario, Mision Permanente, Ginebra

HONGRIE/HUNGARY

Miklés BENDZSEL, President, Hungarian Patent Office, Budapest
Vera ADLER (Mrs.), Head, Trademark Department, Hungarian Patent Office, Budapest

Gyula SOROSI, Head, National Trademark Section, Hungarian Patent Office, Budapest

INDE/INDIA

T. R. SUBRAMANIAN, Joint Registrar of Trade Marks, Trade Marks Registry, Mumbai

Dilip SINHA, Minigter, Permanent Misson, Geneva

INDONESIE/INDONESIA

Didik TARSISIUS DIDIK TARY ADI, Head of Mutation Section, Directorate of Trademarks,
Directorate General of Copyrights, Patents and Trademarks, Jakarta

Umar HADI, Third Secretary, Permanent Mission, Geneva

IRAN (REPUBLIQUE ISLAMIQUE D’)/IRAN (ISLAMIC REPUBLIC OF)

Javad SHAHMIRI, Expert, Permanent Mission, Geneva

ISRAEL/ISRAEL

Mayer GABAY, Chairman, Israel Patent and Copyright Laws Revison Committees,
Ministry of Justice, Jerusalem
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ITALIE/ITALY

Pasguale IANNANTUONO, conseiller juridique, Office des accords de propriété intellectudlle,
Ministere des affaires érangeres, Rome

JAPON/JAPAN

Kanji KUDO, Director, Trademark Division, First Examination Department, Japanese Patent
Office, Tokyo

Tashiro SHIGEO, Deputy Director, International Affairs Divison, General Administration
Department, Japanese Patent Office, Tokyo

Shintoku NAITO, Deputy Director, Ministry of International Trade and Industry, Tokyo

Hirofumi AOKI, Assgtant Director, Trademark Divison, First Examination Department,
Japanese Patent Office, Tokyo

Shintaro TAKAHARA, Assstant Director, Firg International Organizational Divison,
Minigtry of Foreign Affairs, Tokyo

Satoshi MORIY ASU, Firgt Secretary, Permanent Mission, Geneva

KENYA

John MUCHAE, Deputy Director (Legal Department), Kenya Industrial Property Office,
Nairobi

Juliet GICHERU (Mrs), First Secretary, Permanent Mission, Geneva

LETTONIE/LATVIA

Dace LIBERTE (Ms.), Head, Department of Trademarks and Industrial Designs, Patent Office
of the Republic of Latvia, Riga

LIBYE/LIBYA

Hashmi Arbi ESHBELI, Head, Industrial Property Section, Industrial Research Center, Tripoli
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LITUANIE/LITHUANIA

Juozas Algirdas STULPINAS, Head, Divison of Trademarks and Industrial Designs, State
Patent Bureau, Vilnius

MADAGASCAR

Maxime ZAFERA, ambassadeur, répresentant permanent, Mission permanente, Geneve

Henri Juvin RAVELOARISON, chef du Service des marques, Office malgache de la propriété
industrielle (OMAP!), Minigtere de I’indugtrialisation et de |’ artisanat, Antananarivo

Olgatte ABDOU (Mme), premier secrétaire, Mission permanente, Geneve

MALAISIE/MALAYSIA

Siti Eaisah MOHAMAD (Ms.), Senior Assistant Regidtrar of Trademarks, Intellectual
Property Divison, Ministry of Domestic Trade and Consumer Affairs, Kuala Lumpur

MALTE/MALTA

Godwin WARR, Deputy Comptroller, Industrial Property Office, Valletta

Theresa CUTAJAR (Ms), First Secretary, Permanent Mission, Geneva

MAROC/MOROCCO

Abdellah BEN MELLOUK, premier secrétaire, Mission permanente, Geneve

MEXIQUE/MEXICO

Ricardo GARCIA ROJAS ALARCON, Director de Marcas, Instituto Mexicano dela
Propiedad Industrial, México D.F.
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NORVEGE/NORWAY

Debbie RONNING (Ms.), Head of Trademark Section, Norwegian Patent Office, Odo

Jostein SANDVIK, Legal Adviser, Norwegian Patent Office, Odo

NOUVELLE-ZEL ANDE/NEW ZEALAND

Debbie Louise MONAHAN (Ms.), Assstant Commissioner, Manager, Intellectual Property
Office, Lower Hutt

OMAN

Y ahya AL-RIY AMI, Head, Trademark Section, Ministry of Commerce and Industry, Muscat

PAKISTAN

Nazir Ahmad SALEEMI, Assstant Chief, Ministry of Commerce, |damabad

PAYSBASNETHERLANDS

Wim VAN DER EIJK, Legal Advisor, Netherlands Industrial Property Office, Rijswijk

Albert SNETHLAGE, Legal Advisor on Industrial Property, Ministry of Economic Affairs,
The Hague

Nicole HAGEMANS (Ms.), Legal Advisor on Industrial Property, Ministry of Economic
Affairs, The Hague

PHILIPPINES

AngdinaM. STA. CATALINA (Mrs.), First Secretary, Permanent Mission, Geneva

POLOGNE/POLAND

Macig KRAWCZY K, spécialigte principal, Office des brevets de la République de Pologne,
Varsovie
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PORTUGAL

Jost MOTA MAIA, président, Ingtitut national de la propriété industrielle, Lisbonne
Ruy SERRAO, vice-président, Ingtitut national de la propriété industrielle, Lisbonne

José Sérgio DE CALHEIROS DA GAMA, conselller juridique, Mission permanente, Genéve

QATAR

Abdulwahed MASHHADI, Assistant Director, Department of Industrial Devel opment,
Licensing Affairs, Ministry of Finance, Economy and Commerce, Doha

REPUBL IQUE DE COREE/REPUBLIC OF KOREA

Joong-Hyo KIM, Senior Director, Trademark and Design Policy Planning Division, Korean
Industrial Property Office, Seoul

Seong-Joon PARK, Deputy Director, International Cooperation Divison, Korean Industrial
Property Office, Seoul

Won-Joon KIM, Counsdllor, Permanent Mission, Geneva

REPUBLIQUE DE MOLDOVA/REPUBLIC OF MOLDOVA

Eugen M. STASHKOV, Director General, State Agency on Industrial Property Protection
(AGEP!), Kishinev

Oxana PANASENCO (Mrs.), Head, Examination Division, Trademarks and Industrial
Designs, State Agency on Industrial Property Protection (AGEPI), Kishinev

Maria CHERNOBROVCHIUK (Ms)), Head, International Cooperation Division, State
Agency on Industrial Property Protection (AGEPI), Kishinev

REPUBLIQUE TCHEQUE/CZECH REPUBLIC

Ladidav JAKL, President, Industrial Property Office of the Czech Republic, Prague

ROUMANIE/ROMANIA
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Liviu BULGAR, chef, Division des affaires juridicues et internationales, Office d’ Etat pour les
inventions et les marques, Bucarest

Constanta MORARU (Mme), conseiller juridique, Office d’ Etat pour lesinventions et les
marques, Bucarest

ROYAUME-UNI/UNITED KINGDOM

Jeffery David WATSON, Senior Policy Advisor, The Patent Office, Newport
Roger John WALKER, Senior Policy Advisor, The Patent Office, Newport
Mike KNIGHT, Head of Law Section, The Patent Office, Newport

George William SALTHOUSE, Principal Hearing Officer, The Patent Office, Newport

SENEGAL/SENEGAL

Doudou SAGNA, chef du Bureau des signes digtinctifs, Service de la propriété indudtrielle et
de latechnologie, Ministére de I’ énergie, des mines et de I'industrie, Dakar

SINGAPOUR/SINGAPORE

Arul SELVAMALAR (Ms), Assstant Registrar of Trade Marks and Patents, Registry of
Trade Marks and Patents, Singapore

SLOVAQUIE/SLOVAKIA

Eugen ZATHUVECKY, Director, Law and Legis ation Department, Industrial Property Office
of the Slovak Republic, Banska Bystrica

SLOVENIE/SLOVENIA

Vesdla VENISNIK (Mrs.), Head, Trademarks and Models Department, Slovenian Intellectual
Property Office, Ljubljana

Mojca PECAR (Mrs.), Advisor to Director, Legal Service, Slovenian Intellectual Property
Office, Ljubljana
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SOUDAN/SUDAN

Yasr Seed Ahmed EL HASSAN, Legal Advisor, Commercial Registrar General’s Office,
Khartoum

Ali 1bu Abitalib ABDELRAHMAN, First Secretary, Permanent Mission, Geneva

SUEDE/SWEDEN

Per CARLSON, Judge, Court of Patent Appeals, Ministry of Justice, Stockholm

Eva TARSELIUS HALLGREN (Mrs), Legal Adviser, Ministry of Justice, Stockholm

SUISSE/SWITZERLAND

Eric MEIER, chef de la Division des marques, Ingtitut fédéral de la propriété intellectuelle,
Berne

AnjaHERREN (Mlle), chef adjoint de la Divison des marques, Ingtitut fédéral suissedela
propriété intellectuelle, Berne

SYRIE/SYRIA

Yasser SAADA, Head, Trademark Section, Directorate of Commercial and Industrial
Property, Ministry of Supply and Home Trade, Damascus

THATLANDE/THAILAND

Montri KITTIWANGCHAI, Counsdlor, Department of Treaties and Legal Affairs, Ministry of
Foreign Affairs, Bangkok

Songwuth NAKARANURUCK, Senior Legal Officer, Department of Intellectual Property,
Ministry of Commerce, Bangkok

TRINITE-ET-TOBAGO/TRINIDAD AND TOBAGO

Mazina KADIR (Ms.), Controller, Intellectual Property Office, Ministry of Legal Affairs,
Port of Spain
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TUNISIE/TUNISIA

Mohamed CHAOUCH, président directeur général, Ingtitut national de la normalisation et de
la propriété industrielle (INNORPI), Ministére de I’industrie, Tunis

UKRAINE

Vaadymyr ZHAROV, Firgt Deputy Chairman, State Patent Office, Kyiv

Iryna KOZHARSKA (Mrs.), Head, Law of Patents and Patent Policy Department, State Patent
Office, Kyiv

LyudmylaMENYAYLO (Mrs.), Head, Patenting and Licensing Department, State Patent
Office, Kyiv
URUGUAY

Maria Federica ACOSTA Y LARA (Sra.), Encargada del Departamento de Marcas, Direccién
Nacional de la Propiedad Industrial, Montevideo

COMMUNAUTES EUROPEENNES (CE)/EUROPEAN COMMUNITIES (EC)'

Erik NOOTEBOOM, Principal Administrator, Commission of the European Communities,
Brussls

Keith MELLOR, Principal Administrator, Council of the European Union, Brussals

Panayotis GEROULAKOS, Head, Office for Harmonization in the Internal Market (Trade
Marks and Designs), Alicante

Detlef SCHENNEN, Head, Legidation and International Legal Affairs Service, Office for
Harmonization in the Internal Market (Trade Marks and Designs), Alicante

Sur une décision du Comité permanent, les communautés européennes ont obtenu le statut de
membre sans droit de vote.

Based on a decision of the Standing Committee to accord the European Communities satus asa
member without the right to vote.
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1. ORGANISATIONS INTERGOUVERNEMENTALEY
INTERGOVERNMENTAL ORGANIZATIONS

ORGANISATION MONDIALE DE LA SANTE (OMS)/WORLD HEALTH
ORGANIZATION (WHO)

Sabine KOPP-KUBEL (Ms.), Responsible Officer, Quality Assurance, INN Drug Management
and Policies, Geneva

ORGANISATION MONDIALE DU COMMERCE (OMC)/WORLD TRADE
ORGANIZATION (WTO)

Matthijs GEUZE, Counsdllor, Intellectual Property and Investment Division, Geneva

Matthew KENNEDY, Legal Affairs Officer, Geneva

BUREAU BENELUX DES MARQUES (BBM)/BENELUX TRADEMARK OFFICE (BBM)

E. L. SIMON, directeur adjoint de la Divison application deslois, La Haye

OFFICE INTERNATIONAL DE LA VIGNE ET DU VIN (OIV)/INTERNATIONAL VINE
AND WINE OFFICE (Q1V)

Yann JUBAN, administrateur principal, Unité Droit, Réglementation et Organisations
Internationales, Paris

l1l. ORGANISATIONS NON GOUVERNEMENTALES
NON-GOVERNMENTAL ORGANIZATIONS

American Intellectual Property Law Association (AIPLA): William G. BARBER
(Representative, Texas)

Association adatigue d experts juridiques en brevets (APAA)/Asan Patent Attorneys
Association (APAA): Syed A. ALI SHAH (President, Pakistan Group, Karachi)
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Association communautaire du droit des margues (ECTA)/European Communities Trade Mark
Association (ECTA): DorisBANDIN ABAD (Mrs.) (Secretary, Law Committee, Madrid)

Association des industries de margue (Al M)/European Brands Association (AIM):
Dawn FRANKLIN (Miss) (Representative, Bucks, England)

Association francaise des praticiens du droit des marques et des modées (APRAM):
Brigitte THOMAS-GOUGEON (Mme) (vice-présidente, Paris)

Association international e pour |a protection de la propriété industrielle (Al PPI)/I nternational
Association for the Protection of Industrial Property (AIPPI): Gerd F. KUNZE (Executive
Vice-President, Chexbres, Switzerland)

Association international e pour les marques (INTA)/International Trademark Association
(INTA): Frederick W. MOSTERT (President, London); Bruce J. MACPHERSON
(Trademark Affairs and Policies Manager, New Y ork)

Centre d' éudes internationales de la propriété industrielle (CEIPl)/Centre for I nternational
Industrial Property Studies (CEIPI): Pierre NUSS (chargé de mission, Strasbourg)

Chambre de commerce international e (CClI)/International Chamber of Commerce (ICC):
Gongalo MOREIRA RATO (Lawyer, Lisbon)

Fédération international e des consails en propriété industrielle (FICPI)/I nternational Federation
of Industrial Property Attorneys (FICPI): Helmut SONN (Honorary President, FICPI and
Chairman of FICPI’s CET Group I, Paris)

Japan Intellectual Property Association (JIPA): Tsugizo KUBO (Co-chair, Trademark
Committee, Tokyo); Kimihisa KATO (Trademark Committee, Tokyo)

Japan Patent Attorneys Association (JPAA): Atsushi AOKI (Vice-Chairman, Trademark
Committee, Tokyo); Syuya KOHHARA (Vice-Chairman, Trademark Committee, Tokyo)

Japan Trademark Association (JTA): Kazuhiro NAKATA (Chairman, International Activities
Committee, Tokyo)
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Ligue internationale du droit de la concurrence (LIDC)/International League of Competition
Law (LIDC): Frangois BESSE (avocat, Lausanne)

Union des confédérations de I'industrie et des employeurs d' Europe (UNICE)/Union of
Industrial and Employers Confederations of Europe (UNICE): Gerhard BAUER
(Patent Attorney, Stuttgart)

Union des praticiens européens en propriété industrielle (UPEPI)/Union of European
Practitionersin Industrial Property (UEPIP): Anne KEUNE (Mme) (observatrice, Genéve)

V. BUREAU/OFFICERS

Président/Chairman: Lynne G. BERESFORD (Ms)) (Etats-Unis d Amérique/
United States of America)

Vice-présidents’Vice-Chairmen:  Elizabeth OWIREDU-GY AMPOH (Mrs.) (Ghana)
Ricardo GARCIA ROJAS ALARCON (Mexique/Mexico)

Secrétaire/Secretary: Albert TRAMPOSCH (OMPI/WIPO)

V. BUREAU INTERNATIONAL DE L'ORGANISATION MONDIALE
DE LA PROPRIETE INTELLECTUELLE (OMPI)/
INTERNATIONAL BUREAU OF THE
WORLD INTELLECTUAL PROPERTY ORGANIZATION (WIPO)

Divison du droit de la propriété industridle/I ndustrial Property Law Division:

Albert TRAMPOSCH (directeur/Director); Erika GEIGER (Ms.) (conseillere principale/
Senior Counsdlor); Marcus HOPPERGER (juriste principal/Senior Legal Officer);
André MARCEL (consultant/Consultant); Drew SCHAEFER (consultant/Consultant)

[Findel’annexe |l et du document/
End of Annex Il and of document]



