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 “IP Foundation projects, why are they necessary for work sharing and what challenges are IP5 taking on?” 
I wish to thank WIPO for giving me and FICPI the opportunity to share our views on the patent system with you. The meeting is very good for promoting constructive changes of the IP system.
My name is Jan Modin. I am a patent attorney practicing in Stockholm, and I am a member of FICPI which is a world-wide federation of patent attorneys in private practice. We have members in some 80 countries, so the organization is nowadays global, rather than European as it used to be. In FICPI, we represent large as well as small clients, both Applicants and Third parties. 
In this presentation I will largely put forward established FICPI views. However, as regards transparency of PCT applications, the federation has not yet fully discussed this matter, so many of the statements on transparency are my personal comments.
Most patent systems are more open today than they were some 50 years ago. At least the originally filed documents are made available after 18 months of a national patent application in most systems, and there is a general interest in increased transparency in national, regional and international applications. The patent system should involve a balance of interest between right holders and third parties who are affected by the rights and have to observe them. For most companies and individuals who develop new technology in their core business, it is just as important to ensure clearance from infringing the rights held by others as it is to secure your own exclusive rights. 
I believe that, to preserve a proper balance of interests, an increased transparency will be beneficial to

	Third parties
	Offices
	The public

but also to Applicants at large. After all, applicants are part of a system where their competitors are active and develop their own technologies in the same field. It is not possible for a patent applicant to require the competitors to disclose their contributions at 18 months and to demand that their own patent applications, or amendments of pending applications, should be kept secret. You cannot have it both ways! The system should be either transparent or confidential up to grant, as it used to be long ago.

I believe that even PCT applications should be made publicly available or at least more transparent after 18 months, including Chapter II proceedings. While realizing that Art 38 PCT still provides that the proceedings of a PCT application should be basically confidential, we feel that a first step could be that the published search reports are made more complete so as to include not only certain prior art documents, but also the databases and the search strategies that have been used, as well as the wording of the claims that were searched. The idea of making the search strategies and the databases used available to the public has recently been suggested by the International Chamber of Commerce (ICC), as expressed in their paper COOPERATION BETWEEN PATENT OFFICES: PRIOR ART SEARCHING OF PATENT APPLICATIONS. A draft was published in April this year. 

The ICC also made the point that the system as a whole, and all stakeholders, would benefit from a system, where virtually all applications in a patent family are dealt with early on and that no office should finish its examination until the complete set of prior art from all offices is available. Neither the PCT system, nor the PPHs presently provide this. This approach is an interesting one, and we will consider this matter shortly in FICPI.

When you look at the overall system, we are far from an ideal system. It is not enough that the first, basic applications are acted on early, but it is also preferable that the search results from other Offices, carrying out substantive examination, are also made available before patents are granted. Otherwise, there is a risk that such later searches will reveal prior art that has the potential to make the patents invalid.  As you all know, the developing countries criticize the present system for not keeping up the quality. In our view, the problem is not an insufficient quality of the work products from individual offices but that the system does not allow for coordinating the various searches before patents are being granted. Thus, in some countries, patents are granted on the basis of one or only a few searches, and then other countries follow suit and provide further search results that may make the first granted patents invalid. It may be possible to limit the scope of these patents, but that is also a costly and cumbersome process.   

An increased transparency will be beneficial not only to the users of the system, but also to all patent offices that will search and examine parallel applications on the same invention, be it other national entry PCT applications or other patent applications based on the same priority applications under the Paris Convention.

In FICPI, for many years, we have been in favor of supplementary searches to reveal relevant prior art that was not found during the first search. The issue came up some five years ago during the PCT Reform process, and WIPO made a study of some possible ways of conducting supplementary searches during the international phase of a PCT applications. The overall goal was to let the applicant pay for a further prior art search, to be made by another patent office – a PCT ISA - in order to make sure that further relevant prior art is revealed before the applicant has to decide on national and regional filings. Such further filings are of course very costly and constitute a major part of the total patenting costs. In the analysis made by WIPO, there were two possibilities, either concurrent searches, possibly with some collaborative efforts between different Offices, or sequential searches, so that a supplementary search is made only after the main search has been carried out by an appointed ISA.

FICPI favored the second alternative, with sequential searches, the main reason being that such a scheme will most certainly involve less work. We were convinced that it would be possible for the SISA to build somehow on the work already made, so that the supplementary effort would be less than for an independent search. We believed that the costs for such a supplementary search could be considerably lower than the cost for the main search. 

Unfortunately, the present system which was decided on some years ago has not been a success, probably because the searches being offered are independent searches and the Offices charge the same amount as for a main search. Therefore, very few requests for supplementary searches have been made. We are pleased to note that the EPO is joining the Offices that offer supplementary searches, but it remains to be seen to which extent the users will make use of these services. 

Why necessary for work-sharing?
Now, the topic today is “why are the IP5 Foundation Projects necessary for work-sharing?” To me, the answer is evident:

In the future, we cannot rely on a single search as was envisaged by the founders of the PCT system. Rather, to arrive at valid patents, searches will have to be made by at least two different patent offices. Currently, the thinking seems to be that the solution is collaborative handling of a patent application by two or more patent offices and to do this as a dialogue or even a joint effort among a number of Offices. So, for this to happen, much more commonality or uniformity is necessary to enable a truly collaborative effort. 

It can be questioned whether it will ever be possible to handle a great volume of patent applications in this way, involving concurrent handling by two or more offices, and communications between them. It may be too complicated to coordinate such collaborative efforts, time-wise. I personally think that it will be impossible to coordinate the examination of applications in this manner, while maintaining efficiency. Rather, the applications may have to be handled in a sequential manner, when the respective examiner has time to act. Then, it will indeed be useful to have the results of previous searches available in a standardized manner. Accordingly, I believe that the present IP5 foundation projects are critically important for any future cooperation and collaboration between patent offices.

As the system works today, there is very little cooperation when parallel patent applications, in a patent family, are being handled by a number of patent offices. For the most part, the work starts from scratch, or else the offices will simply rely on the conclusions reached by an office they trust, e.g. the EPO or the USPTO. This is regularly the case even in PCT applications, where the ISA is a different Office. The cases I handle, are dealt with by the Swedish Patent Office, but their reports (even under Chapter II) are not generally recognized by most other Offices around the world. So, I conclude that the PCT system does not operate in the manner foreseen by the founders of the PCT system. As was recognized in the PCT Roadmap paper last year, and in the WIPO Study earlier this year, the PCT system does not operate as it was intended to operate in respect of efficiency and work-sharing to avoid duplication of work. It is another matter that the PCT system is good for the applicant, especially in respect of deferring national entry filings to 30 months, and the associated costs.

In FICPI, we believe that truly supplementary searches are critical to achieving increased efficiency in the system. Earlier this year, in January, we passed a resolution calling for such truly supplementary searches to be made by the designated or elected offices when handling the national phase parts of PCT applications. Today, it is rare that the national Office actually makes use of the previous, main search carried out by the ISA and possibly by an IPEA. Rather, they either start from scratch and make a full and independent search and examination, or they just accept the previous search and make no further effort. Therefore, the PCT system has not increased the overall efficiency very much.

What we aim at is a situation where a second or further search takes into account the previous efforts and makes it possible to delimit the material to be searched, or to refine the search strategy, or even extend the search to other material that was not fully explored during the previous search or searches. A typical situation is of course one where the previous search or searches have been carried out in an environment where a different language is normally used. A US examiner very seldom detects documents originating from outside the US, and most Japanese searches will reveal pertinent JP documents that do not have counter-parts abroad. So, it is well-known that no single search will cover all relevant prior art. It will take a very long time until the Examiners will grasp and understand documents originating from a totally different environment or country. It will also take a long time before all the material is translated into one or more languages being used by all offices.

Accordingly, we believe that the ongoing work on finding uniformity – as is clearly the case in the IP5 foundation projects - is extremely important and quite necessary if we wish to obtain a truly collaborative way of working among patent examiners. 

It is another matter how the findings should be used. To me, it is clear that the foundations projects will definitely facilitate all kinds of cooperation, not only simultaneous collaborative efforts among examiners. They can be just as useful for carrying out sequential search efforts, without any communication or dialogue. We think that a second or further search should preferable be carried out on the basis of comprehensive and standardized reports from a previous search, including not only the prior art documents that have been found, but also the search strategy and various parameters, such as databases, keywords, classes, languages, etc. When an examiner sees these detailed reports, it will be much easier for him or her to decide on what additional search efforts that should be made.

Like ICC, I believe that an overall high quality – in the sense that valid patents will normally be granted – can hardly be achieved unless the various search efforts are made within a reasonable time frame, such as three years. Therefore, we do not wish to see deferred examination or multi-track options where certain applications are left unexamined for a great number of years. They may be favorable to some applicants and to the Offices – only a fraction of the incoming applications have to be dealt with early – but they will be bad for third parties and for the system as a whole.

Challenges
So, there is no easy way out. The challenges lie in implementing a global patent system that will coordinate all patent family applications time-wise, so that virtually all of them are at least prior art searched and published, with search reports, at a relatively early date, such as 3 years from the priority date, and preferably even quicker in the future. Probably, this will require increased resources, but also a political will to change today’s situation. It is a fact that most patent family applications are not fully searched until about five or six years from the priority date. Take Europe as an example. It is true that basic or first applications filed with the EPO are handled very early. It is also true that those applications run through the system relatively fast. However, the volume of such first filings in the EPO is relatively low. Most filings at the EPO are second filings, not only originating from outside Europe, but also from within Europe. A large number of inventions applied for as a basic application in Europe are filed in other Offices, in particular at the offices of Germany, the UK, Italy, the Scandinavian countries, Austria, Spain and others. I do not have any exact figures, but I know that the majority of first filings in Europe are made in other offices than the EPO. So, these applications are normally finalized in the EPO very late, typically 5-6 years from the priority date.

It is often said that this can be taken care of by way of the PACE program at EPO, but this will only work as long as there is a relatively low number of requests. The long pendencies are no good for third parties, nor are they good for the system as a whole. The recent study made in the UK, published in March this year, indicated that each year of prolonged pendency in the trilateral offices is extremely costly to society, possibly because of lost business opportunities as a consequence of patent applications which have not been finalized to grant. 

We also know that applications at JPO and the USPTO, even first filings, have to wait up to 3 or 4 years before they are searched. Moreover, we know that PCT applications have priority, they are handled earlier, but still not always within the time frame set by the PCT provisions. It is a fact that the backlogs are far too long. For some categories of applicants, such as large companies who lead the development, it may be favorable to let the applications stay in the patent office for many years. They are satisfied with having very broad claims during pendency. Their competitors, on the other hand, as well as relatively small companies relying on licensing out their inventions, are not as happy. So, it is indeed a problem that the backlogs have been growing.

PCT LINK system
In FICPI, we have a vision of a system of providing information from a large number of patent offices handling parallel patent applications, a so called PCT LINK system, where the foundation projects will be very useful. In such a system, there should be a central data base, containing information on all published PCT applications, but also links to various offices handling the corresponding national and regional patent applications in the same family. It would not be necessary to upload all the data to the central data base. Instead, there should be links to the particular Offices handling these parallel applications. Through the links, anybody should be able to reach the websites of these Offices and find the relevant data pertaining to the particular national or regional application. With uniformly structured websites, containing publicly available information on search results, search strategies and search parameters used, it will be possible for the public, third parties, and other Offices to understand what has been done so far in each office where the application has been acted on, and what could possibly be pursued in a further search on the same invention. Each office will have to be responsible for the accuracy and completeness of the data, and there is no need for a huge central data base with the associated problems of continuously updating the data.    

The system would help applicants and also third parties to get a quick overview or update of the current status of the parallel patent applications being prosecuted in several different offices. Such an overview is difficult to obtain today, and it is also very costly since it involves manual searching at some offices, normally by local specialists.

Also, the IP Offices would easily see the previous search results, strategies and parameters and will be able to determine how to conduct a truly supplementary search, while avoiding a mere duplication of the searches made already. Today, many Offices routinely request the applicant to provide search results from parallel applications, but that is also inefficient and very costly. 

We believe that the total amount of work for each office, handling first filings as well as second filings, would be substantially reduced thanks to the shorter time necessary to handle each case during a supplementary search, and also thanks to the much easier way to access the other offices’ search result. The coordination of the searches should also apply – in both directions - to the office of first filing in relation to the ISA, SISA or IPEA handling the international phase of the PCT application.

Spreading the search work and facilitating other offices exploitation of searches already made
Even though the IP5 offices handle a very large portion of all the patent applications filed anywhere, we believe that it makes no sense to concentrate the work even more. Indeed, there are a number of further patent offices that can contribute to the total work: There are at least eight other PCT Authorities and some further Offices including the UK and German Offices that can provide high quality searches, with varying capacities in terms of volumes. With the new tools being developed, and the training programs that are planned, it should be possible to spread the work  in order to increase the total capacity.To achieve this, it is important to utilize the existing resources and to decentralize the system. The ten or more offices mentioned have a substantial total capacity, and all the fifteen or more offices together should be able to cope with the total work if it is coordinated and shared. Possibly, it will also be necessary to take some measures to control the distribution of work, so that the total workload is divided approximately in proportion to the capacities of the various offices.   

But, the largest potential for coping with the total workload, is to reduce the time necessary for each supplementary search being made when handling a number of applications in a patent family. We believe that a PCT LINK system, preferably with increased transparency, would be instrumental in achieving such an increased efficiency. Of course, the global system has to be coordinated, and the resources must be utilized effectively.

Thank you!
      






	



