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Introduction

• Why is IP information useful?

• Where to find information

• Examples of search
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Introduction

• Why gather IP information?

• Purposes
• Search for inventions
• State-of-the-art search
• Patentability search
• Monitor competition/market
• Legal status search
• Infringement/defense (validity) search
• Name searches (key individuals)

• Include defensive disclosures
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Introduction

• Standardized format of registered IP (especially patents) advantage
and drawbacks

• Often disclosure in claim form limited
• But examples often helpful

• Lots of information, but not obvious how to mine large amounts of
information

• IPC not particularly helpful
• Ownership often not updated

• Focus on registered IP might skew view
• Not everything may be patentable subject matter (differences across

jurisdictions)
• Underlying choice by companies
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Databases

• Esp@cenet

• Commercial databases (Derwent, DiscoverIP, etc)
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Prior art

• EPO examiner search reports
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Prior art

• Non-patent literature (but differences across jurisdictions in citing
prior art)
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Prior art

• Interactions between different forms of registered IP

• For validity search, utility models particularly useful
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Patent family

• Information:
• Geographic coverage (global activity)
• Translations (but decent automatic translators exist)
• Importance/value of invention
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Product/entry announcement?
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Entry announcement?
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Entry announcement?
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Entry announcement?
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Entry announcement?

• Apple filed a trademark in Japan in June 2013 for iWatch

• There is no existing product – but is Apple (finally) introducing the
iWatch?

• Pinkberry filed a trademark in Chile in November 2007

• There are no existing Pinkberry shops in Chile

• Do trademark filings serve as entry signals?
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Complex IP strategies: IP Bundles

CD # 000593496-0001  

21 Sep 2006 

IT2005GE00077 

19 Oct 2005 

CTM #004735148 

10 Nov 2005 

December 2006 

First listed 

Product Evolution from an IP Perspective 
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Freedom-to-operate: patents on HIV drugs (Attaran and Gillespie-White, 2001)
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Patent-product search

• Pharmaceuticals: Efavirenz
• Active ingredients identified by International Nonproprietary Name

(INN)
• Example: INN denomination for the active ingredient is efavirenz
• Patents use IUPAC (International Union of Pure and Applied

Chemistry) classification
• IUPAC for efavirenz: (4S)-6-chloro-4-(2-cyclopropylethynyl)-4-

(trifluoromethyl)-2,4-dihydro-1H-3,1-benzoxazin-2-one
• In patents active ingredients often described by Markush structure
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Patent-product search

• Markush structure comprises many functionally equivalent active
ingredients

• IUPAC in contrast represents an individual active ingredient

• Challenges:

• Find IUPAC that corresponds to INN

• Determine which active ingredient is claimed by the patent – need to
look at Markush formula in combination with examples provided in
the patent application
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Patent-product search

• Search Chilean Health register for drugs that contain active
ingredient Efavirenz:

• Atripla comprimidos recubiertos
• Efavirenz capsulas 200mg
• Efavirenz comprimidos recubiertos 600mg
• Stocrin capsulas 200mg
• Stocrin comprimidos recubiertos 600mg
• Stocrin solucion oral 30mg/ml
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Patent-product search

• Are these drugs patent-protected?

• 2 approaches:

1 U.S. FDA Orange Book & Merck Index
2 Direct matching
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Search Orange book for active ingredient Efavirenz
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Search Orange book for active ingredient Efavirenz – find
corresponding patents
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Search Merck Index for active ingredient Efavirenz – find
corresponding patents
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Find national equivalents for patents found in Orange
Book and Merck Index
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Find national equivalents for patents found in Orange
Book and Merck Index
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Find national equivalents for patents found in Orange
Book and Merck Index
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Direct matching

• Search patents filed with Chilean Intellectual Property Office that
protect active ingredient Efavirenz:

• Atripla comprimidos recubiertos: CL199300906 (MERCK);
CL199900647 (DUPONT)

• Efavirenz capsulas 200mg: CL199300906 (MERCK); CL200401647
(GLAXO WELLCOME)

• Efavirenz comprimidos recubiertos 600mg: CL 199300906 (MERCK);
CL200401647 (GLAXO WELLCOME)

• Stocrin capsulas 200mg: CL199300906 (MERCK)
• Stocrin comprimidos recubiertos 600mg: CL199300906 (MERCK);

CL199900647 (DUPONT)
• Stocrin solucion oral 30mg/ml: CL199300906 (MERCK);

CL200401647 (GLAXO WELLCOME)
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Direct matching

• Atripla comprimidos recubiertos:
• CL199300906: primary patent – expiration date: 28 June 2014
• CL199900647: secondary patent – expiration date: 02 June 2024

• Efavirenz capsulas 200mg & Efavirenz comprimidos recubiertos
600mg:

• CL199300906: primary patent – expiration date: 28 June 2014
• CL200401647: primary patent – in process

• Stocrin capsulas 200mg:
• CL199300906: primary patent – expiration date: 28 June 2014

• Stocrin comprimidos recubiertos 600mg:
• CL199300906: primary patent – expiration date: 28 June 2014
• CL199900647: secondary patent – expiration date: 02 June 2024,

• Stocrin solucion oral 30mg/ml:
• CL199300906: primary patent – expiration date: 28 June 2014
• CL200401647: primary patent – in process
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Summary

• Registered IP provides freely accessible information

• Registered IP source of useful business intelligence

• Also useful information in non-patent literature

• Collecting and interpreting information not straightforward
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