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The Free Speech Fork – No Consensus (Yet?)
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No Consensus Has Emerged
2.4 Does a respondent using the domain name for a 

criticism site generate rights and legitimate 
interests?

View 1: The right to criticize does not extend to registering a 
domain name that is identical or confusingly similar to the 
owner’s registered trademark or conveys an association 
with the mark. 

View 2: Irrespective of whether the domain name as such 
connotes criticism, the respondent has a legitimate interest 
in using the trademark as part of the domain name of a 
criticism site if the use is fair and non-commercial.
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No Consensus Has Emerged
2.5 Can a fan site constitute a right or legitimate interest 

in the disputed domain name?
View 1: An active and clearly non-commercial fan site may have 

rights and legitimate interests in the domain name that 
includes the complainant’s trademark. The site should be non-
commercial and clearly distinctive from any official site.

View 2: Respondent does not have rights to express its view, even 
if positive, on an individual or entity by using a confusingly 
similar domain name, as the respondent is misrepresenting 
itself as being that individual or entity. In particular, where the 
domain name is identical to the trademark, the respondent, in 
its actions, prevents the trademark holder from exercising the 
rights to its mark and managing its presence on the Internet.
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Criticism Sites

Case No. D2000-0300

Case No. D2000-0190

http://www.bridgestone-firestone.net



6

Theme 1.2    2009 WIPO Conference:  10 Years UDRP – What’s Next

Fan Sites

Case No. D2004-0001

Case No. D2002-0726

http://www.patbenatar.com
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Bridging the Divide

Case No. D2004-0014

http://www.htja.comhttp://www.htja.org
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Bridging the Divide
• Lamparello v. Falwell, 420 F.3d 309 (4th Cir. 2005)
• TMI, Inc. v. Maxwell, 368 F.3d 433 (5th Cir. 2004)
• Taubman Co. v. Webfeats, 319 F.3d 770 (6th Cir. 2003)
• Lucas Nursery v. Grosse, 359 F.3d 806 (6th Cir. 2004)
• Nissan Motor v. Nissan Computer, 378 F.3d 1002 (9th Cir. 2004)
• Bosley Med. Inst., Inc. v. Kremer, 403 F.3d 672 (9th Cir.2005)
• Utah Lighthouse Ministry v. Foundation for Apologetic Info. and Research, 

527 F.3d 1045 (10th Cir. 2008)
• Taylor Bldg.v. Benfield, 507 F. Supp. 2d 832 (S.D. Ohio 2007)
• Northland Ins. Co. v. Blaylock, 115 F. Supp. 2d 1108 (D.C. Minn. 2000)
• Bihari v. Gross, 119 F. Supp. 2d 309 (S.D.N.Y. 2000)
• Penn Warranty Corp. v. DiGiovanni, 810 N.Y.S.2d 807 (N.Y. Sup. Ct. 2005)
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Bridging the Divide

2.4 Does a respondent using the domain name for a 
criticism site generate rights and legitimate 
interests?

There is also some division between proceedings involving 
US parties and proceedings involving non-US parties, 
with few non-US panelists adopting the reasoning in 
View 2. 
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Bridging the Divide

Case No. D2008-0647
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Bridging the Divide

Case No. D2007-1947


