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April 20, 2001

INTA Statement on ccTLDs Best Practices for

Prevention and Resolution of Intellectual Property Disputes

Introduction


The International Trademark Association (INTA) takes this opportunity to offer its response to the request for comments on the “ccTLDs Best Practices for the Prevention and Resolution of Intellectual Property Disputes” (Version of February 20, 2001)("Best Practices"), which was posted by WIPO on February 21, 2001.

INTA is a 122-year-old not-for-profit organization dedicated to, among other things, educating business, the media and the worldwide public on the proper use and importance of trademarks. We have 4,000 members in over 150 countries around the world.

General

INTA compliments WIPO’s ongoing efforts to educate and assist the administrators of ccTLDs worldwide in the important task of developing mechanisms to protect the rights of trademark owners in the global DNS, while balancing the needs of the entire global Internet community.

We appreciate that the Best Practices can perhaps not be literally adopted by every ccTLD administrator as national systems and regulations differ, but we recognize and agree with WIPO that the voluntary guidelines are a valuable tool for ccTLD administrators to review and consider when developing appropriate policies for the administration of their ccTLD.

Domain Name Registration Agreement
INTA agrees with the substance proposed under this heading.  More specifically, we agree that the foundation for the proper management of a domain is a clear agreement between the registrant and the registration authority that outlines the respective rights and obligations of each party relating to the registration of a domain.  INTA further agrees that the registration agreement offers a prime opportunity to establish terms and conditions that will help alleviate, or eliminate, potential disputes between registrants and owners of Intellectual Property.  The specific terms and conditions outlined by WIPO that are recommended to be included in any such registration agreement are entirely appropriate.

Collection and Availability of Registrant Contact Details

INTA agrees with the substance proposed under this heading.  More specifically, we agree that a robust policy concerning registrant contact details is one of the key elements of any intellectual property compliant domain name registration system, since it helps to ensure that intellectual property owners, consumers, and law enforcement officials can locate and seek redress against bad-faith domain name registrants.  INTA agrees that the domain name registration agreement should include explicit requirements that a registrant provide accurate and reliable contact details, that these details are made available to the public on a real-time basis through WHOIS services, and that there are consequences outlined in the registration agreement when inaccurate or unreliable contact details are provided, including cancellation of the domain name.  

Finally, INTA agrees that privacy laws that may exist in specific countries should not prejudice the equally important and competing rights of intellectual property owners, consumers and law enforcement officials.  If real-time WHOIS data is made unavailable, then alternative measures should be implemented to ensure that intellectual property owners, consumers and law enforcement officials are not frustrated in their attempts to enforce their rights.

Alternative Dispute Resolution

INTA generally agrees with the substance proposed under this heading, and has comments regarding the two issues outlined below.

1) Local or foreign trademarks

Internet domains are not limited to a single jurisdiction, but rather, spread across the entire World Wide Web. Therefore, there is potential for owners of trademarks in one country to suffer harm from a ccTLD domain name registered in another country in the same way as a national trademark owner could suffer harm from a party who files a generic top-level domain through an ICANN registrar. ICANN does not limit its jurisdiction to national trademark holders and the ccTLD administrators should follow ICANN’s lead.

Accordingly, INTA encourages ccTLDs to adopt a system like the UDRP, which permits a complainant to demonstrate rights in a trademark or service mark, irrespective of the jurisdiction in which the mark is protected.

2) Number and nationality of panelists

INTA supports the present UDRP system where a dispute is generally decided by a single member panel, but where there is an option for the parties in the dispute to appoint a three-member panel.

On the question of the nationality of the panelists and the suggestion that a single panelist (or the presiding member of a three-member panel) should not have the same nationality as any of the parties, INTA believes this recommendation has merit.  However, we note that such a requirement (although preferable with regard to the appearance of neutrality) may be undesirable from a national sovereignty perspective, especially for those countries that require the domain name registrant to be domiciled in that country, which would necessarily mean that a single member panelist could never be a national from that country.
Conclusion

INTA appreciates this opportunity to provide comments on the “ccTLDs Best Practices for the Prevention and Resolution of Intellectual Property Disputes,” and we thank WIPO for its continuing efforts in this regard.
For and on behalf of INTA,
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