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WIPO2 RFC-2

REQUEST FOR COMMENTS ON 

ISSUES ADDRESSED IN THE

SECOND WIPO INTERNET DOMAIN NAME PROCESS
I.
Introduction
The Brazilian Association of Intellectual Property – ABPI appreciates the work being done by the World Intellectual Property Organization (WIPO) to develop recommendations regarding legal issues associated with Internet domain names. We have pleasure in providing our additional comments on the Second WIPO Internet Domain Name Process (RFC-2).

In the time period between our first comment and the date of this paper, a few new developments have occurred in the domain name area. New Top Level Domains are being created, registration of domain names in international characters  (Chinese, Japanese and Korean) are being allowed, and country code Top Level Domains (ccTLDs) gain increasing importance in the entire Domain Name System. (DNS), not only due to the globalization of business markets, but also because of innumerous commercial interests (.tv [formerly Tuvalu, now being marketed as “Television”], .la [formerly Laos, now “Latin America”], among others).

On the other hand, the Domain Name System in some countries has not yet developed adequate standards and practices against cybersquatters, and their laws and courts still prove not to be able to insure a satisfactory solution for all problems, in particular misappropriation of names, related to DNS.  This situation can prove frustrating, especially to intellectual property owners whose efforts are directed to attempting to police their marks and domain names against infringing violations or cybersquatting on a worldwide range. 

Also, practitioners who have been involved in domain name disputes against abusive and bad faith registration of protected names may note that some jurisdictions or DNS could be in the process of becoming a “safe harbor” for bad faith registrants, unless action is taken. If a party cannot obtain any proprietary rights over specific domain names in a given DNS, but may be able to do so in many other ccTLDs without any restrictions, all efforts to protect such names against bad faith, abusive, misleading or unfair registration will be flawed. 

The Brazilian Association of Intellectual Property believes that such concerns do not exist only between Brazilian practitioners, reason why these issues should be discussed not on a country-by-country basis, but on an international level, with participation of interested parties from all countries, and the active assistance of WIPO.

In our view, the existing legal protection under most national laws, and under the current UDRP, may be insufficient to resolve most of the  problems or abuses involving the actual DNS and the topics suggested by WIPO: names of individuals, International Nonproprietary Names (INNs) for pharmaceutical substances, names of international intergovernmental organizations, geographical indications, or trade names.

However, the comments on the substance of the issues should also take into account those additional topics which have been raised in the first RFC, otherwise the scope of the Second WIPO Process will be limited to those issues which were listed in the RFC.  Therefore, we would have enjoyed to also address areas which were suggested by our Association in our initial comments, but not covered in this Second RFC. We understand that the following issues also require further consultation and resolution:

· Titles of intellectual works in general which are subject to copyright protection;

· Domain names which could be used in order to tarnish the reputation of a trademark or a company, or as a part of any unfair competition practices;

· Other names or designations which should not be registrable as domain names because they belong to public domain.

II.
Specific Comments on WIPO2 RFC2
Our specific comments and recommendations in relation to the issues raised in the Second RFC are as follows:

Personal Names – In our view, although this is an extremely complex issue, all personal names should receive special protection in the existing DNS against abusive registration, provided that such names were not registered in bad faith or are not utilized with the intent of misleading internet users. 

Our Association extensively discussed the use of famous and well-known nicknames as domain names, and whether a prior registrant, which also may have an entitlement to use the domain and has registered it in good faith, should be forced to transfer or waive a registration on behalf of a more famous party. We understand that such bona fide registrant must also have the right to use its name, particularly if he or she is a prior user in the DNS.

We understand that the most reasonable options to solve this problem may be found either in the context of technical solutions (creation of new TLDs), creative measures (such as subdomains) or local dispute settlement procedures (which may be capable of evaluating whether a particular personal name could be considered as well-known in a given country). 

International Nonproprietary Names (INNs) for Pharmaceutical Substances – It is our understanding that INNs should receive special protection against bad faith, abusive or unfair registration and use as domain names, particularly when such use induces consumers to a likelihood of confusion. 
However, our Association is particularly concerned with local translations of such domain names, and how they could be eligible for protection at international level (e.g., ampicillin, in Portuguese, means "ampicilina"- both names carry some resemblance but are graphically different. If "ampicilina.com" happens to be registered, possible damages would occur involving Portuguese-speaking consumers).

Therefore, we understand that the participation of the World Health Organization or similar organizations in compiling and preparing directory or listing services aimed at avoiding domain name conflicts shall be extremely useful. The work of such organizations should also consider whether these names should be excluded, as a whole, or not from domain name registration, or if a new TLD could be useful.

After completed, such listings should be made available to international and local dispute resolution groups, which may be able to assist in the implementation of rules to restrict, or even exclude, the registration of relevant INNs at each local ccTLD registry.

Names of International Intergovernmental Organizations – Even though the “.int” Top Level Domain has proven to be a reasonable option to the registration of such names and acronyms within the DNS, there could be additional forms of protection, particularly against bad faith registration of such domains in different TLDs or ccTLDs. 
Our Group understands that a significant number of  NGOs, particularly the ones which are involved in fundraising activities, may deserve special protection against abusive and bad faith domain name registrations, regardless of whether these NGOs already acquired trademark rights in their country of origin or other countries. In addition, some consideration should also be given as to whether or not national governmental organizations should be protected against abusive and bad faith domain name registrations.

In Brazil, a few similar cases, not only involving Intergovernmental Organizations but also Non-Governmental Organizations, already gathered public attention. We understand that the exclusion of such domains may not be the most useful option, but a broader scope of protection and registration should be made available to each organization.

Geographical Indications, Indications of Source or Geographical Terms – Geographical indications and similar terms deserve to be protected against bad faith, abusive, misleading or unfair registration and use as domain names, particularly when such use or registration is done by third parties without any bona fide intention or legitimacy.

It is our understanding that the creation of local listings and directories, as well as the participation of international organizations involved in the worldwide protection of such names (such as INAO) may diminish the problem, and allow each ccTLD registry to access minimal international guidelines of protection for these specific names .

The geographical indications, geographical terms and indications of source already eligible for protection under the Paris Convention, Madrid Agreement, Lisbon Agreement or the TRIPS Agreement should also deserve protection against abusive registration as a domain name in the gTLDs.  However, this issue could be quite complex, as there may be differences between local indications(such as “castanha-do-pará”) and internationally known indications (such as “champagne”) Although the intellectual property protection system does not make a distinction between the two cases, in the DNS this poses a problem susceptible of generating conflicts and possibly judicial disputes.

Our Association understands that certain names may deserve special protection in a given country, but not in all countries. Therefore, ccTLD registries should be allowed to limit or expand their scope of protection on a nationwide basis, depending on whether a given indication should be protected or not in each country.

Tradenames – Our Association understands that the protection of trade names should also be included in the DNS. However, such protection should, to the maximum extent possible, follow the standards of protection already set forth by the Paris Convention, as it is adopted in each member-country.

We understand that this issue is particularly complex, as there are already several legitimate holders of trade names whose rights clash with trademark and domain name owners worldwide. Additional protection standards regarding trade names should be drafted on a country-by-country basis, depending on how the protection of trade names under the Paris Convention is interpreted.

Titles of Intellectual Works –  Our Association believes that titles of intellectual works which are subject to copyright protection should receive special protection in the existing DNS against abusive, bad faith or unfair registration, particularly when such titles have become famous and when such use may lead internet users to confusion.

We also believe that protection standards regarding titles of intellectual works should be implemented on a country-by-country basis because of the possibility of similar or identical titles of intellectual works exist in different jurisdictions without conflicting among themselves.

Domain names which could be used in order to tarnish the reputation of a trademark or a company, or as a part of any unfair competition practices. - Even though the UDRP has already dealt with similar issues, we understand that it is necessary to address the need of providing additional protection to trademark owners, on a worldwide basis, against the undue registration of domains, simply to tarnish someone else’s mark.

Examples such as verisonreallysucks.com have confronted the thin line between the right of free speech on the Internet and the interests of trademark owners. In our view, this issue should be further evaluated, in courts and at the dispute settlement level, and minimal protection guidelines should be made available to all ccTLDs.

Other names or Designations which should not be registrable as domain names because they belong to public domain – In the opinion of our Association, the issue of whether specific generic terms should be excluded from the DNS deserves further analysis. Registries from  country code TLDs may be confronted, in a near future, with problems arising from the use and registration of generic or descriptive names, most of them are now being registered by “cyberspeculators”. Even though it may not be impossible to evaluate the risk of possible threats to the current system, the UDRP may be an option to avoid additional risks.
III.
General Comments
We avail this opportunity to include a few general comments regarding the current situation of WHOIS searches on most ccTLDs, as this is an issue that has raised a lot of criticism in the discussion sessions held by our Association. 

We understand that the rapid increase in Internet use around the world is leading to an increasing quarrel between domain names and intellectual property rights. However, most WHOIS searches (which are probably the only source of information for intellectual property practitioners to monitor and search domain name registrations) are still inadequate and unreliable. Moreover, it is not unusual to hear complaints from Brazilian parties, although no specific case has yet been confirmed, that even search logs are being used by third parties in national and foreign registrants to register domain names in bad faith.  We understand that neither ICANN nor WIPO has taken any steps to confront this problem.
Technical and privacy concerns should not be an excuse for negligent registries to operate, or even to overshadow the need of intellectual property owners and practitioners for a transparent DNS and Dispute Resolution System, with reasonable minimal standards  adopted worldwide. 

The Brazilian Association of Intellectual Property believes it is necessary to study the adoption of an international level of “best practices” for domain name registries, including mandatory guidelines for local dispute resolution proceedings and appropriate domain name registration practices in each country. All ccTLD managers should be required to operate in accordance with such guidelines, so as to promote a minimum of stability and integrity of the Domain Name System.
Moreover, we understand that WIPO’s Dispute Resolution Services and the Arbitration and Mediation Center should be considered as a role model for other countries which intend to adopt sovereign settlement systems, suitable to the needs of each DNS and similar to a “best practices” standard, using local expertise and infrastructure, while accommodating national rules.

Finally, we again would like to congratulate WIPO for its efforts in raising such discussions, and we look forward to participating again in future RFCs and discussion panels involving this issue.
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