Enlarged novelty in the Netherlands

Art. 8(2) draft SPLT / The prior art effect of earlier filed, but later published applications

This text deals with the Dutch approach of novelty with respect to prior art under the draft SPLT art. 8(2) and the policy considerations underlying.

In the Netherlands, the prior art is extended with applications that are filed before and published after the priority date of the application (or patent) concerned. This extension is an exception on the general rule that the prior art information had to be made available to the public. The reason for this exception is to prevent that one invention could be double patented.

Patents are granted under the Dutch patent law on a "first come, first served" basis. So the applicant who asked first patent protection for his invention by filing his application, will get the exclusive right for his invention. The second applicant, not knowing of the first application, will get protection for his invention only to the extent that the first applicant does not patent it. To prevent double patent protection, only the differences between the two inventions are considered. The second applicant does not have to make an inventive contribution with respect to the first application. His invention must be inventive with respect to the prior art available to the public, justifying an exclusive right with respect to society, and it must be new with respect to the non-published applications already pending, to prevent double patenting. 

In practice, preventing double patenting is too cumbersome. One has to wait until the first patent is granted to know exactly which invention is protected by the claims. Waiting until the granted claims of the first patent are known, can sometimes take years. Only from that moment on, the second application can be examined, and double patenting can be prevented. Thus, waiting until grant is not practical because of the time needed. Moreover, the examiners involved with examination of the second application have to determine the scope of protection of the first patent. Determining the scope of protection of a patent can sometimes be difficult and delicate, and is often not a regular task of a granting authority. Therefore under the Dutch law, like many other patent laws in Europe, only for practical reasons, not the granted claims are taken into account, but the whole content of the first application. The consequence is that some inventions, claimed by the second applicant, however not claimed by the first applicant but contained in his description, will not be granted to the second applicant (and therefore not protected at all). 

Not only the literal text of the first patent applications is taken into account, but also everything a person skilled in the art understands immediately from the text while reading. 

Further, if the second application concerns nothing more than a (for the person skilled in the art) normal use of the invention from the first application, then the second application is also considered not novel. In other cases, it was decided that if the differences between two applications only concerned well know equivalents to a person skilled in the art, patent granting should be refused. 

It is irrelevant that both applications are from the same person; the applications might already be assigned or transferred to a third party. 

Under the current Dutch approach, double patenting is still not prevented for 100% because – although the second patent may be new with respect to the first patent– due to equivalent embodiments of the inventions the scope of the protection of both patents may still overlap. 

Under the Dutch patent law, three kinds of patent applications have to be taken into account: national patent applications, European patent applications and PCT applications. Article 4(3) of the Dutch patent act, the "Patent Act of the Kingdom 1995", deals with national patent applications. The content of the paragraph reads as follows:

"The state of the art shall also comprise the contents of previously filed applications that have been entered in the patent register pursuant to Article 31 on or after the date referred to in paragraph (2), above."

This implies that the patent application has to be published to belong to the prior art. 

Art. 4(4) of the Dutch patent act deals with European and PCT patent applications. The paragraph reads as follows:

"The state of the art shall also comprise the contents of European patent applications and of international applications as referred to in Article 158(1) and (2) of the European Patent Convention, the date of filing of which, pursuant to Article 54(2) and (3) of said Convention, precedes the date referred to in paragraph (2), above, and which have been published pursuant to Article 93 of said Convention or Article 21 of the Patent Co-operation Treaty on or after that date, provided that the Kingdom has been designated in the published application and the designation fee has been paid."

Published European patent applications belong to the prior art when the Netherlands is designated and the designation fee has been paid. 

For PCT applications, the article – in conjunction with art. 158 (1) and (2)  EPC –  is understood in the way that a PCT application is not immediately part of the prior art when it is published. It is necessary that the PCT application be proceeded as a European patent application with a designation for the Netherlands. So, only from the moment that the PCT patent application has entered the European phase (with designation of the Netherlands), the PCT application belongs to the prior art. This implies that sometimes, one has to wait more than 30 months until the exact relevant prior art is known. And secondly (more important), many PCT applications do not belong to the prior art because of this strict demand.

Having in mind that the objective was that only double patenting has to be prevented, the reason for the approach above was that it was expected that not every PCT application would be continued as a European patent application designating the Netherlands. Therefore the prior art had not to be extended more than necessary. 

It is remarked that under art. 54(3) EPC the EPO cannot take national patent applications of its member's states into account. Therefore double patenting can still sometimes happen in the Netherlands. However note also art. 139 EPC, which gives the option to correct this situation.
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