Application of novelty requirement under UK patent practice
1. 
Under UK patent law, the requirement for novelty is defined by section 2 of the Patents Act 1977.  Section 130(7) of the Act states that this section is amongst those which are framed to have, as nearly as practicable, the same effects in the UK as the corresponding provision of the European Patent Convention (EPC).  The wording of Section 2 corresponds closely with EPC Article 54.  The policy considerations underlying this Article and the jurisprudence of the Boards of Appeal at the EPO are therefore also of relevance to the application of the novelty requirement under UK law.

2.
Section 2(1) of the Act states that an invention shall be taken to be new if it does not form part of the state of the art.  Section 2(2) then goes on to define the state of the art as to be taken to comprise all matter (whether a product, a process, information about either, or anything else) which has at any time before the priority date of the invention been made available to the public (whether in the UK or elsewhere) by written or oral description, by use or in any other way.  This subsection is similar to draft SPLT Article 8(1).
3.
Section 2(3) of the Act defines that the state of the art as also including matter contained in an application for another patent having a priority date earlier than the application in suit, but which was published on or after the priority date of the application in suit.  In order to form part of the state of the art under Section 2(3), the matter must be contained in the application for that other patent both as filed and as published, and the priority date of that matter must be earlier than that of the invention of the application in suit.  This subsection has similar aims to that of draft SPLT Article 8(2).  “An application for another patent” is limited to an application made under the Act or one that is to be treated as such.  This therefore only includes published applications which have been made under Act, under the EPC where the UK is designated, and under the PCT where the UK or EP(UK) are designated which have entered the national or regional phase, respectively.  The state of the art under Section 2(3) is relevant in considering novelty of an invention, but is to be disregarded when determining whether an invention involves an inventive step.
4.
Section 2(3) of the Act has been drafted to give effect to EPC Article 54(3).  In Woolard’s Application [2002] RPC 39, by referring to the travaux préparatoires of the EPC, the Patents Court concluded that the purpose of Article 54(3) was to prevent double patenting.  This interpretation is consistent with provisions of EPC Article 54(4), which limits the application of Article 54(3) to earlier applications designating the same Contracting State as the later application, and it is also consistent with the definition of “an application for another patent” in the Act.  To achieve the object of avoiding double patenting, the entire contents of the earlier patent application are to be treated as prior art, since this avoids the difficult task of comparing the scope of the claims in the two applications required by only utilising the specific claims granted for the earlier application against the later application.

5.
Details of the practice followed under the Patents Act 1977 to assess novelty of a patent application are described paragraphs 2.01 to 2.56 of the Manual of Patent Practice
.  When considering whether a patent claim lacks novelty, in addition to information that is explicitly disclosed, the teaching that is implicit in prior publication may be taken into account.  In other words, the skilled person may use his common general knowledge to deduce that certain standard features of a system, product, method, etc. must be a necessary part of a disclosure and are thus implicitly present.  The concept of novelty under UK practice therefore has a broader extent than “photographic novelty”.  However, the skilled person may not go so far as to assume that certain common but non-universal features are present; this would be a matter for obviousness instead.  This distinction is emphasised in General Tire v Firestone [1972] RPC 457, which set out the generally-held principle in UK patent law that a disclosure which would infringe a claim in a patent application if the application was granted demonstrates a lack of novelty in the same claim before grant (the “post-infringement” or “right to work” test).  In this judgment, at pages 485 to 486, it is stated: “If the prior inventor’s publication contains a clear description of, or clear instructions to do or make, something that would infringe the patentee’s claim if carried out after the grant of the patentee’s patent, the patentee’s claim will have been shown to lack the necessary novelty, that is to say, it will have been anticipated.  The prior inventor, however, and the patentee may have approached the same device from different starting points … but if carrying out the directions contained in the prior inventor’s publication will inevitably result in something being made or done which, if the patentee’s patent were valid, would constitute an infringement of the patentee’s claim, this circumstance demonstrates that the patentee’s claim has in fact been anticipated.  If, on the other hand, the prior publication contains a direction which is capable of being carried out in a manner which would infringe the patentee’s claim, but would be at least as likely to be carried out in a way which would not do so, the patentee’s claim will not have been anticipated, although it may fail on the grounds of obviousness”.    
6.
The General Tire judgment continues: “To anticipate the patentee’s claim, a prior publication must contain clear and unmistakable directions to what the patentee claims to have invented … A signpost, however clear, upon the road to the patentee’s invention will not suffice.  The prior inventor must be clearly shown to have planted his flag at the precise destination before the patentee”.  This requirement was applied in Asahi’s Application [1991] RPC 485, where it was held that a prior disclosure had to have an enabling character in order to anticipate an invention.  An invention was not made available to the public merely by a published statement of its existence, unless the method of working is so self-evident as to require no explanation.  
7.
The test to determine whether matter in a patent application unpublished at the priority date of the application in suit forms part of the state of the art under section 2(3) of the Act is the same as the test for whether matter in a prior publication forms part of the state of the art under section 2(2) of the Act, as held in the Asahi judgment.  In both cases, the matter has to be enabling.  Furthermore, when considering novelty, matter which forms part of the state of the art under section 2(3) is considered in exactly the same way as matter that is part of the state of the art under section 2(2), as was confirmed in SmithKline Beecham’s Patent [2003] RPC 6.
Possible future developments

8.
Although the concept of novelty adopted in the UK and under the EPC extends beyond “photographic novelty” to cover implicit disclosures, patent protection can nevertheless be obtained in some instances when a closely-similar prior disclosure forms part of the state of the art under section 2(3) as obviousness does not apply.  The possibility of extending the prior art covered under novelty in this area may better achieve the objective of avoiding double patenting where inventions are nearly identical.  However, the scope of “enlarged novelty” should be clear and narrower than what is encompassed by obviousness.  A definition of “enlarged novelty” might include what is presently covered by novelty under European practice plus a limited number of other specific situations, which would warrant investigation by the International Bureau in their study.  These may include: a) specific species falling within the scope of a generic concept in the prior application but excluding “selection inventions”, and b) equivalents or substitutes to elements of the invention of the prior application that are part of the common general knowledge in the relevant art.     
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